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1. REAL PARTY IN INTEREST 



The Applicants, Gurtej S. Sandhu and Sujit Sharan, have assigned their interest in this 
application to Micron Technology, Inc. 

II. RELATED APPEALS AND INTERFERENCES 

There are no other appeals or interferences known to the Applicants or the assignee 
which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

III. STATUS OF THE CLAIMS 

Claims 1-69 have been presented during prosecution of the application under appeal. 
Claims 1-40 have been canceled. 
Claims 41-69 are pending. 
Claims 41-69 are rejected. 
Claims 41-69 are appealed. 

IV. STATUS OF THE AMENDMENTS 

Applicants filed no amendments subsequent to final rejection. 

V. SUMMARY OF THE INVENTION 

The current invention addresses a device for in-situ cleaning of an inductively coupled 
plasma chamber. One exemplary embodiment concerns a semiconductor fabrication system 
comprising a reaction device that is configured to inductively generate a plasma. (Specification 
at p. 7, In. 19 - p. 8, In. 2; FIG. 1.) The plasma, in turn, comprises an induction blocker, and the 



reaction device is configured to accept that induction blocker in an area that blocks plasma 
induction. {Id. at p. 4, In. 3-11; p. 8, In. 8 - p. 9, In. 14.) The semiconductor fabrication system 
further comprises a component that is coupled to the reaction device and that is configured to 
provide the reaction device with an induction blocker remover. (Id. at p. 9, In. 5 - p. 10, In. 14.) 
In a preferred exemplary embodiment, the component is a second reaction device that is 
configured to generate a second plasma comprising the induction blocker remover. (Id. at p. 9, 
In. 19 -p. 10, In. 5.) 

In another exemplary embodiment, a wafer processing system comprises a reactor having 
a wafer fabrication mode and a reactor cleaning mode. (Id. at p. 7, In. 19-28; p. 9, In. 8-17; FIG. 
1.) In the wafer fabrication mode, the reactor is configured to receive a metal-containing gas and 
further configured to locally generate a plasma. (Id. at p. 9, In. 8-14.) In the reactor cleaning 
mode, the reactor is configured to receive a metal etchant and further configured to refrain from 
locally generating a plasma. (Id. at p. 9, In. 19 - p. 10, In. 7; see also p. 4, In. 3-1 1 and p. 9, In. 
16 (disclosing the blocking of power coupling).) In a more specific exemplary embodiment of 
this type, the reactor interior is free of any wafer during the cleaning mode (id. at p. 9, In. 14-16), 
and the metal etchant is transmitted in a non-plasma form during that mode (id. at p. 10, In. 4- 
14). 

Other exemplary embodiments of the current invention address a plasma processing 
system, a furnace assembly, a cleaning apparatus, a metal processing system, and a plasma 
generation system. 

VI. ISSUES 

There are three issues for determination on appeal: 

(1) whether the Examiner has failed to satisfy the burden for a novelty rejection based on 
the Kumagai reference; 

(2) whether the Examiner has failed to satisfy the burden for a novelty rejection based on 
the Shang reference; and 

(3) whether the Examiner has failed to satisfy the burden for an obviousness rejection 
based on the Shang and Lantsman references. 
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VII. GROUPING 



Applicants define the following groups of claims for consideration upon this appeal. 
These groups correspond to the issues listed above. 

Group I: claims 41-44 and 50-56 (the claims do not necessarily fall together); 
Group II: claims 57-59 (the claims do not necessarily fall together); and 
Group ni: claims 45-49 and 60-69. 

VIIL ARGUMENT: 

A. The Examiner has failed to satisfy the burden for the novelty rejections 

The Examiner rejected various subsets of the pending claims as being anticipated by 
either Kumagai (U.S. Pat. No. 5,916,455) or Shang (U.S. Pat. No. 5,788,778). Applicants 
address each basis for rejection separately below. Applicants also note that each independent 
claim rejected as being anticipated expresses limitations that are distinct from the other 
independent claims. In addition, while each dependent claim benefits from the limitations 
expressed in the claims on which it depends, each dependent claim also benefits from additional 
expressed limitations and arguments directed thereto. As a result, in the event the Board finds 
one of Applicants' arguments unpersuasive, the claims do not necessarily fall together. 

1. The Examiner has failed to satisfy the burden for a novelty rejection based on 
Kumagai 

The Final Office Action rejected claims 41-44 and 50-56 as being anticipated by 
Kumagai, citing the reasoning in the previous Office Action. (Office Action dated 12/3/02 at p. 
2 (citing Office Action dated 5/28/02 at p. 2-3).) In that previous Office Action, the Examiner 
reasoned that Kumagai discloses components that are "structurally equivalent" to some of the 
claim limitations. (Office Action dated 5/28/02 at p. 2-3.) Applicants contend that the 
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Examiner's reasoning in that Office Action fails to address all of the claim limitations, thereby 
failing to meet the burden for rejection. Moreover, an analysis of Kumagai's disclosure 
demonstrates that it discloses only the opposite of at least some of the claim limitations, thereby 
indicating that the burden for rejection cannot be met relying on Kumagai. Further, the 
Examiner's use of the phrase "structurally equivalent" in a novelty rejection demonstrates the 
legal impropriety of these attempted rejections. 

a) Limitations not addressed by the Examiner and Kumagai 's failure to 
disclose them 

Concerning the limitations not addressed by the Examiner and Kumagai's failure to 
disclose them, claim 41 requires a second chamber that is configured to initially generate a 
second plasma therein and further configured to lose an ability to generate that second plasma. 
Moreover, the second chamber is configured to receive another plasma that is configured to 
restore that ability. Kumagai discloses no such chamber configuration. The only Kumagai 
chambers identified by the Examiner are the plasma ignition device (element 30) and vacuum 
chamber (element 1 1). (Office Action dated 5/28/02 at p. 2-3.) However, Kumagai configures 
neither of those chambers to lose the ability to generate plasma. Kumagai in fact discloses only 
the exact opposite - with both chambers configured to always be ready to generate plasma. 
Kumagai's summary, for instance, discloses an embodiment wherein the ignition chamber 
produces a seed plasma that allows the vacuum chamber to generate a low pressure plasma. 
(Kumagai at col. 2, In. 20-28 and In. 40-43.) Kumagai addresses this further in the detailed 
description of the invention. 

Thus, the plasma from the interior of the ignition cylinder (31) 
becomes a seed, and a plasma is therefore readily generated in the 
vacuum chamber. 

(Id. at col. 5, In. 5-7.) Later in the detailed description, Kumagai further suggests the readiness 
of both chambers to generate plasma. 

The high density plasma generated in the ignition device is 
introduced into the vacuum chamber as seed plasma. Therefore, a 
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stable plasma can be generated and maintained even though the 
pressure inside the vacuum chamber is relatively low. 

{Id. at col. 6, In. 15-19; see also Abstract.) 

If Kumagai's plasma ignition device were configured to lose the ability to generate 
plasma, the whole purpose of Kumagai's invention would be defeated. Kumagai goes even 
further in addressing its vacuum chamber, warning that it is configured to generate too strong a 
plasma that risks etching the chamber walls. {Id, at col. 1, In. 41-48.) In disclosing only the 
exact opposite of a limitation in claim 41 , Kumagai cannot be read as anticipating that claim or 
its dependent claims 42-44. 

Moreover, dependent claim 42 contains an additional limitation concerning the second 
chamber's configuration in terms of the loss of the ability to generate a second plasma. 
Specifically, claim 42 requires that the second chamber be configured to lose the ability to 
generate the second plasma in response to a generation of that plasma. Claim 42 also requires 
that the second chamber be configured to regain the ability in response to a reception of another 
plasma. As Kumagai fails to disclose any of its chambers being configured to generally lose the 
ability to generate plasma, Kumagai necessarily fails to disclose the narrower configuration 
concerning the loss of the ability to generate plasma as well as the configuration concerning 
regaining that ability. Dependent claims 43-44 benefit from such distinctions as well. 

Claim 50 requires a device that is configured to inductively generate a plasma, wherein 
the plasma comprises an induction blocker, and wherein the device is further configured to 
accept the induction blocker in an area that blocks plasma induction. The Examiner has failed to 
indicate where either of Kumagai's chambers are disclosed as being configured in this manner. 
Moreover, the fact that both of Kumagai's chambers appear ready at all times to induce plasma 
suggests that Kumagai's chambers cannot be interpreted to disclose such configurations. {See 
Kumagai at col. 1, In. 41-48; col. 2, In. 20-28; col. 2, In. 40-43; col. 5, In. 5-7; col. 6, In. 15-19 
(addressed above).) Dependent claims 51-53 benefit accordingly. 

Furthermore, dependent claim 52 further qualifies the configuration requirements of 
claim 50' s device, requiring that the device comprise a quartz component that is configured to 
accept the induction blocker thereon. As Kumagai fails to disclose claim 50's broad 
configuration concerning an induction blocker, Kumagai necessarily fails to disclose the 
narrower induction blocker configuration specified in claim 52 and its dependent claim 53. 
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Claim 54 concerns a cleaning apparatus for an inductively-coupled plasma chamber, 
comprising a cleaning chamber that is configured to provide a metal-cleaning gas to the plasma 
chamber. Applicants assert that neither of Kumagai's chambers cited by the Examiner disclose 
all of claim 54's requirements for the cleaning chamber. Kumagai's plasma ignition device is 
not configured to provide a metal-cleaning gas. Rather, Kumagai's plasma ignition device is 
configured to provide an inert plasma- generating gas. (Kumagai at col. 2, In. 17-19; col. 4, In. 1- 
col. 5, In. 7.) Any attempt to analogize Kumagai's plasma-generating gas to a cleaning gas, let 
alone a metal-cleaning gas, is questionable given that Kumagai also teaches providing a discrete 
etching gas from elsewhere. (Id. at col. 3, In. 29-31; col. 5, In. 8-15.) As for Kumagai's vacuum 
chamber, it is not configured to provide a metal cleaning gas to another plasma chamber. Hence, 
it, too, fails to address all of claim 54's limitations. These limitations are incorporated into 
dependent claims 55 and 56, each of which contain additional limitations concerning the 
cleaning chamber, thereby further emphasizing their novelty. 

b) Examiner's previous indication that Kumagai is insufficient to support a 
novelty rejection. 

Applicants note that, earlier in prosecution, the Examiner attempted to reject these claims 
under Kumagai based on an argument using slightly different wording. (Office Action dated 
8/30/00; Office Action dated 5/22/01.) In a previous Appeal Brief, Applicants presented 
counter-arguments similar to those presented in this current Appeal Brief. (Appeal Brief 
submitted 1/15/02 at p 3-5.) Applicants note that the counter-arguments appear to have been 
sufficient to refute the previous Kumagai rejection, as the subsequent Kumagai rejection relies 
on different wording. (Compare Office Action dated 8/30/00 and Office Action dated 5/22/01 
with Office Action dated 5/28/02 and Office Action dated 12/3/02.) Applicants contend that 
such arguments are equally sufficient to refute the current Kumagai rejection. 
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c) The Examiner's inappropriate reliance on "structurally equivalent" 
arguments 

The Examiner's latest Kumagai rejection raises other issues as well. In attempting to 
support the rejection, the Examiner argued that certain Kumagai components are "structurally 
equivalent" to parts of the rejected claims. (Office Action dated 5/28/02 at p. 2-3.) Binding case 
precedent holds, however, that anticipation may not be shown by equivalents. (Richardson v. 
Suzuki Motor Co., 868 F.2d 1226, 9 U.S.P.Q.2d 1913, 1920 (Fed. Cir. 1989), cerL denied, 493 
U.S. 853 (1989).) In Richardson, the jury had been instructed that anticipation could be 
established by a reference's disclosure of every claim element or its equivalent. (Id.) The Court 
indicated that such an instruction was erroneous, reasoning that equivalents are pertinent to 
obviousness under §103, not anticipation under §102. (Id. at 1920-1921). The facts in this case 
are analogous: in a manner echoing Richardson's jury instructions, the Examiner is attempting 
to argue that anticipation is established by Kumagai 's disclosure of an structure equivalent to 
some of those in the claim limitations. Thus, for the same reasoning as that presented in 
Richardson, the Examiner's argument is erroneous. As a result, the Examiner's failure to meet 
the burden for a novelty rejection is further demonstrated. 

Moreover, "structurally equivalent" arguments appear to be relevant only to means plus 
function limits. (In re Bond, 910 F.2d 831, 15 U.S.P.Q.2d 1566, 1568 (Fed. Cir. 1990). Copies 
of the cases cited in this Appeal Brief are included in appendices.) In addressing whether Bond's 
claimed delay means were disclosed by the prior art, the Court noted that the prior art's 
structures were not identical to the structures that were disclosed in Bond's specification and 
supported the "delay means" claim limitations. (Id. at 1567-1568.) Nonetheless, the Court noted 
that Bond's "delay means" was a "means-plus-function" limitation that covered not only the 
structures expressed in the disclosure but also equivalents thereof. (Id.) Hence, the Court 
indicated that further inquiry was warranted concerning whether the prior art did indeed disclose 
an equivalent to the structures in Bond's disclosure. (Id.) Rather, than make that decision itself, 
the Federal Circuit remanded to the Patent and Trademark Office, reasoning that structural 
equivalency is relevant to §1 12 ^6 (concerning means plus function limitations) and is therefore 
a question of fact. (Bond, 15 U.S.P.Q.2d at 1568-69.) In contrast, the claims at issue do not 
contain "means plus function" limitations, hence the Examiner's discussion of "structural 
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equivalents" has no bearing on their novelty and still further demonstrates the Examiner's failure 
to meet the burden for a novelty rejection. 

d) The Examiner's attempt to answer to Applicants' arguments 

As mentioned above, the current rejections were first raised before the final Office 
Action. (See Office Action dated 5/28/02 at p. 2-3.) Accordingly, Applicants have refuted these 
rejections previously in the Response transmitted 8/28/02. As a result, the final Office Action 
includes an answer to Applicants' refutation. (Office Action dated 12/3/02 at p. 2-3.) Applicants 
address the points raised by the Examiner's answer separately below. 

i. The Examiner's mischaracterization of the claim limitations 

The Examiner began the answer by arguing that the term "configured" used in the 
limitations addressed above in part (a) makes those limits "means plus function" limits. 
Applicants contend that applying the proper standards for determining whether a limitation is 
directed to a "means plus function" demonstrates otherwise. A claim limit that refrains from 
using the term "means" enjoys a presumption that the limit is not a "means plus function" limit. 
(Watts V. XL Systems Inc., 232 F. 3d 877, 56 U.S.P.Q.2d 1836, 1838 (Fed. Cir. 2000).) In 
determining whether the presumption is rebutted, the focus is whether the claim recites 
sufficiently definite structure. (Id,) The Federal Circuit has further indicated that the claim limit 
need not connote a precise physical structure. (Id.) The claim limit at issue in Watts concerned 
joints, each of having an end that is 

formed with tapered external threads dimensioned such that one 
such joint may be sealingly connected with another such joint. 

(Id. at 1837.) The Federal Circuit found that this limit included terms such as "end" and 
"thread" that are reasonably understood to be names for structure. (Id. at 1839.) That finding, 
combined with the specification demonstrating that the structures satisfy the language of the 
limitation in which they appear, resulted in this language imparting sufficient structure such that 
the claim limit was not a "means plus function" limit. (Id.) 
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By comparison to the claim limit in Watts and by application of the standards articulated 
in that case, Applicants contend that the "configured" limits addressed above in part (a) also 
impart sufficient structure such that they are not "means plus function" limits. For example, one 
of claim 4Vs configurations refers to a second chamber configured to generate a plasma 
"therein." The term "therein" necessarily alludes to the term "chamber," which is reasonably be 
understood to be a structure, thereby indicating structure in that claim 41 limitation as well as 
any other limitation in claims 41-44 concerning a configuration relating to plasma generation. 
Further, the current Specification also demonstrates, without limitation, a chamber that satisfies 
claim 42's configuration requirements - see the Specification's text related to reaction chamber 
12 and that chamber's antenna 26 and related components. 

As another example, one of claim 50' s configurations addressed above in part (a) refers 
to an induction blocker structure. That configuration also refers to an area that blocks plasma 
induction, wherein the reference to an "area" necessarily alludes to the device itself that is 
configured to generate plasma. Further, the current Specification also demonstrates, without 
limitation, the induction blocker, the area that blocks plasma induction, and the device 
configured to generate plasma. (See Specification at p. 4, In. 10-11 ; p. 4, In. 30-p. 5, In. 1; p. 5, 
In. 16-18, 24-25; p. 9, In. 15; p. 10, In. 24-25.) Dependent claim 52 specifies that the "area" is a 
quartz component, which again is reasonably understood to be a name for a structure and 
benefits from the Specification demonstrating that it may accept an induction blocker. 
(Specification at p. 4, In. 18; p. 7, In. 27-28.) 

As mentioned above, claim 54 includes a limitation wherein a cleaning chamber is 
configured to provide a metal-cleaning gas to the plasma chamber. Applicants contend that the 
term "plasma chamber" is reasonably understood to be a name for a structure. In addition, the 
Specification demonstrates without limitation a cleaning chamber configured to provide a metal- 
cleaning gas to the plasma chamber. (Specification at p. 9, In. 19-29.) 

Further, the analogy of the relevant claim limits to those in Venezia, discussed previously 
in prosecution and below in part iii, also supports Applicants' contention that those limits impart 
sufficient structure such that they are not "means plus function" limits . 
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ii. The Examiner's misinterpretation of Kumagai 



The Examiner then attempted to argue that Kumagai 's device is capable of satisfying 
some of the "configured" limits. For example, given claim 4Vs requirement of a second 
chamber configured to lose an ability to generate a second plasma, the Examiner speculated that 
Kumagai 's device met that limitation v^hen the "plasma generator" was turned off. (Office 
Action dated 12/3/02 at p. 3.) However, as addressed above in part (a), claim 4\'s second 
chamber is further configured to receive another plasma that, in turn, is configured to restore the 
ability of the second chamber to generate the second plasma. Applicants assert that the on/off 
state of Kumagai 's "plasma generator" fails to disclose this combination of configurations 
expressed in claim 41 and incorporated in claims 42-44. 

Moreover, dependent claim 42 further details the requirement of the second chamber 
being configured to lose an ability to generate a second plasma. Again, as addressed above in 
part (a), claim 42 requires that the second chamber be configured to lose the ability to generate 
the second plasma in response to a generation of that plasma. Claim 42 also requires that the 
second chamber be configured to regain the ability in response to a reception of another plasma. 
Applicants contend that the Examiner's reliance on the on/off state of Kumagai's "plasma 
generator" fails to an even greater degree to address such configurations expressed in claim 42 
and incorporated in claims 43-44. 

Similarly, it is unclear to Applicants how the on/off state of Kumagai's "plasma 
generator," or any other point raised in the Examiner's answer, discloses the requirement in 
claims 50-53 of a device configured to accept an induction blocker in an area that blocks plasma 
induction. Further, dependent claims 52-53 require a quartz component configured to accept the 
induction blocker thereon, thereby causing Kumagai's device to fail to an even greater degree in 
addressing such configurations. 

As for the requirement in claims 54-56 of a cleaning chamber that is configured to 
provide a metal-cleaning gas to a plasma chamber, the Examiner answered that Kumagai's 
plasma ignition device (element 30) is equivalent to the cleaning chamber because Kumagai's 
plasma ignition device is configured to house a gas capable of etching metal. However, as 
mentioned above and previously during prosecution, Kumagai's plasma ignition device is not 
configured to either house or provide a metal-cleaning gas. Rather, Kumagai's plasma ignition 
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device is configured to provide an inert plasma- generating gas. (Kumagai at col. 2, In. 17-19; col. 
4, In. 1- col. 5, In. 7.) Any attempt to analogize Kumagai's plasma-generating gas to a cleaning 
gas, let alone a metal-cleaning gas, is questionable given that Kumagai also teaches providing a 
discrete etching gas from elsewhere. {Id. at col. 3, In. 29-31; col. 5, In. 8-15.) 

iii. The Examiner's continued mischaracterization of the claim 
limitations 

Finally, the Examiner indicated that the claims contain language relating function rather 
than structure, and that such language cannot differentiate the devices in those claims from 
Kumagai 's apparatus. Applicants presume that the Examiner's comments continue to be 
directed to the phrases in the claims that begin with "configured to . . . The Examiner cited as 
support for the rejections In re Danly 120 U.S.P.Q. 528 (C.C.P.A. 1959); Hewlett-Packard Co. 
V. Bausch & Lomb Inc., 15 U.S.P.Q.2d 1525 (Fed. Cir. 1990); and Ex parte Masham 2 
U.S.P.Q.2d 1647 (Bd. Pat. App. & Inter. 1987). 

Applicants assert that another relevant case is In re Venezia, (530 F.2d 956, 189 U.S.P.Q. 
149 (C.C.P.A. 1976)) and that Venezia supports the notion that the "configured to" limitations at 
issue are actually structural limitations that meet the requirements of Danly, Hewlett-Packard, 
and Masham. The limitations for the connector assembly at issue in Venezia concerned (1) a 
pair of sleeves, wherein each sleeve is "adapted to be fitted over" the insulating jacket of a cable 
addressed in the claim's preamble, and (2) a pair of retaining members "adapted to be 
positioned" between the sleeves. (Venezia, 189 U.S.P.Q. at 150.) Focusing first on the 
limitations concerning the sleeves, the court found that the "adapted to" language was more than 
a mere direction of activities. (Id. at 151-52.) Rather, the court found that the language imparted 
a structural limitation to the sleeves. (Id. at 152.) Specifically, the language required each sleeve 
to be so structured or dimensioned that it can be fitted over the insulating jacket of a cable. (Id.) 
Similarly, the court found that the "adapted to" language limiting the retaining members 
provided sufficient structure. (Id.) The court concluded by stating the following: 

We see nothing wrong in defining the structures of the components 
... in terms of the interrelationship of the components, or the 
attributes they must possess .... 
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The "configured to" language in the relevant appealed claims is analogous to the 
"adapted to" language in Venezia's claim. Claim 41, for instance, requires a first chamber 
configured to generate a first plasma therein. This language requires the first chamber to be so 
structured and dimensioned that it can generate a first plasma therein. Claim 41 further requires 
a second chamber configured to initially generate a second plasma therein, further configured to 
lose an ability to generate the second plasma, and configured to receive the first plasma. Thus, 
the second chamber must be so structured and dimensioned that it can initially generate a second 
plasma therein, lose the ability to generate that second plasma, and receive the first plasma. 
Applicants further note that, by addressing the first plasma in both the first chamber and the 
second chamber, the "configured to" language provides further limitations concerning the 
structural interrelationship between the two components, as warranted by Venezia. The 
dependent claims 42-44 also benefit accordingly. 

The dependent claims 42-44 also provide additional structural and dimensional 
limitations. Specifically, one of claim 42's "configured to" limitations addressed above requires 
the second chamber be so structured and dimensioned as to lose the ability to generate the second 
plasma in response to a generation of that plasma. Another of claim 42's "configured to" 
limitations addressed above further requires the second chamber be so structured and 
dimensioned as to regain the ability in response to a reception of the first plasma. Dependent 
claims 43-44 further benefit accordingly. 

In continued accordance with Venezia, the "configured to" language in the other relevant 
claims imparts structural attributes to each component as well as a structural interrelationship 
between the claims' components. For instance, one of claim 50's "configured to" limitations, 
again mentioned above, requires a reaction device so structured and dimensioned as to accept a 
plasma's induction blocker in an area that blocks plasma induction. Another of claim 50's 
"configured to" limitations requires a component be so structured and dimensioned as to provide 
the reaction device with an induction blocker remover. Thus, not only do each of these 
"configured to" limitations individually indicate structure and dimension of their respective 
elements, but such limitations in combination also serve to structurally interrelate the elements 
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by way of their induction blocker/remover references. Dependent claims 51-53 incorporate these 
structural and dimensional limitations as well. Dependent claim 52 is further expressly limited 
to the device comprising a quartz component so structured and dimensioned as to accept the 
induction blocker thereon. Dependent claim 53 also incorporates this structural limitation and 
includes yet another structural limitation in the form of its own expressed "configured to" 
limitation. 

Independent claim 54' s "configured to" limitation requires a cleaning chamber so 
structured and dimensioned as to provide a metal-cleaning gas to a plasma chamber. Dependent 
claims 55 and 56 incorporate this structural limitations and express their own "configured to" 
limitations that impart still further structural and dimensional limitations. 

As a result, Venezia indicates that such language necessarily (1) applies to structure 
rather than function, as required by Danly \ (2) covers what the device is rather what the device 
does, as required by Hewlett-Packard, and (3) does not merely recite the manner in which a 
claimed apparatus is intended to be employed but rather addresses previously undisclosed 
structural limitations, as required by Masham. Furthermore, such language imparts sufficient 
structure as required by Watts, addressed above in part i, to demonstrate that these limits are not 
"means plus function" limits. 

2. The Examiner has failed to satisfy the burden for a novelty rejection based on 
Shang 

The final Office Action rejected claims 57-59 as being anticipated by Shang, citing the 
reasoning in the previous Office Action. (Office Action dated 12/3/02 at p. 2 (citing Office 
Action dated 5/28/02 at p. 3).) As with the Kumagai rejection, Applicants contend that the 
Examiner has failed to address all of the claim limitations as Shang applies to them, thereby 
failing to satisfy the burden for rejection. Moreover, an analysis of Shang' s disclosure 
demonstrates that it discloses only the opposite of at least some of the claim limitations, thereby 
indicating that the burden for rejection cannot be met relying on Shang. 

Independent claim 57, for instance, requires a reactor that is configured to refrain from 
locally generating a plasma during the reactor's cleaning mode. In the Office Action dated 
5/28/02, the Examiner failed to articulate which Shang elements correspond to claim 57 's 
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elements. Assuming that the Examiner intended to analogize Shang's deposition chamber (10) 
to claim 57' s reactor, Applicants note that, when addressing the deposition chamber's role during 
that chamber's cleaning, Shang expressly encourages a configuration that generates a local 
plasma. (Shang at col. 3, In. 1-9; col. 6, In. 43-44.) Thus, having disclosed only the opposite of 
the relevant limitation in claim 57, Shang cannot be interpreted as disclosing that limitation even 
if the Examiner had attempted to address it. As a result, the Examiner has not and cannot meet 
the burden for rejecting claim 57 by relying on Shang. Dependent claims 58 and 59 benefit 
accordingly. Because the Examiner raised this Shang rejection in an earlier Office Action, 
Applicants have already raised this counter-argument {see Response transmitted 8/28/02). 

What has not been raised previously is an additional point that further highlights the 
distinction of dependent claim 59. Dependent claim 59 further limits a chamber expressed in 
claim 57. (Claim 57 addresses a chamber configured to couple to the reactor mentioned above.) 
Claim 59 adds that the chamber is configured to transmit a metal etchant in non-plasma form to 
the reactor. Assuming the Examiner intended to analogize Shang's deposition chamber (10) to 
claim 57's reactor, it follows that the Examiner intended to analogize Shang's remote chamber 
(46) to the chamber in claims 57-59. However, the analogy fails in that Shang discloses only 
that its remote chamber is configured to transmit a gas in plasma form to Shang's deposition 
chamber (10). (Shang at Title (specifying a remote activation source); Abstract (disclosing 
activating gas in the remote chamber); col. 2, In. 38-39, 47-48, 63-65; col. 3, In. 14-15, 32-35, 
44-46; col. 4, In. 43-44, 54-57; col. 5, In. 1 1-14, col. 6, In. 42; claims 1-21; FIG. 1 (illustrating a 
high power microwave generator coupled to the remote chamber).) Once again, having 
disclosed only the opposite of the relevant limitation, Shang cannot be interpreted as disclosing 
that limitation even if the Examiner had attempted to address it. 

Because Applicants have previously presented some arguments against this rejection, the 
Examiner attempted to answer those arguments in the final Office Action. Contrary to 
Applicants' assumption above and in the previous Response, it appears in the final Office Action 
that the Examiner attempts to analogize Shang's remote chamber (element 46), rather than 
Shang's deposition chamber (10), to claim 57's reactor. {See Office Action dated 12/3/02 at p. 
4.) 

As mentioned above, however, claim 57's reactor is required to have a reactor cleaning 
mode - a mode concerning its own cleaning. Applicants contend that nowhere does Shang 
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disclose that its remote chamber is required to have a mode concerning its own cleaning. Rather, 
Shang discloses only that the remote chamber have a mode concerning the cleaning of another 
chamber the deposition chamber (10). (Shang at Title; Abstract; col. 2, In. 34-35 (Summary); 
col. 5, In. 7-8; claims 1-8, 10, 19-21.) 

As also indicated above, claim 57's reactor must be configured to refrain from locally 
generating a plasma during that reactor cleaning mode. In addition to failing to disclose the 
proper cleaning mode, Shang fails to disclose that its remote chamber is configured to refrain 
from locally generating a plasma during any cleaning mode. Rather, as discussed above, Shang 
expressly discloses only a remote chamber configured to affirmatively generate a local plasma 
during the deposition chamber cleaning mode. (Shang at Abstract; col. 2, In. 38-39, 47-48, 63- 
65; col, 3, In. 14-15, 32-35, 44-46; col. 4, In. 43-44, 54-57; col, 5, In, 1 1-14, col. 6, In. 42; claims 
1-21; FIG. 1.) 

The Examiner argues that claim 57's "refraining" configuration is anticipated by turning 
off Shang' s "plasma generator." (Office Action dated 12/3/02 at p. 4.) Presumably the Examiner 
is referring to the high power microwave generator 48 coupled to Shang's remote chamber 46. 
However, the Examiner's argument is in contradiction to the Shang disclosure cited immediately 
above. Applicants reiterate that Shang does not configure its remote chamber to refrain from 
generating plasma during a cleaning mode. Instead, Shang configures its remote chamber to 
actively generate plasma during a cleaning mode. Shang further emphasizes such configurations 
in describing the background art, which also involves configuring devices for active plasma 
generation during cleaning. (Shang at col. 1, In. 29-37; col. 2, In. 3-8.) Moreover, Shang's 
remote chamber is configured to generate plasma even in non-cleaning modes. (Id. at col. 6, In. 
39-46.) Thus, having disclosed only the opposite of the relevant limitations in claim 57, Shang 
cannot be interpreted as disclosing those limitations even now that the Examiner has attempted to 
address them. 

Additionally, because the Examiner intended to analogize Shang's remote chamber (46) 
to claim 57's reactor, it follows that the Examiner intended to analogize Shang's deposition 
chamber (10) to the chamber in claims 57-59. However, the analogy once again fails, especially 
in light of dependent claim 59. That claim requires that the chamber be configured to transmit a 
metal etchant to the reactor during the cleaning mode. However, nowhere does Shang disclose 
that its deposition chamber (10) is configured to transmit anything to the remote chamber (46) in 
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any mode, cleaning or otherwise. Rather, Shang's disclosure is devoted to the exact opposite - 
Shang's deposition chamber (10) is configured only to receive material from the remote chamber 
(46). (Shang at Abstract (disclosing flowing reactive species from the remote chamber to the 
deposition chamber); col. 2, In. 41-42, 66-67; col. 3, In. 3-4, 19-20, 47-49; col. 4, In. 48-52 
(addressing flow restrictor 59), 53-58; col. 5, In. 15-30 (indicating that the pressure in the remote 
chamber is higher than the deposition chamber); claims 1-21.) Thus, once again, having 
disclosed only the opposite of the relevant limitation, Shang cannot be interpreted as disclosing 
that limitation even if the Examiner had attempted to address it. 

B. the Examiner has failed to satisfy the burden for an obviousness rejection based on the 
Shang and Lantsman references 

The Examiner rejected claims 45-49 and 60-69 as obvious in light of Shang in 
combination with Lantsman (U.S. Pat. No. 5,573,597). An obviousness rejection, however, 
requires that the multiple prior art references teach, suggest, or provide an incentive to one of 
ordinary skill in the art to combine the references. {See United States Surgical Corp. v. Ethicon 
Inc., 103 F.3d 1554, 1564, 41 U.S.P.Q.2d 1225, 1233 (Fed. Cir. 1997), cert, denied, 522 U.S. 
950 (1997).) Applicants assert that the cited references in fact teach away from each other and 
therefore discourage their combination. Moreover, the very text cited by the Examiner supports 
this assertion. 

Specifically, the Examiner relies upon Shang's disclosure concerning cleaning the film 
from a chamber's inner surfaces, wherein that film resulted from a deposition process. (Office 
Action dated 12/3/02 at p. 2 (citing Office Action dated 5/28/02 at p. 4 (citing Shang at col. 1, In. 
23-29 and col. 4, In. 4-63)).) Significantly, the Examiner also admits that Lantsman discloses 
deposits forming on the inner surfaces of its processing chamber. (Office Action dated 5/28/02 
at p. 4 (inadvertently referring to "Tobin" instead of "Lantsman;" see Office Action dated 
12/3/02 at p. 4).) A careful review of that portion of Lantsman in context with the rest of 
Lantsman' s disclosure highlights the conflict between the two references. Namely, Lantsman 
discloses that particle generation may be due to accumulation and peeling of deposits from 
surfaces within the processing chamber. (Lantsman at col. 1, In. 48-51.) However, rather than 
address the prevention or removal of deposits from surfaces within the processing chamber, 
Lantsman instead appears content to simply keep the particles away from the wafer being 
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processed. {Id. at col. 2, In. 10-1 1.) It does this by biasing the substrate or nearby electrode in a 
manner that repels the particles. {Id, at col. 2, In. 26-33, 47-5 1 ; col. 3, In. 33-40; col. 4, In. 34-49; 
col. 5, In. 22-25; col. 6, In. 1 1-14, 28-40; claims 1-26; FIGS. 1-4.) 

Thus, to one of ordinary skill in the art bearing in mind Lantsman's teachings, Shang's 
high power remote excitation configuration appears to add unnecessary complexity to 
Lantsman's processing chamber and method, as all that is necessary according to Lantsman is to 
keep contaminants from the inner surfaces of Shang's chamber away from the wafer. 
Conversely, such an artisan bearing in mind Shang's teachings would view Lantsman as inviting 
wafer contamination - the very circumstance Lantsman seeks to avoid - by allowing deposits to 
remain on its inner chamber surfaces. Such contradictions would discourage one of ordinary 
skill in the art from even attempting to combine these references. 

Further, assuming arguendo that one of ordinary skill in the art would be motivated to 
clean Lantsman's processing chamber at some point, the single-chamber nature of Lantsman's 
system would suggest to the ordinary artisan that such cleaning can be performed in situ. Every 
one of Lantsman's illustrated embodiments, for example, depicts only one chamber - the 
processing chamber. (Lantsman at FIGS. 1, 3, and 4.) It is also noteworthy that Lantsman in no 
way indicates that the deposits it allows to accumulate interfere with generating a plasma in that 
chamber. {See id. at col. 1, In. 46-62.) As a result, Lantsman appears to one of ordinary skill in 
the art to be in conflict with Shang's teachings, which articulate the problems associated with in 
situ cleaning. (Shang at col. 1, In. 38-col. 2, In. 2.) Thus, to one of ordinary skill in the art 
bearing Lantsman's teachings in mind, Shang's high power remote excitation configuration 
appears to be even more unnecessary in terms of device and method complexity. Conversely, 
such an artisan bearing Shang's teachings in mind would view Lantsman as inviting damage to 
hardware as well as the generation of residues and byproducts than can only be removed by 
physically wiping the contaminated chamber surfaces. As a result, one of ordinary skill in the art 
is even further discouraged from attempting to combine the references. 

C. Conclusion 

The Examiner has failed to satisfy the burden for a novelty rejection based on the 
Kumagai reference. The Examiner's main argument (cited from an earlier Office Action) fails to 
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address certain claim limitations. The Examiner's supplemental arguments (expressed in the 
final Office Action) mischaracterize those limitations. Rather that being directed to function, 
case precedent demonstrates that such limitations are directed to structure. The Examiner also 
misinterprets Kumagai in attempting to argue that it discloses those limitations. In fact, Kumagai 
discloses only the opposite of such limitations, making untenable any Kumagai-based novelty 
rejection of claims 41-44 and 50-56. 

The Examiner has also failed to satisfy the burden for a novelty rejection based on the 
Shang reference. Once again the Examiner's main argument (cited from the earlier Office 
Action) fails to address certain claim limitations. The Examiner's supplemental arguments 
(expressed in the final Office Action) still fail to address all of the claim limitations, as the newly 
articulated analogy to Shang fails under scrutiny. In fact, Shang discloses only the opposite of 
such limitations, making untenable any Shang-based novelty rejection of claims 57-59. 

In addition, the Examiner has failed to satisfy the burden for an obviousness rejection 
based on the Shang and Lantsman references. Their general principles and specific teachings 
conflict to such a degree that one of ordinary skill in the art would be actively discouraged from 
combining them. Hence, any obviousness rejection (of claims 45-49 and 60-69 or any others) 
relying on those references fails. 

As a result, Applicants respectfully request that the Board reverse the Examiner, 
withdraw the rejections, and allow the appealed claims. 



Respectfully submitted. 




Charles Brantley 
Registration No. 38,086 
Micron Technology, Inc. 
8000 S. Federal Way 
Boise, ID 83716-9632 
(208) 368-4557 
Attorney for Applicants 
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Appendix 1: Copy of Involved Claims 



41. A plasma processing system, comprising: 

a first chamber configured to generate a first plasma therein; and 

a second chamber coupled to said first chamber, wherein said second chamber is 

configured to initially generate a second plasma therein, further configured to lose 
an ability to generate said second plasma, and configured to receive said first 
plasma, wherein said first plasma is configured to restore said ability. 

42. The system in claim 41, wherein said second chamber is configured to lose said ability in 
response to a generation of said second plasma, and further configured to regain said ability in 
response to a reception of said first plasma. 

43. The system in claim 42, wherein said second chamber is a tube furnace. 

44. The system in claim 43, wherein said first chamber is a tube furnace. 

45. A furnace assembly, comprising: 

a structure defining a furnace interior, wherein at least a part of said structure is 

transparent to a radio-frequency wave, wherein said structure is configured to 
receive a first material that is opaque to said wave, and wherein said structure is 
configured to interpose between a source of said wave and said first material; and 

a delivery system in fluid communication with said interior defined by said structure. 
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said system configured to deliver a second material to said first material, wherein 
said second material is reactable with said first material. 

46. The furnace assembly in claim 45, wherein said delivery system is configured to deliver an 
etchant. 

47. The furnace assembly in claim 46, wherein said delivery system is configured to deliver a 
second material selected from a group comprising fluorine, chlorine, bromine, hydrogen 
chloride, hydrogen fluoride, hydrogen bromide, sulphur hexafluoride, nitrogen trifluoride, carbon 
tetrachloride (CCI4), carbon tetrafluoride (CF4), chlorine monofluoride (CIF), chlorine trifluoride 
(CIF3), bromine chloride (BrCl), bromine monofluoride (BrF), bromine trifluoride (BrF3), 
bromine pentafluoride (BrFs), iodine monobromide (IBr), iodine tribromide (IBra), iodine 
monochloride (ICl; alpha and beta), iodine trichloride (ICI3), iodine pentafluoride (IF5), iodine 
heptafluoride (IF7), carbon dichlorodifluoride (CCI2F2), and NF3. 

48. The furnace assembly in claim 46, wherein said delivery system is configured to deliver a 
halogen. 

49. The furnace assembly in claim 48, wherein said delivery system is configured to deliver a 
polyhalogen. 

50. A semiconductor fabrication system, comprising: 

a first reaction device configured to inductively generate a first plasma, wherein said first 
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plasma comprises an induction blocker, and wherein said first reaction device is 
further configured to accept said induction blocker in an area that blocks plasma 
induction; and 

a component coupled to said first reaction device and configured to provide said first 
reaction device with an induction blocker remover. 

51. The semiconductor fabrication system in claim 50, wherein said component is a second 
reaction device configured to generate a second plasma comprising said induction blocker 
remover. 

52. The semiconductor fabrication system in claim 51, wherein said first reaction device 
comprises a quartz component having an interior defining a plasma induction region; and 
wherein said quartz component is configured to accept said induction blocker thereon. 

53. The semiconductor fabrication system in claim 52, wherein said second reaction device is 
configured to generate a second plasma comprising a conductive material remover. 

54. A cleaning apparatus for an inductively-coupled plasma chamber, comprising: 

a conduit configured to couple to said inductively-coupled plasma chamber; and 
a cleaning chamber coupled to said conduit and configured to provide a metal-cleaning 
gas to said inductively-coupled plasma chamber through said conduit. 
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55. The cleaning apparatus of claim 54, further comprising a plasma-generation device around 
said cleaning chamber, wherein said plasma-generation device is configured to inductively 
generate a metal-etching plasma within said cleaning chamber. 

56. The cleaning apparatus in claim 55, wherein said cleaning chamber is configured to provide 
said metal-etching plasma to said inductively-coupled plasma chamber through said conduit. 

57. A wafer processing system, comprising: 

a reactor having a wafer fabrication mode and a reactor cleaning mode, wherein said 
reactor is configured to receive a metal-containing gas during said wafer 
fabrication mode, locally generate a plasma during said wafer fabrication mode, 
receive a metal etchant during said reactor cleaning mode, and refrain from 
locally generating a plasma during said reactor cleaning mode; and 

a chamber configured to couple to said reactor during said reactor cleaning mode and 
further configured to temporarily house said metal etchant. 

58. The system in claim 57, wherein an interior of said reactor is free of any wafer during said 
reactor cleaning mode. 

59. The system in claim 58, wherein said chamber is configured to transmit said metal etchant in 
a non-plasma form to said reactor during said cleaning mode. 

60. A metal processing system, comprising: 
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a furnace comprising a quartz tube and configured to house a high-density plasma and to 
allow deposition of a metal on said quartz tube and on a wafer located inside said 
quartz tube; and 

a cleaning chamber coupled to said furnace and configured to house a gas that is 
configured to etch said metal from said quartz tube. 

61. The system in claim 60, wherein said furnace is configured to allow said gas to access said 
quartz tube to the exclusion of said wafer. 

62. The system in claim 61, wherein said furnace is configured to allow said gas to access said 
quartz tube in response to a removal of said wafer from said furnace. 

63. A plasma- generation system, comprising: 

a first plasma chamber; 

a second plasma chamber having a deposition mode and a cleaning mode, wherein said 
second plasma chamber comprises: 

a housing defining a process area and coupled to said first plasma 

chamber, and 
a plasma inducer around said housing; and 
a conductive material present after said deposition mode between said process area and 
said inducer. 



64. The system in claim 63, wherein said conductive material is between said process area and 
said housing. 
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65. The method in claim 64, wherein said conductive material is absent after said cleaning mode. 

66. The method in claim 65, wherein said conductive material is absent before said deposition 
mode. 

67. A furnace assembly, comprising: 

a first material that is opaque to a type of energy; 

a structure defining a furnace interior, wherein at least a part of said structure is 

transparent to said energy, wherein said part contacts said first material, and 
wherein said structure is configured to interpose between a source of said energy 
and said first material; and 

a plasma delivery system in fluid communication with said interior defined by said 
structure. 

68. The assembly in claim 67, wherein said first material is present before said plasma delivery 
system is active. 

69. The assembly in claim 68, wherein said first material is opaque to a radio-frequency wave. 
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Appendix 2: 

Richardson v. Suzuki Motor Co., 868 F.2d 1226, 9 U.S.P.Q.2d 1913 (Fed. Cir. 1989), cert. 

denied, 493 U.S. 853 (1989). 
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Court of Appeals, Federal Circuit 

Richardson v. Suzuki Motor Co. Ltd. 

Nos. 87-1497, -1498, -1502, 88-1083, -1084 
Decided February 16, 1989» 

PATENTS 



1. Patentability/Validity 
(§115.01) 



In general 



JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Jury may decide questions of anticipation 
and obviousness, either as separate special 
verdicts or en route to verdict on validity, 
which is also proper question for determina- 
tion by jury, since there is no reason to 
distinguish submission of legal questions to 
jury in patent cases from such jury submis- 
sions routinely made in other types of cases. 

PATENTS 

2. Patentability /Validity — Anticipation — 

Prior art (§115.0703) 

Jury's "advisory" verdict that patentee's 
rising rate motorcycle suspension was not 
anticipated, and federal district court's inde- 
pendent holding of validity, are affirmed 
since reasonable jury could have concluded 
that claim in issue was not anticipated, in 
view of totality of evidence including prior 
art consisting of two prior motorcycle sus- 
pension patents and two designs for race car 
suspensions, and since analysis of district 
court's decision, based on same prior art, 
shows no clear error. 

3. Patentability /Validity — Obviousness — 

Evidence of (115.0906) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Federal district court's conclusion, after 
jury entered verdict of non-obviousness, that 
obvioiisness of plaintiff's invention had not 
been proven and that claim in issue is not 
invalid, is affirmed despite court's erroneous 
belief that obviousness issue could only be 
presented to jury* for "advisory" verdict, 
since review of record shows that there was 
substantial evidence on which reasonable ju- 
rors could conclude that claim had not been 
proved obvious, and therefore no reversible 
error occurred. 



PATENTS 

4. Infringement — Doctrine of equivalents 
— In general (§120.0701) 



JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Federal district court's judgment of in- 
fringement, entered on jury verdict of in- 
fringement, is affirmed despite jury's special 
verdicts that defendant's motorcycle rear 
suspension linkages are not "equivalent" to 
patented system, since jury was given incor- 
rect definition of "equivalents" and special 
verdict interrogatories were prejudicial in 
that they focused on differences between 
patented and accused devices without men- 
tion of similarities, and since, given correct 
instructions, reasonable jury could not have 
found that accused systems, which contain 
every element of relevant claims but one, are 
not equivalent to claimed invention. 

REMEDIES 

5. Monetary — Damages — Patents — 

Reasonable royalty (§510.0507.03) 

Jury's award of 50 cents for each infring- 
ing motorcycle sold by defendant as damages ^ 
for infringement of plaintiff^s motorcycle 
suspension system is vacated, since federal 
district court improperly instructed jury that 
infringement was "relatively minor," and 
since, absent such prejudicial instruction, 
there was no reasonable basis on which jury 
could have found that royalty awarded was 
reasonable. 

PATENTS 

6. Title — Construction of license agreement 

(§150.07) 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

Trade secrets — In general (§400.01) 

Federal district court incorrectly instruct- 
ed jury that only "valid trade secrets" were 
subject to restraints in contract between 
plaintiff and defendant since, in view of 
defendant's agreement not to use or disclose 
"technical, information, know-how, inven- 
tions, use data, and design specifications" 
that it received from plaintiff, jury instruc- 
tions limited scope of protected inforniation 
beyond that set forth in contract. 
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7. Trade secrets — Elements of trade secret 

(§400.03) 

Trade secrets — '■ Disclosure and misappro- 
priation (§400.07) . 

Federal district court erred by instructing 
jury that information defendant could have 
developed on its own was not subject to trade 
secret protection, that "slavish" copying is 
necessary for trade secret misappropriation, 
and that jury could decide whether plaintiff 
could have both valid patent and legal pro- 
tection for later-developed information on 
patented invention, since information capa- 
ble of independent development or discovery 
from other sources is not excluded from 
trade secret protection, misappropriator can- 
not escape liability by showing modification 
of, or improvement upon, protected informa- 
tion, and legal status of information and 
improvements made after patent application 
has been filed is independent of presence or 
absence of patent application or ensuing 
patent. 

8. Trade secrets — Elements of trade secret 

(§400.03) 



JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Federal district court abused its discretion 
in granting defendant's motion for new. trial 
on issue of whether certain information con- 
stituted trade secrets, since court may not 
vacate jury verdict unless verdict is contrary 
to clear weight of evidence, is based upon 
false evidence, or would cause miscarriage of 
justice, and since there was substantial evi- 
dence before, jury that information in ques- 
tion was not publicly known, that defendant 
agreed to receive and preserve it in confi- 
dence, and that information fully satisfies 
statutory and jurisprudential requirements 
for protectible trade secrets. 

REMEDIES 

9.Monetary — Damages — In general 
(§510.0501) 

Jury's assessment of $104,000 in damages 
for defendant's use of certain information 
obtained from plaintiff is affirmed, since 
there was substantial evidence presented at 
trial that would enable jury to determine 
sum awarded. 



10. Non-monetary and injunctive — Equita- 
ble relief — In general (§505.0701) 

Non-monetary and injunctive — Equitable 
relief — Permanent injunctions 
(§505.0709) 

Federal district court erred in denying 
plaintiff's motion for injunction after enter- 
ing final judgment in plaintiff's favor on 
issue of patent infringement, since irrepar- 
able harm is presumed when clear showing 
of patent validity and infringement is made 
and therefore injunction should issue if no 
sound reason exists for denying it, and paten- 
tee should not be denied its right to exclude 
others from using invention once infringe- 
ment is established. 

PATENTS 

11. Patent misuse — Improper procurement 
and enforcement (§140.03) 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

Trade secrets — Disclosure and misappro- 
. priation (§400.07) 

REMEDIES 

Monetary — Damages — Unfair trade 
practices (§510.0508)^ 

Federal district court improperly vacated 
jury verdicts and ordered new trial on fraud 
issues after jury found for plaintiff on those 
issues and entered award of punitive dam- 
ages, since, although court may have be- 
lieved that defendant did not commit fraud, 
record shows that there was evidence on 
which reasonable jury could support ver- 
dicts, and since jury's award of punitive 
damages, which may be assessed if fraud has 
been expressly found, was not so dispropor- 
tionate to damages sustained as to be result 
of passion or prejudice. 

PATENTS 

12. Patentability /Validity — Inventorship 
(§115.13) 

Title — Assignments (§150.03) 

REMEDIES 

Non-monetary and injunctive — Equitable 
relief — In general (§505.0701) 

Federal district court erred in denying 
motion for assignment of defendant's patent 
to plaintiff after jury returned special verdict 
finding that invention asserted in patent was 
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•first disclosed to defendant by plaintiff, since 
separate special verdict in which jury found 
that plaintiff was not "real" inventor of in- 
'vention asserted in disputed patent; and on 
'which court based its denial of motion, re- 
flects jury's understanding of co-inventor sta- 
, tus of third party and contributions of others 
in development of alternate embodiment of 
invention and therefore does not diminish 
force of verdict naming plaintiff as. person 
who first disclosed invention to defendant, 
•since; neither question of whether plaintiff is 
sole or joint inventor, which is not before 
court, nor presence in claims of further nriodi- 
fication beyond that disclosed by plaintiff to 
defendant, negates imposition, of equitable 
remedy of assignment of patent, and since, 
based on jury verdict, plaintiff is entitled to 
ownership of patent as against defendant. 

li Monetary — Damages — Prejudgment 
interest (§510.0511) 

Federal district court" erred in denying 
plaintiff's request for prejudgment.-interest 
on damage awards for patent infringement 
and misappropriation of trade secrets, since 
allowance of such interest is required if, as in 
instant case, there is no showing of excep- 
tional circumstances or reason why damages 
for trade secret misappropriation should be 
treated differently from those for patent 
infringement. 

PRACTICE AND 



court's authority, since plaintiff is ientitled to 
statutory costs incurred before trial court. 

Particular patents — General and me- 
chanical — Vehicle suspension systems 

3,907,332, Richardson, suspension system 
for ' two-wheeled ' vehicles, valid ^ and 
infringed.. 

4,457,393, Tamaki and Suzuki, suspen- 
sion device for motorcycles, assignment to 
Donald G. Richardson ordered: 



JUDICIAL 
PROCEDURE 

14. Procedure — Jury trials (§410.42) . 

REMEDIES 

Monetary — Damages — Patents — In- 
creased damages (§510.0507.07) 

Federal district court erred in refusing to 
submit question of willful patent infringe- 
ment to jury, since evidence adduced at trial 
concerning fraud, misappropriation of trade 
secrets, absence of any opinion by U.S. coun- 
sel concerning validity of plaintiffs patent at 
commencement of defendant^ infringing ac- 
tivity, and defendant's bad . faith, when 
viewed in light most favorable to plaintiff, 
does not permit finding of no willful infringe- 
ment as only reasonable conclusion. 

15. Monetary — Attorney's fees; costs — 
Patents (§510.0905) 

Monetary — Attorney's fees; costs — Un- 
fair trade practices (§510.0907) 

Federal district court's award of only one- 
third of costs to plaintiff who prevailed on 
major substantive issues in suit exceeded 



Appeal from the. U.S. District Court for 
the Central District of California, Gray, J. 

Action by Donald G. Richardson against 
Suzuki Motor Co. Ltd., U.S. Suzuki Motor 
Corp., Kawasaki Heavy Industries Ltd., 
Kawasaki Motors Corp., Yamaha Motor Co. 
Ltd., Yamaha Motor Corp. U.S.A., Kayaba 
Industry Co. Ltd. and Kayaba. Industry .Co., 
for patent infringement, breach of contract, 
fraud and misappropriation of trade secrets. 
From judgment holding plaintiffs patent not 
invalid and infringed, awarding damages for 
infringement and use of plaintiffs infprma- 
tion by defendant, and from grant of defen- 
dant's motion for new trial on issues of trade 
secrets, fraud, : and damages . awarded for 
fraud, Richardson and Suzuki defendants 
cross-appeal. Affirmed in part, reversed m 
part, vacated in part, and remanded. 

Theresa A, Middlebrook, of Wagner & 
Middlebrook and Robert D. DriscoU, of 
Driscoll & Tomich (John E. Wagner, with 
them on. brief), Glendale, Calif., for 
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with him on brief; Duffern H. Helsing and 
' Halina-F. Osinski, Santa Ana, Calif., of 
counsel); for defendants/cross-appellants. 

Before Skelton, senior circuit judge, and 
Smith and Newman, circuit judges. 



Newman, J. 

This appeal and cross-appeal are from the 
judgment of the United States District Court 
for the Central. District of California, and 
involve issues, of patent . validity, infringe- 
ment, breach of contract, fraud, misappro- 
priation of trade secrets, and several related 



issues.'. We affirm in part, reverse in part, 
vacate in part, and remand. 

The Invention 

The invention that led to this litigation is a 
motorcycle rear-wheel suspension system 
that smooths the ride over rough terrain, of 
interest particularly in off-road motorcycle 
riding: The roughness of the ride is due to 
bumps and dips in the terrain, transmitted 
from the wheels to the frame. An optimum 
rear-wheel suspension will maintain tire con- 
tact with the ground despite deflection by 
irregularities, will avoid "bottoming out" (an 
unsafe rising of the suspension), yet will 
achieve a smooth ride without reduction in 
safety. In 1974 even the best available sus- 
pensions did not maintain adequate tire con- 
tact with the ground in conjunction with 
attempts to eliminate bottoming out. 

In mid-1974 Donald G. Richardson, a 
young mechanic in California, devised a so- 
lution to the problem, a modified suspension 
system that he installed in his own motocross 
motorcycle. Richardson replaced the conven- 
tional two-spring shock absorber suspension 
system with a system consisting of a single 
shock absorber plus a linkage consisting of a 
bell crank and connecting rod. This linkage 
generated a "rising rate" ^ — a characteris- 
tic critical to the issue — and produced a far 
superior ride, even as it eliminated the dan- 
gerous bottoming out. Richardson testified 
about his first ride, at a hilly construction 
site near his house, as "utopia. I mean it vyas 
incredible"; over hard bumps it was "uncan- 
ny because it was so smooth"; "[t]he i-ear 
end didn't kick up. It just didn^t bottom out 
and stayed down"; an , "unbelievable 
feeling". 

On November 25, 1974 Richardson filed a 
United States patent application on his in- 
vention, and on September 23, 1975 the 
application issued as United States Patent 
No. 3,907,322 Chereinafter the '332 or Rich- 
ardson patent). Patent claim 9, which incor- 
jDorates claim 1, is the only claim in suit. 
Claims I and 9 follow: 

1 . A suspension for two wheeled vehicles 

comprising: 



' Richardson v, Suzuki Motors Co. and Su- 
zuki US. Motors Corn., Nos. CV 80-2589-WPG 
and CV 82-3826- WPG (CD. Cal. June 29, 1987 
and July 13, 1987). 

^ "Rising rate", was described by witnesses as 
follows: "as the suspension travels upward, the 
resistance to upward travel will increase"; and it 
"gets stiffer as the wheel moves up toward the 
vehicle or moves upward in the frame." 



.a frame for the vehicle comprising a 
generally closed shape including upper 
and . lower portions 

and a swing arm pivotally connected to 
the lower portion, of said frame; 

said swing arm comprising a pair of 
arms rotatably supporting a wheel about a 
. horizontal axis generally at the end of said 
swing arm; . 

the pivotal mounting of said arm to said 
frame being about a generally horizontal- 
axis. whereby said wheel is both rotatable 
about its own horizontal axis and deflecta- 
ble in a generally vertical direction about 
the axis of said swing arm; 

spring means having a first end pivotal- 
ly secured to said frame; 

a link member including an intermedi- 
ate point pivotally mounted on said frame 
about an axis, parallel to the axis of said 
swing arm at a point spaced therefrom; 

pivotal connection means between said 
. link member and the second end of said 
spring; 

a bar pivotally connected at one end: to 
said swing arm and at the opposite end to 
said link member at a position spaced from 
said spring connection; 

said spring, bar, swing arm and link 
connected whereby deflection of said 
swing arm displaces said bar and rotates 
said link member to compress said spring. 
9. The combination in accordance with 
claim 1 wherein said assembly provides a 
rising spring rate as a function of deflec- 
tion of said swing arm. 

Figure 2 of the '332 patent specification is 

illustrative: 
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As the rear wheel is deflected upward by 
bumps in . the. terrain, the swing .arm (32) 
that is pivotally connected at (34) to the 
motorcycle.frame (21) rotates upward, push- 
ing the compression rod (41) into the: bell 
crank (42). that is pivotally secured (31) at 
its intermediate- point to the motdrcycle 
frame.. The bell crank rotates.on its pivot 
(31) and compresses, downward against the 
frame, a spring (46) that is pivotally connect- 
ed at one end (45) to the bell crank, and at its 
other end (52) to the motorcycle frame. The 
interaction of these interconnected mparts in- 
creases the force on the^ spring, increasing 
the rate of resistance to deflection of . the 
wheel with increased movement of the wheel. 
This varying resistance is the "rising spring 
rate" of claim 9, and is illustrated in Figure 5 
of the '332 patent: ,. ... 
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The Contact with Suzuki 

In October 1978 Richardson entered into 
a one year Option and License Agreement 
with the Suzuki Motor Co., Ltd. of Japan 

('*Suzuki")- " 

The Agreement gave Suzuki the exclusive 
right to test and evaluate Richardson's sus- 
pension, and the exclusive option to acquire 
an exclusive license to the '332 patent and 
Richardson's "proprietary technical infor- 
mation, know-how, inventions, and use 
data", collectively defined in the Agreement 
as the "Licensed Rights." 



The Agreement required Richardson to 
disclose to Suzuki all technical information, 
know-how, inventions, use data and design 
specifications for his suspension, that he pos- 
sessed or that he acquired during the option 
period. Suzuki, agreed to. preserve all such 
information in confidence, and not to use any 
of it "for any purpose other than to evaluate 
for commercial feasibility, of ;manufacture 
and marketing, during the Option Period." 
Suzuki agreed that this: obligation of confi- 
dence continued if Suzuki did not exercise 
the option. Excepted from the confidentiality 
obligation was all information previously 
known to Suzuki or at any time generally 
known to the public. 

The agreement required Richardson to 
make prototypes of his suspension system for 
Suzuki's evaluation. Richardson installed his 
suspension In Suzuki's sample 1978 and 
1979 model production motorcycles, and dis- 
closed to Suzuki the technicaL information 
and know-how that he possessed,- including 
improvements and other information that he 
developed during this period. He met fre- 
quently with Suzuki engineers, and other 
; Suzuki personnel in the United States and in 
Japan to communicate this information and 
generally to improve performance and to 
facilitate testing and evaluation. 

There was testimony at trial, of initial 
incredulity on the part of Suzuki engineers 
concerning Richardson's suspension, of Su- 
zuki's past failures in designing a suspension 
with the desired characteristics, and of Suzu- 
ki's favorable response to the performance of 
Richardson's suspension: The evidence in- 
cluded internal Suzuki documents made 
while Suzuki was testing Richardson's sus- 
pension,, stating that it would "take a long 
time", perhaps three , years, for Suzuki to 
develop a satisfactory suspension. . 

In early 1979 Richardson and a colleague 
Cazort conceived an improvement in the 
linkage-generated rising rate suspension, 
which /they called the "Alternate Shock 
Mount" and which they disclosed to. Suzuki, 
accompanied by drawings and blueprints 
made by Cazort. The difl'erence from the 
structure described in the '332 patent is that 
in the Alternate Shock Mount the lower end 
of the spring is pivotally secured to the swing 
arm which is pivotally secured to the frame, 
instead of being pivotally secured directly to 
the frame, resulting in. increased strength. 

In May 1979 Richardson's first prototype 
for Suzuki, wherein Richardson, aided, by 
Cazort, installed his suspension in a Suzuki 
1978 production model, was successfully 
tested in Japan. Testimony at trial included 
statements attributed to Suzuki's test riders 
that they could see the bumps but not feel 
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them; and other commentary evidencing a 
highly favorable reaction to Richardson's 
suspension. 

It was a stipulated fact that after these 
tests Suzuki made the decision to place the 
linkage-generated rising rate suspension sys- 
tem into production, and started develop- 
ment work for this purpose; . :r 

On October 16, 1979 Suzuki filed a patent 
application in Japan. The corresponding 
United States patent, filed on October 8, 
1980v claims the Alternate Shock Mount 
suspension as disclosed by Richardson, and 
also claims a modification made by Suzuki 
called the "criss-cross"; Suzuki named two 
of its engineers, Hirohide Tamaki and Man- 
abu Suzuki, as the inventors. . 

Suzuki twice requested and was granted 
one-month extensions of its Option and Li- 
cense Agreement with Richardson. In De- 
cember 1979 Suzuki informed Richardson 
that it would not exercise the option. 

In March 1980 Suzuki began competitive 
racing in the United States of Suzuki motor- 
cycles using the Alternate Shock Mount sus- 
pension, which Suzuki named the "Full 
Floater". Suzuki met with marked racing 
success, the Full Floater receiving favorable 
publicity and high acclaim from the public. 
Extensive advertising was directed to the 
Full Floater rising rate suspension. The prod- 
uct achieved widespread commercial 
success. 

Suzuki denied any obligation - to 
Richardson. 



Litigation 

' Richardson brought, suit against. Suzuki 
(Japan) and the U.S. Suzuki Motor.'Corpo- 
' ration in California state court, and was 
granted a preliminary injunction restraining 
the Suzuki companies from breach of the 
Option, and License Agreement and requir- 
ing them to comply with the confidentiality 
terms thereof. At Suzuki's request the state 
court declined to enforce the injunction after 
U.S. Suzuki sued Richardson in federal 
court, seeking a declaratory judgment of 
invalidity and non-infringement of Richard- 
son's '332 patent. 

In 1982 Richardson filed a patent in- 
fringement action against the Suzuki compa- 
nies and others. (Only the Suzuki companies 
remain as parties. )**Richardson reasserted 
the state claims of breach of contract, breach 
of implied covenant of good faith and fair 
dealing, misappropriation of trade secrets, 
and fraud, and among other relief requested 
assignment of the patents obtained by Su- 
zuki on the Alternate Shock Mount, Suzuki 



counterclaimed for fraud and breach of con- 
tact by Richardson, based on asserted inva- 
lidity of the '332 patent. 

The federal actions were consolidated and 
tried to a jury. After forty-seven days of a 
two-part trial the jury gave special verdicts 
on issues of liability and damages.. The dis- 
trict court entered final judgment under 
Fed.R.Civ.P. 54(b) on the jury verdicts that 
the '332 patent was not invalid and. was 
infringed by Suzuki, that nine of Richard- 
son's eleven asserted trade secrets were not 
trade secrets, and that Richardson was not 
entitled to assignment of the Tamaki/Suzuki 
patents on the Alternate Shock Mount. The 
court also entered final judgment on the jury 
verdicts of damages for patent infringement 
and for Suzuki's use of certain of Richard- 
son's information that the jury found were 
not trade secrets. The court denied prejudg- 
ment interest and attorney fees, and refused 
to grant an injunction. 

The district court denied most of the par- 
ties' post-trial motions, but granted Suzuki's 
motion for a new trial on three issues that the 
jury had decided in favor of Richardson, 
upholding two of the eleven asserted trade 
secrets, finding fraud on the part of Suzuki, 
and assessing damages for fraud. The dis- 
trict court then entered a supplemental final 
judgment for immediate appeal of the issues 
that the court intended to retry, and certified 
three specific questions on these and related 
issues. 



I 

Validity of Richardson s '332 Patent 

Suzuki asserts on appeal the invalidity of 
claim 9 on grounds of anticipation (35 
U.S.C. §102) and obviousness (35 U.S.C 
§J03).^ The district court, stating that ques- 
tions of patent validity must be decided by 
the court, told the jury that its verdicts on 
this issue were advisory. Nevertheless the 
court duly entered the jury verdicts, includ- 
ing the answer YES to the question: "Under 
the facts and law as you believe that you 
understand them, do you find Claim 9 of the 
Richardson Patent to be valid?" The court 
entertained, and denied, post-trial motions 
for judgment n.o.v. and for a new trial on the 
question of validity. The court also indepen- 
dently decided the question, upholding valid- 
ity of the '332 patent. 
- The record provided to us doesn't show the 
origin of this discredited procedure of adviso- 



* The additional aspects of adequacy of disclo- 
sure (35 U.S.C: §112) and unenforceability for 
inequitable conduct, both decided in favor of Rich- 
ardson, have not been, appealed. 
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ry verdicts, or whether either party objected. 
In Per kin- Elmer Corp, v. Computervision 
Corp,, 732 F.2d 888, 895 n.5, 221 USPQ 
669, 674 n.5 (Fed. Cir.). cert, denied. 469 
U.S. 857 [225 USPQ 792] (1984), we ob- 
served that: 

The view suggested in Sarkisian /v. Winn- 
ProofCorp., 688 F.2d 647, 651, (9th Gir. 
1982), cert, denied. 460 U.S. 1052 
(1983)], that a jury verdict on nonobvious- 
ness is at best advisory, would make cha- 
rades of motions for directed verdict or 
JNOV under Fed.R.Civ.P. 50 in patent 
cases. These motions apply only to binding 
jury verdicts. .. : 

Moreover, use of an advisory jury is iiniit- 
ed to actions not triable of right by a jury, 
(emphasis in original, citations omitted). In 
a similar circumstance wherein the trial 
court and the jury independently decided the 
same jury question (in that case the question 
of willfulness of infringement) we remarked 
that "[a]ll fact findings of a jury are non- 
advisory, unless made in an area expressly 
removed from jury verdict." Shiley, Inc. v. 
Bentley Laboratories, Inc., 794 F.2d 1561, 
1568, 230 USPQ 112, 115 (Fed. Cir. 1986), 
cert, denied, 479 U.S. 1087 (1987). 

[1] It is established that the jury may 
decide the questions of anticipation and obvi- 
ousness, either as separate special verdicts or 
en route to a verdict on the question of 
validity, which may also be decided by the 
iury. Connell v. Sears, Roebuck & Co., 722 
F.2d 1542, 1547, 220 USPQ 193, 197 (Fed, 
Cir. 1983): ^ 
No warrant appears for distinguishmg the 
submission of legal questions to a jury in 
patent cases from such submissions rou- 
tinely made in other types of cases. So long 
as the Seventh Amendment stands, the 
right to a jury trial should not be rationed, 
nor should particular issues in particular 
types of cases be treated differently from 
similar issues in other types of cases. . 
See also, e.g., Vieau v. Japax, //ic, 823 F.2d 
1510, 1515, 3 USPQ2d 1094, 1098 (Fed. 
Cir. 1987); Verdegaal Brothers Inc. v. Union 
Oil Co. of California, 814 F.2d 628, 631, 2 
USPQ2d 1051, 1052 (Fed. Cir.), cert, de- 
nied. 108 S.Ct, 95 (1987); Data Line Corp. 
V. Micro Technologies, //ic, 813 F.2d 1196, 
1200, 1 USPQ2d 2052, 2054 (Fed; Cir. 
1987); Orthokinetics, Inc. v. Safety Travel 
Chairs, Inc., 806 F.2d 1565,, 1571, 1 
USPQ2d 1081, 1085 (Fed. Cir. 1986); Z>Af/. 
Inc. V. Deere &£o., 802 F.2d 421, 425-27, 
- 231 USPQ 276, 279-80 (Fed. Cir. 1986); 
Mainland Industries, Inc. v. Standal's Pat- 
ents Ltd., 799 F.2d 746, 747-48, 230 USPQ 
772, 773 (Fed. Cir. 1986); Trans-World 
Mfg. Corp. v.Al Nyman & Sons, Inc., 150 



F.2d 1552, 1560, 224 USPQ 259, 263 (Fed. 
Cir 1984); Quaker City Gear Works, Inc. v. 
Skil Corp., 747 F.2d 1446, 1454-55, 223 
USPQ 1161, 1 165-66 (Fed. Cir. 1984), cert, 
denied, 471 U.S. 1136 (1985); Weinar v. 
Rollform Inc., 144 F.2d 797, 805, 223 
USPQ 369, 372 (Fed. Cir,. 1984). cert, de- 
nied 470 U.S. 1084 (1985); Perkin-Elmer 
Corp,, 732 F.2d at 894-95, 221 USPQ at 
674; Envirotech Corp. v. Al George, Inc., 
730 F,2d 753, 758, 221 USPQ 473, 477 
(Fed. Cir. 1984); Railroad Dynamics, Inc. v. 
A. Stucki Company, 121 F.2d 1506, 
1512-13, 220 USPQ 929, 935 (Fed, Cir,), 
cert, denied, 469 U.S. 871 [224 USPQ 520] 
(1984); White v. Jeffrey Mining Mach. Co., 
122 F.2d 1553, 1558, 220 USPQ 703, 705 
(Fed. Cir. 1983) ("Submission of such a 
question of law [obviousness] to a jury, ac- 
companied by appropriate instructions, is 
proper."), cer/. denied, 469 U.S. 825 (1984). 
See generally, H.T. Markey in On Simplify- 
ing Patent Trials, 116 F.R.D. 369, 370 
(1987) ("There is neither reason nor author- 
ity for employing in a patent trial procedures 
and practices different from those employed 
in any other civil trial. Indeed, reason and 
authority mandate the contrary.") 

Although the district court and the jury 
reached the same result, the standards by 
which appellate courts review the judgment 
differ, depending on whether it arose from a 
jury or a bench trial. District of Columbia v 
Pace, 320 U.S. 698, 701 (1944) ("findings of 
fact by an equity court and the verdict of a 
jury have from time immemorial been sub- 
ject to different rules of finality"). When the 
judgment arises from a jury verdict, the 
reviewing court applies the reasonable jury/ 
substantial evidence standard: a standard 
that gives greater deference to the judgment 
simply because appellate review is more 
limited, compared with review of a trial 
judge's decision. Id. at 702. As summarized 
in Lavender v. Kurn, 327 U.S. 645, 653 
(1946), "the appellate court's function is 
exhausted when that evidentiary basis [of 
the jury's verdict] becomes apparent, it be- 
ing immaterial that the court might draw a 
contrary inference or feel that another con- 
clusion is more reasonable." See generally 
M.B. Louis, Allocating Adjudicative Deci- 
sion Making Authority Between the Trial 
and Appellate Levels: A Unified View of the 
Scope of Review, The Judge/ Jury Question, 
and Procedural Discretion, 64 N.C. L.Rey. 
993 (1986). 

The parties do not take a position on the 
district court's procedure, but appear to rec- 
ognize that the issue of validity was properly 
for jury . determination, for neither party re- 
fers to the district court's explanation of its 
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independent determination of the question of 
obviousness. 

In the interest of reaching an end to this 
protracted litigation, we have reviewed the 
judgment on the terms on which it reaches 
us. We have determined first whether Su- 
zuki met its burden of showing on appeal 
that no reasonable jury could have reached 
the verdict of "valid" on the evidence before 
it. Allen Organ Co. v. Kimball I nt'l. Inc., 839 
F,2d 1556, 1566, 5 USPQ2d 1769, 1777 
(Fed. Cir.), cert, denied, 109 S.Gt. 132 
(1988); DMI/Inc. v. Deere & Co., 802 F.2d 
421, 425, 231 USPQ 276, 278 (Fed. Cir. 
1986); Shatterproof Glass Corp. v. Libbey- 
Owens Ford Co., 758 F.2d 613, 618-19, 225 
USPQ 634, 636 (Fed. Gir.), cert, dismissed, 
474 U.S. 976 (1985). Then, on the premise 
that the parties may have waived their right 
to a jury trial on this question by failure to 
object to the district court's procedure, we 
have considered whether the district court's 
.independent judgment of validity may be 
sustained, on the standards applicable there- 
to. Panduit Corp. v. Dennison Mfg.. Co., 810 
.F.2d .1561, 1566-68, 1 : USPQ2d 1593, 
1 595-97 (Fed. Cir.) (obviousness determina- 
tion in bench trial reviewed as a question of 
law based on underlying facts), cert, denied, 
107 S.Ct. 2187 (1987).. . 

The court correctly instructed the jury 
that invalidity must be proved by clear and 
convincing evidence, referring to the pre- 
sumption of validity. Perkin-Elmer Corp., 
732 F.2d at 894,221 USPQ at 674; James- 
bury Corp. V. Litton Industrial Products, 
Inc., 756 F.2d 1556, 1559, 225 USPQ 253, 
255 (Fed. Cir. 1985); American Hoist & 
Derrick Co. v. Sow^a & Sons, Inc., 725 F.2d 
1350, 1360, 220 USPQ 763, 771 (Fed. Cir.), 
cert, denied, 469 U.S. 821 [224 USPQ 520] 
(1984). 



A. Anticipation 

The district court correctly instructed the 
jury that an invention is anticipated if the 
same device, including all the claim limita- 
tions, is shown in a single prior art reference. 
Every element of the claimed invention must 
be. literally present, arranged as in the claim. 
Perkin-Elmer Corp., 732 F.2d at 894, 221 
USPQ at 673; Kalman v, Kimberly-Clark 
Corp., 713 F.2d 760, 771-72, 218 USPQ 
781, 789 (Fed. Cir. 1983), cert, denied, 465 
U.S. 1026 [224 USPQ 520] (1984). The 
identical invention must be shown in as com- 
plete detail as is contained in the patent 
claim. Jamesbury Corp., 756 F.2d at 1560, 
225 USPQ at 256; Connell, 122 F.2d at 
1548, 220 USPQ at 198. 



As prior art, Suzuki relied on the motorcy- 
cle suspensions described in certain patents 
to Downs and Warner, and on the race, car 
wheel suspensions described for Tyrrell and 
McLaren race cars in two Road and Track 
magazine articles. Witnesses explained Xq 
the jury the similarities and differences be- 
tween the invention of the '332 patent arid 
each prior art reference. For example, the 
Downs suspension has a spring element that 
is rigidly attached to the motorcycle frame 
and does not pivot as is required by claim 9 of 
.the '332 patent. The Warner reference shows 
a suspension having a bell crank that is 
pivotally mounted to the motorcycle frame 
but not at an intermediate point, whereas 
Richardson requires a mid-point pivot of the 
bell crank to the frame. Neither Downs nor 
Warner describes a rising rate, the maga- 
zine articles describe a four wheel racing car 
suspension system having a linkage-generat- 
ed variable rising rate incorporating a bell 
crank, but instead of the swing arm of Ri-, 
chardson's motorcycle suspension, the race 
car systems use an A-shaped arm mounted to 
the side of an upright wheel; and the bell 
crank and linkage in the race car system is 
located beside the wheel, rather than in front 
of the wheel as in Richardson's motorcycle 
system. 

Witnesses testified that rising rate in mo- 
torcycles had previously been obtained only 
by progressively wound springs and gas oper- 
ated shock absorbers. Suzuki argued that 
rising rate is inherent in the Downs and 
Warner motorcycle suspensions and express- 
ly described for race cars in the magazine 
articles, and also that rising rate is merely a 
statement of function, and thus should not be 
a basis for distinction from the prior art. 

The jury found that Downs did not.."dis- 
close each and every element of the Richard- 
son Claims 1 and 9 or their equivalent". For 
the Warner reference, the jury could, not 
reach a unanimous verdict on this same ques- 
tion, but answered NO to the question 
whether "the respective elements of Warner 
function in substantially the same way as the 
corresponding elements in Richardson to 
produce substantially the same results". The 
jury found that the race car suspensions did 
"disclose each and every element of the 
Richardson Claims 1 and 9 or their equiv- 
alent", but did not reach a unanimous, ver- 
dict as to whether, they "function in substan- 
tially the same way as the corresponding 
elements in Richardson to produce .substa.n- 
tially the same results." 

The jury had erroneously been instructed . 
that anticipation may be shown by equiv- 
alents, a legal theory that is pertinent to 
obviousness under Section 103, not to antici- 
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pation under Section 102. Lewrriar Manrie 
Inc. V. Barient, Inc.. 827 F.2d 744 747-48, 3 
USPQ2d 1766, 1768 (Fed. Cir mi). cerL 
denied. 108 S.Ct. 702 (1988); ConnelK 122 
F 2d at 1548, 220 USPQ at 198. The jury 
requested a definition of "equivalent durmg 
its deliberations, and was given the -We b- 
ster^s dictionary definition "corresponding or 
virtually identical, especially in effect or 
function." This narrow defimtion,^ which 
does not accord with that of Graver Tank^^ 
Mfs. Co. V. Linde Air Products Co , 339 
US 605, 608 [85 USPQ 328, 330] (1950), 
mav have minimized the legal error in the 
instructions. In any event, the erroneous in- 
clusion of equivalents in the anticipation 
inquiry favored Suzuki. The jury nonetheless 
answered YES to the special verdict:^ Under 
the facts and law as you believe that you 
understand them, do you find Claim 9 ot the 
Richardson Patent to be valid?" 

[2 On the totality of the evidence and in 
light of the jury instructions and answers we 
conclude that a reasonable jury could have 
found that the patent was not invalid on 
grounds of anticipation. Perkin-Elmer 
S , 732 F.2d at%94, 221 USPQ at 
673-74 (review of presunied jury, finding 
that anticipation not proved, based on jury 
verdict of validity). . ; 

Reviewing the analysis and decision ot the 
district court, based on the same pnorart, we 
discern no clear error in the court's conclu- 
sion that claim 9 was not invalid. - 

We affirm that claim 9 was not jproved 
invalid on the ground of anticipation. 

B. Obviousness 



The issue of obviousness was vigorously 
litigated, Suzuki relying on the same Downs 
and Warner patents and magazine articles. 
The record shows that there was extensive 
testimony concerning the . differences be- 
tween Richardson's suspension and the prior 
art Suzuki argued at trial, and repeats on 
this appeal, that these differences are trivial 
mechanicalexpedients. ,u 
The jury, among its special verdicts on the 
Graham factors, found that a person of ordi- 
nary skill in the pertinent art could be any ot: 
(1) a motorcycle mechanic without formal 
technical education, (2) a person with exper- 
ience in working on suspension systems tor 
racing automobiles, but without formal tech- 
nical training, (3) suspension systenri-instruc- 
tors (4) professional motorcycle riders, ana 
(5) 'someone possessing above-average me- 
chanical skills. Suzuki argues that such a 
person is of generally high mechanical skill, 
and to such a person Richardson's rising rate 



motorcycle suspension would have been an 
obvious "adaption" of the race car suspen- 
sion systems, which "suggests itself quite 
plainly, since Downs and Warner incorpo- 
rate bell cranks in their respective 
suspensions." 

The jury was unable to reach a unanimous 
verdict on the. question, of whether a person 
of the level of skill found by the jury, present- 
ed with the problem and being familiar with 
all the prior art. including these four specific 
references, but unaware of Richardson s de- 
vice would be "led to do" what Richardson 
did.'ln response to the ultimate question as 
we have observed, the jury reached ..the 
unanimous verdict that "Under the facts and 
law as you believe that you understand 
them", claim 9 was "valid". The district 
court entered judgment on the JUfV/erd^^j^' 
independently held the patent valid, and de- 
nied Suzuki's motions for judgment n.o.v. 
and for a new trial on the issue of validity. 

The question for the jury was whether tne. 
challenger met the burden of proving invalid- 
ity by clear and convincing evidence; and tt^e 
question on review is whether reasonable 
jurors could have concluded that the . chal- 
lenger failed to meet that burden. 
etics Inc V. Safety Travel Chairs, Inc., 806 
F 2d 1565, 1571, 1 USPQ2d J081, 1085 
(Fed. Cir. 1986); Perkin-Elmer Corp 132 
F2d at 894-95, 221 USPQ at 674. The 
iurv's lack of unanimity on certain special 
verdicts can reasonably be taken to mean, as 
the district court held, that invalidity had not 
been proved by clear and convincing 

evidence. . ^ ' u 

[31 Our review shows that there was sub- 
stantial evidence on which reasonable jurors 
could have concluded that claim 9 had not 
been proved invalid for obviousness, and thus 
reached the verdict of "valid" Although the 
district court erred in its belief that obvious- 
ness could only be presented to the jury for 
an advisory verdict, we may view the court s 
agreement with the jury verdict of validity as 
supporting the court's denial of Suzukis 
post-trial motions for judgment n. a v^ and for 
a new trial. Perkin-Elmer Corp., 732 F.2d at 
895 221 USPQ at 674-75. However it is 
viewed procedurally, no reversible error has 
been shown in the- court's conclusion that 
obviousness had not been proved, and that 
claim 9 was not invalid. ' , 
The judgment of validity is affirmed. 



II 

Infringement 

Richardson bore the -burden of^ proving 
infringement by a preponderance of the evi- 
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dence. The district court correctly stated 
that the jury was the finder of the fact of 
infringement. 

The. jury rendered special verdicts as to 
the Suzuki motorcycles before it, Mode!. M 
having the Richardson/Cazort Alternate 
Shock Mount and Model C having the 
"criss-cross" connection added by Suzuki, as 
follows: " . 

9(a). -Do defendant iSuzuki's motorcycles 

of the Model M type . . . infringe Claim 9 

of the plaintiffs patent? 
- Answer: YES, WITH THE RISING 

RATE 

9(b). Do defendant Suzuki's motorcycles 
of the Model C type . . . infringe Claim 9 
' of the plaintiffs patent? 

Answer: YES, WITH THE RISING 
RATE 

In subparts 9(a)(2) and. 9(b)(2) of the spe- 
cial verdict the jury answered YES to the 
question whether the Suzuki motorcycles 
produce substantially the same rising rate as 
taught in Richardson's patent. 

The principal question on appeal is . the 
meaning and effect of the jury answers to 
subparts (1) of the special verdict, which 
were directed "in particular" to the Alter- 
nate Shock Mount and the criss-cross 
modifications: . 
9(a)(1). In particular, is the defendant's 
linkage equivalent to the plaintiffs, bear- 
ing in mind that the bottom of the spring 
in the former is affixed to the swing arm 
. rather than to the frame? 
Answer: NO 
9(b)(1). In particular, is the defendant's 
linkage equivalent to the plaintiffs,, in 
. light of the "criss-cross" of the connecting 
rods and the bell crank in the defendant's 
model, as well as the spring attachment to 
the swing arm, as compared with the 
plaintiffs Claim 9? 

-Answer:. NO 
The. district court entered judgment of 
infringement in favor of Richardson and 
denied post-trial motions by both sides, in- 
cluding a motion by Richardson to reopen 
the record in order to present evidence on the 
doctrine of equivalents. The district court 
stated that the jury verdicts mean that "in- 
. fringement is limited to 'rising rate' " and 
that the Suzuki and Richardson linkages are 
not equivalent. 

Suzuki argues that special verdicts 
9(a)(1) and 9(B)(1) require judgment of 
non-infringement; or, as a minimum, that 
these verdicts are inconsistent with the ver- 
dicts of infringement in 9(a) and 9(b), such 
that a new trial is required of the entire issue. 
Richardson states that the verdicts can be 



understood, when viewed in light of the jury 
instructions, in a way that supports the judg- 
ments of infringement. Suzuki did not re- 
iquest a new trial on the basis of inconsistent 
verdicts at the time the judgments were en- 
tered, while Richardson moved, unsuccess- 
fully, to amend or delete verdicts 9(a)(1) and 
9(b)(1). Each party asserts that any incon- 
sistency should be resolved in its favor. 

The Ninth Circuit, in accordance with the 
general rule, requires trial and appellate 
courts to seek reconciliation of apparently 
inconsistent verdicts: 

When faced with a claim that verdicts are 
inconsistent, the court must search for a 
reasonable way to read the verdicts as 
expressing a coherent view of the case, and 
niust exhaust this effort before it is free to 
disregard the jury's verdict and remand 
the case for a new trial. 
Toner v. Lederle Laboratories, 828 F 2d 
510, 512 (9th Cir. 1987), cert, denied, m 
S.Ct. 1122 (1988) (citing .Ga///cJt v. Balti- 
more & Ohio 372 U.S. 108, 119 
(1963), also citing Atlantic A Gulf Steve- 
dores, Inc. V. Ellerman Lines, Ltd,, 369 U.S 
355, 364 (1962) and Blanton v, Mobil Oil 
Corp., 721 F.2d 1207, 1213, (9th Cir. 1983), 
cert, denied, 471 U.S. 1007 (1985)). See 
also Allen Organ Co,, 839 F.2d at 1563, 5 
USPQ2d at 1 775 (the appellate court must 
make every effort to harmonize the jury's 
answers). 

The district court did not find the special 
verdicts inconsistent, apparently in the belief 
that the jury limited infringement to the 
rising rate provision of claim 9 but not the 
other claim clauses. This accords with the 
court's statement to the jury that the in- 
fringement was "minor" because it was 
limited to the rising rate. This interpretation 
pleased neither party. If we have correctly 
understood it, it is incorrect as a matter of 
law. 

"We are bound to find the special verdicts 
consistent if we can do so under a. fair read- 
ing of them." Toner, F.2d at 512. A fair 
reading of the special verdicts results from 
simply applying the rule that "[t]he consis- 
tency of the jury verdicts must be considered 
in light of the judge's instructions to the 
jury". Toner, 828 F.2d at 512. The instruc- 
tions on infringement, and the specific ques- 
tions asked by special verdict, were designed 
to resolve the issues raised at trial. There was 
testiniony on both sides of Suzuki's assertion 
that its suspension was not the same as 
Richardson's because it produced a different 
rising rate. We referred supra to special 
verdicts 9(a)(2) and 9(b)(2): 
9(a)(2). Does defendant's Model M pro- 
duce rising rate substantially the same as 
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the rising rale produced under the teach- 
ings of the plaintiffs patent? 

Answer: YES 
9(b)(2). Does defendant's Model C pro- 
duce rising rate substantially the same as 
the rising rate produced under the teach- 
ings of the plaintiffs patent? ' 
Answer: YES , 
Another special verdict in the infringement 
section asked the jury: 

1 1 . Does claim 9 of the Richardson Patent ^ 
describe the invention of a rising rate in 
terms of what the invention will do rather 
" than in terms of physical arrangement? 
Answer: NO 
We conclude that the answer "yes, with 
the rising rate-' in verdicts 9(a) and 9(b) is 
the jury's response to Suzuki's argument, 
rather than as a finding that only the rising 
rate claim limitation, and no other, is em- 
bodied in the Suzuki suspensions. 

We discern no support in the record for the 
district court's conclusion that verdicts 9(a) 
and 9(b) meant that the rising rate was the 
only area of infringement. Structure corre- 
sponding to every element of every.clause of 
claims 1 and 9 was identified by witnesses: as 
embodied in the accused motorcycles. There 
was no real dispute that of the nine or eleven 
elements in these claims' (depending on how 
counted), all but one were literally present. 
The dispute centered on one element, the 
attachment of the spring in the claim clause 
^'spring means having a first end pivbtally 
secured to said frame", since this was the 
clause affected by the- modifications of the 
Alternate Shock Mount and the criss-cross. 
In the Alternate Shock Mount,' as. we have 
discussed, the spring is pivotally secured to a 
swing arm that in. turn is pivotally secured to 
the frame, instead of being pivotally secured 
directly to the frame as is shown in the '332 
specification. 

Richardson argues that the spring can be 
either directly or indirectly pivotally secured 
to the frame, without avoiding literal in- 
fringement of the claim. Richardson alterna- 
tively argues that on a correct definition of 
the doctrine of equivalents, citing Graver 
Tank, 339 U.S. at 608;[85 USPQ;at 330], 
these securements are equivalent because the 
structures are substantially the same . and 
perform substantially the same function in 
the same way. . . . ; . . ; 

The jury had been given the dictionary 
definition that "equivalent"; means, "corre- 
sponding or virtua*4y identical; especially m 
effect or function". This definition was rein- 
forced by the phrasing of verdicts. 9(a)(1) 
and 9(b)(1), wherein the question itself in- 
structed the jury on the difference between 



the linkages, while remaining silent on the 
similarities. 

This presentation was highly prejudicial. 
Indeed, these verdicts well illustrate.the tru- 
ism that the way a , question is asked can 
direct the ansNver. "The; decision, to submit 
interrogatories, and the precise language, in 
which they are. couched, can have an unto- 
ward effect on a verdict, if certain elements 
of the trial or the evidence are thereby overly 
emphasized in the jury's mind." Weinar v. 
Rollform Inc., 744 .F.2d 797, 809, 223 
USPQ 369, 376 (Fed.Xir. 1984), cert, de- 
nied,. 410 VS. 1084 (1985). 

.Further, and equally prejudicial, -special 
verdicts 9(a)(1) and 9(b)(1) isolated : this 
specific claim element so that it was removed 
from the perspective that is obtained only 
when the claimed invention is viewed in its 
entirety. See, e.g., Hughes Aircraft Co. v. 
United States, 1\1 F.2d .1351, 1363-, 219 
USPQ 473, 482 (Fed. Cir. 1983). We recent- 
ly reemphasized in United States Steel Corp: 
V Phillips Petroleum Co., No. 88-1166, 
-1 167, -1 168, -1 169, -1 170, -1 171, slip op. 
at 13-14 [9 USPQ2d 1461] (Fed. Cir. Jan. 
10, 1989), in discussing Graver Tank, that 
there is no error in considering."the principle 
of the claimed invention". 

A device that embodies improvements oh a 
claimed structure does not automatically 
avoid the reach of the claim. See, e.g.. Atlas 
Powder Co. v. E.L du Pont de. Nemours & 
Co., 750 F.2d 1569, 1580, 224 USPQ- 409, 
417 (Fed. Cir. 1984) (separately patentable 
improvement may also: be an equivalent un- 
der the doctrine of equivalents); A.B. Dick 
Co. V. Burroughs Corp.,. 7 13 F;2d 700, . 703 
218 USPQ 965^967-68 (Fed. Cir. 1983) 
(infringement not avoided "merely by add- 
ing elements"), cfr/. denied, 464 U.S. 1042 
(1984). Each case must be decided on its 
particular facts, viewing the changes in the 
accused structure in light of the .claimed 
invention. See generally Pennwalt Corp. v. 
Durand-Wayland, Inc., 833.F.2d 931, 
934-35, 4 USPQ2d 1737, 1739 (Fed. Cir. 
1987), cert, denied, 108 S.Ct. 1226 (1988), 
md cert. denied, m S.Ct. 1474 (1988); 
Texas Instruments, Inc. v. United States 
Int'l Trade Comm'n, 805 F.2d -1558, 
1569-70, 231 USPQ 833, 840 (Fed. Cir. 
1986), reh'g denied, 846 F.2d 1369, 6 
USPQ2d 1886 (Fed. Cir. 1988); ' 

[4] We conclude that the jury verdicts, 
viewed in light of the instructions, held that 
the Suzuki motorcycles with a rising, rate 
infringed claim 9. We also conclude that on 
correct instructions no reasonable jury could 
have found that the claimed invention and 
the accused structures are not equivalent, on 
the established facts of record, applying the 
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correct law of Graver Tank. See Anderson v. 
Liberty Lobby, Inc., 411 U.S. 242, 252 
(1986) ("The mere existence of a scintilla of 
evidence in support of the plaintiffs position 
will be insufficient; there must be evidence 
on which the jury could reasonably find for 
the plaintiff;^); Pullman-Standard v^. Swint, 
456 U.S. 273, 291-92 (1982). ("where find- 
ings [by the district court] are infirm be- 
cause of an erroneous view, of the law, a 
remand is the proper course unless the record 
permits only one resolution of the factual 
Issue""); Dana Corp. v. IPC Limited Partner- 
ship, 860 F.2d 415, 419, 8 USPQ2d 1692, 
1696 (Fed. Cir. 198^8) (when there:are suffi- 
cient established facts of record, appellate 
court has discretion to determine the merits 
of JNOV motion.) ^ 

The jury verdicts of infringement are sup- 
ported by substantial evidence, and are 
upheld. The judgment of infringement is 
affirmed. . ' , 
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nual minimum of $70,000 had been agreed 
to by Suzuki and Richardson in the Option 
and License Agreement, There was testimo- 
ny of nriuch higher royalties paid by others 
for similar contributions to motorcycles. Su- 
zuki presented testimony that the $2.00 in 
the agreement does not apply, but should be 
the starting point for reducing the royalty 
because the infringement was minor. 

[5] We must assume that the jury fol- 
lowed the court's instruction that the in- 
fringement was minor. That instruction was 
a niisinterpretation of the jury verdict of 
infringement, and it usurped the role of the 
jury. Absent this prejudicial instruction 
there was no reasonable basis on which rea- 
sonable jury could have found that ififty cents 
was a reasonable royalty. 

The judgment of damages for patent in- 
fringement is vacated. We remand for retrial 
of the question. 
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III 

Damages for Patent Infringement 

As damages for patent infringement the 
jury assessed a royalty of fifty cents per 
motorcycle. Richardson states that this roy- 
alty is unreasonably low, and resulted from 
erroneous and prejudicial jury instructions. 
We review the award on the reasonable jury/ 
substantial evidence standard. Shatterproof 
Glass Corp., 758 F.2d at 627-28, 225 USPQ 
at 643-44. • 

The court told the jury: "Now, I will 
sustain, I will uphold your verdict [of in- 
fringement], but in determining damages 
and determining any royalty, it seems to me 
that you must consider that the infringement 
was a relatively minor infringement." This 
instruction derived, as we have discussed, 
from the erroneous interpretation of the ver- 
dicts as limited to the "rising rate" clause. 
We must determine whether this erroneoiis 
instruction was prejudicial to the jury's as- 
sessment of damages. The Ninth Circuit-has 
stated that "we will reverse a judgment be- 
cause of a mistake injury instructions only if 
the error was prejudicial." Smiddy v. Var- 
ney, 665 F.2d 261, 265 (9th Cir. 1981), cen. 
i/emW. 459 U.S. 829 (1982). , ' 

35 U.S.C: §284 provides that danaages 
shall be "adequate to compensate for the 
infringement, but in no event less than a 
reasonable royalty for the use made of the 
invention by the infringer". Fromson v. 
Western Litho Plate and Supply Co.; 
F,2d 1568, 1574, 7 USPQ2d 1606, 1612 
(Fed. Cir. 1988). The jury was told that a 
royalty of $2.00 per motorcycle with an an- 



ly 

Richardson s Technical Information 

Issues relating to Richardson's technical 
information were presented at trial on -the 
legal theories of breach of contract and- the 
tort of misappropriation of trade secrets. The 
district court concentrated on the tort issues 
in presentation to the jury, apparently ac- 
cepting Suzuki's position that it had com- 
plied with its contractual obligations to Rich- 
ardson. The court thus required that 
Richardson prove the existence of legally 
protectible trade secrets and their misappro- 
priation by Suzuki. 

In the only special verdict on the contract 
issues, the jury found that Suzuki did not 
violate its duty of good faith and fair dealing 
in its relationship with Richardson.The jury 
instructions on the contractual relationship, 
however, are pertinent to, and intertwined 
with, the trade secret issues. 

A. The Contractual Relationship 

In matters of contract law and interpreta- 
tion we apply the discernable law of the state 
of California. Universal Gym Equipment, 
Inc. V. ERWA Exercise Equipment Ltd., 827 
F.2d 1542, 1550, 4 USPQ2d 1035, 1040 
(Fed. Cir. 1987). At trial Richardson 
pressed, unsuccessfully, the California law 
that a covenant of good faith and fair dealing 
is implied between parties to a contract. 
Seaman's Direct Buying Service, Inc. v. 
Standard Oil Co., 38 Cal.3d 752, 768, 686 
P.2d 1158, 1166, 206 Cal.Rptr. 354, 363 
(1984) ("It is well settled that, in California, 
the law implies in every contract a covenant 
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Contractual Relationship 

>f contract law and interpreta- 
he discernable law of the state 
Universal Gym Equipment, 
Exercise Equipment Ltd., 827 
550, 4 USPQ2d 1035, 1040 
987): At trial Richardson 
xessfully, the California law 
t of good faith and fair dealing 
tween parties to a contract. 
•ect Buying Service, Inc^ v. 
Co., 38 Cal.3d 752, 768, 686 
166, 206 Cal.Rptr. 354, 363 
A^ell settled that, in California, 
s in every contract a covenant 



of good faith and fair dealing." (Emphasis in 
original)). 

The contract between Richardson and Su- 
zuki was explained at trial, including the 
clause wherein Suzuki agreed not to use or 
disclose the "technical information, know- 
how, inventions, use data, and design.specifi- 
cations" that it received from Richarson. In 
discussing whether Suzuki was restrained in 
its post-contract use of Richardson's infor- 
mation, the district court at first instructed 
the jury that Suzuki was entitled by law "to 
use, the most efficient means, even though 
they got it from plaintiff", stating that only 
"valid -trade secrets" were subject to the 
contractual restraints: 

And then after Suzuki's election not to 
take a license, of course, they were not 
supposed to use the plaintiff's trade se- 
crets. That's what the contract says. And 
once again, you're going to have to deter- 
mine whether these eleven were valid 
trade secrets. To what extent did the de- 
fendant use them, to what extent would 
the defendant otherwise have developed 
them. 

Now, some of these trade secrets refer 
to the best alignments and designs. Well, 
it seems incongruous to say to the defend- 
ant they cannot use the best because the 
best was intentionally disclosed by the 
plaintiff, and even though experimenta- 
tion by the defendant surely would have 
revealed the best as the patent says that it 
would. J r 

Were 'the/ defendants precluded from 
using the best or were they obliged to use 
something less efficient. I can't conceive of 
the defendants not being entitled to use 
the most efficient means, even though they 
got it from the plaintiff: 
The court later qualified this position by 
referring to reverse engineering as being im- 
proper — although it is far from clear what a 
reasonable jury would have understood from 
the court's instructions: 

But on further reflection, I have to ac- 
knowledge that if you find there was a 
confidential relationship or contract that 
prohibited Suzuki- from using the plain- 
tiffs trade secrets, technical information 
or know-how, inventions or use data that 
the plaintiff gave them, unless it exercised 
the option, if you find those things to be 
true, I suppose it would be improper for 
Suzuki to reverse engineer from Richard- 
son's prototypes, or from trade secrets or 
other information that he gave them. 

The defense of reverse engineering does 
not apply to information received in confi- 
dence or whereas here the information is 
given under a contract. 



Reviewing these instructions in the context 
of the contract and trade secret questions 
that were before the jury, we conclude that 
the jury was incorrectly instructed on the 
law. See Bulgo v. Munoz, 853 F.2d 710, 714 
(9th Cir. 1988) (quoting Lox Angeles Me- 
morial Coliseum Common v. National Foot- 
ball League, 726 F.2d 1381, 1398 (9th Cir), 
cert, denied', 469 U.S. 990 (1984)) (instruc- 
tions reviewed to determine "whether, viewr 
ing the jury instructions as a whole, the trial 
judge gave adequate instructions on each 
element of the case to ensure that the jury 
fully understood the issues.") 

[61 In Universal Gym Equipment, Zll 
F,2d at 1549, 4 USPQ2d at 1040, we af- 
firmed liability under California law based 
on breach of contract, when the parties con- 
tracted to limit the use by the recipient of 
"features, designs, technical information, or 
know-how" disclosed under the contract. We 
also affirmed that such a contractual ar- 
rangement is not incompatible with the pat- 
ent law, id, at 1550, 4 USPQ at 1041, an 
issue on which the district court in Richard- 
son's case also appears to- have been misled, 
and to have misled the jury. See Components 
for Research, Inc. v. Isolation Products, 
Inc., 241 Cal.App.2d 726, 730, 50 Cal.Rptr. 
829, 832 (Cal. Dist.Ct.App. 1966) ("The 
judgment here but affords protection against 
the use of plaintiffs trade secrets by those to 
whom they had been disclosed in confidence. 
Whether the idea was patented or not,, plain- 
tiff is entitled to such protection' •)• 

The district court erred in law, in limiting 
the scope of protected information beyond 
that set forth in the contract, and .in jts 
instructions to the jury as to Suzuki's obliga- 
tions. These errors are reflected in the trade 
secret issues. 



B. The trade secret issues 

The jury, despite the excessively restric- 
tive instructions on what were trade secrets, 
found that certain items that Suzuki had 
received from Richardson were trade secrets 
and had been misappropriated, and assessed 
damages therefor. The jury also assessed 
damages for use:by Suzuki of certain other 
items that did not "rise to the dignity of trade 
secrets", in the words of the special verdicts. 

Richardson specified eleven items that he 
had disclosed to -Suzuki under the contract, 
and that he asserted to be trade secrets; to 
wit: (1) the optimal characteristics of a mo- 
torcycle rear-wheel suspension shock absorb- 
er,, showing three external adjustments, (2) 
engineering drawings of his proposed and 
furnished suspension systems, (3) 1978 and 
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1979 Suzuki motorcycles modified, by Rich- 
ardson .with his rising rate suspension, (4) 
specific force-velocity curves needed to ob- 
tain the advantages of Richardson's inven- 
tion, in Suzuki's motorcycles, (5) : design 
modifications to extend rear wheel trayei 
over earlier rising-rate designs, (6) design of 
the Alternate Shock Mount including draw- 
ings and knowhow, (7) the optimum use and 
types of certain bearings in the suspension, 

(8) motorcycle testing and tuning criteria, 

(9) his bell crank designs and design .criteria, 

(10) adjustments in the angles and dimen- 
sions of the parts of the suspension and their 
effect on performance, and (11) the straight 
line tubular motorcycle frame. ; ^ 

The California law of trade secrets follows 
the Restatement definition: 
A trade secret may consist of any formula, 
pattern, device or compilation of informa- 
tion, which is used in one's business, and 
which gives him an opportunity to obtain 
an advantage over competitors who do not 
know or use it. . . . Generally it relates to 
the production of goods, as, for example, a 
machine or formula for the production of 
an article. . . ^ 

By-Buk Co.,. 163 Cal.App-2d at 166, 329 
P.2d at 152, 118 USPQ .at 553, citing Re- 
statement (First) of Torts, §757 comment b 
(1939). The court in By-Buk Co, reaffirmed 
"plaintiffs right not to have its [trade.secret] 
processes wrongfully disclosed to others and 
used to its detriment." Id. at 1 67, 329 P.2d at 
153, 118 USPQ at 553.: 

The burden of proof was placed on Rich- 
ardson to prove that his information met the 
legal requirements of a protectible trade se- 
cret. Forro Precision, Inc. y. International 
Business Machines Corp.. 673 .F.2d 1045, 
1056-57, 215 USPQ 299, 305-6 (9th Cir. 
1982). This in turn required "either a cov- 
enant or a confidential, relationship" as a 
premise of relief, Futurecraft Corp. v. Clary 
Corp., 205 Cal.App.2d 279, 283, 23 
Gal.Rptr. 198, 207-208 (CaL Dist.Ct.App. 
1962) (discussing elements of trade secret 
protection). Richardson rnet this require- 
ment through his contractual covenant. : 

The district court told the jury, several 
times,.that because Suzuki might have devel- 
oped or could have developed on its own the 
information . it received from Richardson, 
such information can not. be protected as a 
trade secret. The court said: "Now I. think we 
must assume that the defendant could have 
accomplished wiratever the plaintiff may 
have contributed toward the development of 
Models M and C." Whatever the validity of 
the proposed assumption as to Suzuki's abili- 
ties, the court's conclusion is contrary, to 
California law: 
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. It is not necessary in order that a process 
i of manufacture be a trade secret that it be 
patentable or be something that could not 
be discovered by others by their own labor 
and ingenuity, . . 

By-Buk Co., 163 Cal.App.2d at 1.66 329 
P.2d at 152, 1 1.8 USPQ at 553, Nor does the 
possibility of independent discovery relieve 
Suzuki of liability: 

"[SJecret formulas and processes * * * are 
property rights which will be protected by 
injunction, not only, as against those who 
attempt to disclose or use them in violation 
of confidential relations or contracts ex- 
press or implied,, but as against those. who 
are participating in such attempt with 
knowledge of such confidential relations 
/ or contract, though they might in time 
^ have reached. the same result by their own 

independent experiments or efforts." 
Id, at 167, 329 P.2d at 153, 118 US?Q at 
553-54 (quoting Herold v. Herold China & 
Pottery Co., 151 F. 911, 913 (6th Cir. 
1919)). Indeed, Suzuki did not argue.that it 
had actually developed on its own, the infor- 
mation that it first received from Richard- 
son. Although Richardson adduced evidence 
that Suzuki had been unable to solve this 
problem, it is not relevant what Suzuki 
might have been able, to do on its own. Ninth 
Circuit law upholds trade secret status even 
had the same information been obtainable 
from other sources. Clark v. Bunker, 453 
F.2d 1006, 1010, 172 USPQ 420, 423 .(9th 
Cir, 1972). (trade secrecy "is not negated 
because defendant by an expenditure of ef- 
fort might have collected the same informa- 
tion from sources available to the public.") 
(footnote omitted). 

The court also erroneously instructed the 
jury that "slavish" copying is necessary for 
misappropriation, and that an exercise; of 
independent judgment would remove the in- 
formation from protection. The court in- 
structed the jury to consider: "Were they 
secrets. And, second, did the defendants slav- 
ishly use them or did they make up their own 
minds." These views are contrary to Califor- 
nia law. "[P]efendants cannot escape re- 
sponsibility by showing that they have im- 
proved upon or. modified the plaintiffs 
process." By-Buk Co., 163 Cal,App.2d at 
.169, 329 P..2d at 154, 1 18. USPQ at 554. The 
court observed in Sinclair v. Aquarius elec- 
tronics. Inc., 42 Cal.App.3d 216, 222, 116 
Cal.Rptr. 654, 659, .184 USPQ 682, 684 
{CdA. Ct.App. 1.974) that minor variations 
are to be expected. 

Suzuki argued to the jury, and repeats on 
appeal, that information that Richardson 
developed after issuance of the '332 patent, 
including the Alternate Shock Mount,, is 
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barred from trade secret status because it 
was generally disclosed in Richardson's pat- 
ent or known to the general public, or be- 
cause it merely implements the patented 
invention. . 

The legal status of information and im- 
provements made after a patent appUcation 
has been filed is independent of the presence, 
or absence, of the patent application or ensu- 
ing patent. The information and improve- 
ments may be separately .patentable; they 
may be preserved in confidence and disclosed 
only in accordance with agreement; and they 
are protected against misappropriation in 
accordance with the laws of contract and 
tort. The court misstated the law in telling 
the jury that the jury could decide whether 
Richardson could have both a valid patent 
and legal protection for later-developed in- 
formation on the patented invention: 

So on the one hand [Richardson] says 
the ordinary person skilled in the art can 
take this patent and use it and make a 
machine based upon it. But, on the other 
hand, he says, however, the experimenta- 
tion and the ability to do this constitutes 
trade secrets for which you must pay me. 
Now, that constitutes a dilemma and.it.s 
up to you to determine the extent to which 
Mr. Richardson may claim as. trade, se- 
crets things that the ordinarily prudent 
person skilled in the art should be able to 
do on his own. . : ' 
The district court's phrase "should be able to 
do on his own" may explain its misperception 
of the law. It is not known what Suzuki was 
able to do on its own, for Suzuki not only 
sought Richardson's knowhow, improve- 
ments, data, and information, but also 
agreed to respect the confidentiality thereof. 
This information is intellectual property in 
the eyes of the law, and is protected in 
accordance with law. See generally Kewanee 
Oil Co, V. Bicron Corp., 416 U.S. 470, 493 
[181 USPQ 673, 682] (1974). See also 
Components for Research, //ic, .241: Cal. 
App.2d at 730, 50 Cal.Rptr. at 832 (whether 
the product design was patented or not, 
plaintiff is entitled to trade secret protection 
for manufacturing process); Sinclair, A2 
Cal. App.3d at 225, 116 Cal.Rptr. at 660, 
1 84 USPQ at 686 ("Trade secret law encour- 
ages invention in areas where patent law 
does not reach"). Accord Thermotics lnc v 
Bai-Jac Tool Co:, Inc- 541 S.W.2d 255, 
261, 193 USPQ 249, 253 (Tex. Giv.App. 
1976) (post-patent improvement protectable 
under trade seci-et law); Z^''^^^^^^^,- 
chek, 209 F.2d 493, 495, 99 USPQ 43 1 433 
(2d Cir. 1953) (immaterial that defendants 
could have derived trade secrets from ex- 
pired patent). 



[7] It is apparent that the court imposed a 
higher standard for trade secret status than 
is contained in California law. The court's 
instructions, commentary, and phrasing of 
the special verdicts not only placed a prejudi- 
cially heavy burden on Richardson, but also 
demeaned the information itself. 

Despite this prejudicial environment, the 
jury found that items 5 and 6 were trade 
secrets and had been misappropriated by 
Suzuki, and assessed damages therefore. The 
jury also found that items 1-4 and 7-1 Lwere 
not trade secrets, and that for some but not 
all of these items compensation should be 
awarded based on "benefit from the plain- 
tiffs knowledge and from the time and effort 
expended by him". 

The district court granted Suzuki s motion 
for a new trial with respect to items 5 and 6, 
and upheld the jury verdicts with respect to 
items 1-4 and 7-11. 



C The new trial of items 5 and 6 

The grant of a new trial is ordinarily not 
reviewable, but on this issue the district court 
entered final judgment for purposes of ap- 
peal, and certified three questions. The hrst 
certified question is: ' 

1 Where the plaintiffs asserted trade 
secrets Nos. 5 and 6: (a) Actually ;^ahd 
proprietary trade secrets, as the jury found 
and awarded very substantial royalties; or 
(b) Did the plaintiffs contributions in 
these respects represent no more than the 
services of a skilled mechanic, which read- 
ily could have been duplicated by the de- 
fendant, and which entitled the plaintitf 
only to quantum meruit compensation, as 
the court believes; or (c) Were the plain- 
tiffs contributions no more than those 
contemplated under the option agreement 
and paid for by the defendant, as the 
defendant contends? 
We respond to this question: From.the record 
before us the jury verdict that items 5 and 6 
met the requirements for trade secret protec- 
tion was supported by the great weight of the 
evidence. Richardson and Cazort testified 
about the design modifications that were the 
subject of item No. 5 and the Alternate 
Shock Mount . subject of item No. 6. Ihe 
Alternate Shock Mount was considered sut- 
ficiently novel and valuable that Suzuki in- 
cluded it in a patent application filed in 
Japan and later in the United States. The 
record does not negate the. jury's determina- 
tion of the value of this information. Accord- 
ing to California law it is immaterial what 
Suzuki could have done, for it chose to use 
Richardson's information, which it obtained 
under restraint. 
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In further response, we remark that the 
relation between the parties, set by contract, 
was a routine commercial arrangement 
wherein Richardson agreed to facilitate Su- 
zuki's testing and evaluation of Richardson's 
invention. This did not convert Richardson's 
work in adapting his invention to Suzuki's 
motorcycle into the work of a hired techni- 
cian whose work product was automatically 
owned by Suzuki. The proprietary nature of 
the work done and information provided by 
Richardson was established by agreement, 
as was the agreement that Suzuki would not 
use this information if it did not exercise its 
option. 

[8] There was substantial evidence before 
the jury that the information on items 5 and 
6 was not publicly known, that Suzuki 
agreed to receive and preserve it in confi- 
dence, and that the information fully satis- 
fies the statutory and jurisprudential re- 
quirements for protectibie trade secrets. 

In order to vacate the jury's verdict up- 
holding items 5 and 6 as trade secrets and 
grant a new trial thereon, the trial court 
must find that the jury's verdict "is contrary 
to the clear weight of the evidence, or is 
based upon evidence which is false, or to 
prevent, in the sound discretion. of. the trial 
judge, a miscarriage of justice." Hanson v. 
Shell Oil Co., 54] F.2d 1352, 1359 (9th Cir. 
1976), cert, denied, 429 U.S. 1074 (1977) 
(quoting Moist Cold Refrigerator Co. v. Lou 
Johnson Co., 249 F.2d 246, 256, 1 15 USPQ 
160, 168-69 (9th Cir. 1957), cert, denied, 
356 U.S. 968 [117 USPQ 498] (1958)); 
William Inglis & Sons Baking Co. v. ITT 
Continental Baking Co., Inc., 668 F.2d 1014, 
1027 (9th Cir. 1981), cert, denied, 459. U.S. 
825 (1982). It' is insuflRcient that the district 
court would simply have reached a different 
verdict. 

Our review requires determination of 
whether the district court .abused its discre- 
tion in its decision to grant the new trial. Id. 
See Trans go. Inc. v. Ajac Transmission 
Parts Corp., 768 F;2d 1001, 1014, 227 
USPQ 598, 602 (9th Cir. 1985), cert, de- 
nied, 474 U.S. 1059 (1986) ("the grant or 
denial of either a motion for. a new. trial or a 
motion to amend the judgment must be re- 
viewed on the basis of a determination of 
whether the district: court abused its discre- 
tion.'') See generally Seattle Box Co. v. 
Industrial Crating & Packing, Inc., 156 
F.2d 1574, 1581, 225 USPQ 357,-363 (Fed. 
Cir. 1985) ("Abii^e of discretion may be 
established by showing that the district court 
either made an error of law, or a clear error 
of judgment, or made findings which were 
clearly erroneous.") The district court's 
statements, for example with respect to item 



5, "I simply cannot conclude that that is a 
trade secret. It was an attempt to help Su- 
zuki adapt the Richardson concept to the 
Suzuki machine . . .", reflect an error of law. 

Despite the legal error in the instructions 
as we have discussed, any prejudice resulting 
therefrom, favored Suzuki, not Richardson.. 
We conclude that the district court exceeded 
its discretionary authority in vacating the 
jury verdict and ordering a new trial. That 
action is reversed, and the jury verdict is 
reinstated as to items Nos. 5 and 6, including 
the damages assessed for items- Nos. 5 and 6. 

D. Items 1-4 and 7-11 

For asserted trade secrets Nos. 1-4 and 
7-11, the jury may well have been led by 
erroneous instructions into applying an in- 
correct legal standard, in finding that these 
items were not trade secrets. It appears, 
however, that Richardson did not move for 
judgment n.o.v. or a new trial on these ver- 
dicts. Although there is a hint in the post- 
trial colloquy that the court intended or was 
willing to retry all the trade secret issues 
along with items 5 and 6, this does riot satisfy 
the rule, supported by logic, that the formali- 
ties of post-trial motions be respected. SnelU 
man v. Ricoh Co., 836 F.2d 528, 534, 5 
USPQ2d 1341, 1346 (Fed. Cir. 1987) (ap- 
plying Ninth Circuit law" in holding that 
motions for judgnient n.o.v. and for a new 
trial must be made). Thus we have no au- 
thority to review these verdicts. 

By special verdict the jury was also asked 
to assess damages for Suzuki's use of the 
information encompassed in each of items 
1 -4 and 7-11, even if the information did not 
"rise to the dignity of trade secrets". The 
jury determined this sum for each item, some 
at $0, the highest at $25,000, for a total of 
$104,000. Tbe district court sustained this 
-award, on a theory of "quantum meruit com- 
pensation". Both parties appeal this award, 
Richardson asserting its inadequacy, and Su- 
zuki arguing that Richardson was fully paid 
for his information in the option agreement, 
and is not entitled to damages for Suzuki's 
use of any information received from 
Richardson. - . 

We have rejected, as a matter of law, 
Suzuki's theory that it is entitled to use, free, 
the information disclosed by Richardson un- 
der the option agreement. Richardson's dis- 
closures were made under terms that prohib- 
ited their, use by Suzuki if the option was not 
exercised. This contract provision does not 
depend on whether the information is a trade 
secret, but only on. whether it was previously 
known to Suzuki or generally known to the 
public, as discussed ante. 
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An appellate tribunal is abjured to deter- 
mine, whether a jury verdict can be^ sus- 
tained, on any reasonable theory. J^ijj^fJ- 
Kunham. 352 U.S. 280, 281 (1957) ("A 
successful party in the District Court may 
sustain its judgment on any ground mt 
finds support in the record.") 

[9] There was substantial evidence at trial 
whereby a reasonable jury could have deter- 
mined the sums awarded by this jury. In- 
deed, Suzuki does not challenge the valu- 
ations of the damage awards for items I -I I , 
arguing instead that nothing at all is owing. 

The judgment as to items 1-4 and 7-1 1 is 
affirmed, including damages assessed for 
these items in the total amount or$104,UUU. 

V 

Injunction 

The district court, having entered final 
iudgmenl that the Suzuki Full Floater sus- 
pension infringed claim 9 of the^332 patent, 
denied Richardson's motion for injunction 

10] Infringement having been estab- 
lished, it is contrary to the laws of property, 
of which the patent law partakes, to deny the 
patentee's right to exclude others from use ot 
hispropertv. 35 U.S.C. §261/^mhe right to 
exclude recognized in a patent is but the 
essence of the concept of property". ConnelL 
■ 722 F.2d at 1548, 220 USPQ at 198 (citing. 
Schenck v. Nortron Corp.. 1 1 3 F.2d 782, 218 
USPQ 698 (Fed. Cir. 1983)). . 

It is the general rule that an injunction will 
issue when infringement has been adjudged, 
absent a sound reason for denying it. W L. 
Gore & Associates, Inc. v. 
F2d 1275, 1281, 6 USPQ2d -1277, 1283 
(Fed. Cir 1988). Suzuki has presented no . 
such reason. This court stated in H.H. Rob- 
ertson Co. V. United Steel Deck, Inc.^J^IiJ 
F 2d 384, 390, 2 USPQ2d 1926, 1929-30 
(Fed. Cir. 1987), when reviewing an injunc- 
tion granted pendente lite: 

In matters involving patent rights, irrep- 
" arable harm has been presumed when a 
clear showing has been made of patent 
validity and infringement. Smith Interna- 
tional: 2d 1581, 219 USPQ at 
692 This presumption derives m part 
from the finite term of the patent grant, 
for patent expiration is not suspended dur- 
ing litigation, and the passage of time can 
work irremediable harm. .„ - 
We observe that lh^'332 patent will expire 
in les5 than four years, that litigation started 
over eight years ago, and that the district 
court remarked that further proceedings 
could consume "several years". 

Further, a misappropriator of trade se- 
crets has no authorization of right to contin- 



ue to reap the benefits of its wrongful acts. 
Richardson is entitled to an injunction 
aeainst Suzuki's continuing use of trade se- 
cfets Nos. 5 and 6. ^j^j^w/c Co 1^^^^^ 
App.2d at 167, 329 P.2d at 153, 118 USPQ 
at 553-54- Components for Research, Inc., 
241 Cal.App.2d at 730, 50 Cal.Rptr: at 832. 

The denial of Richardson's request for 
injunction is reversed. On remand the dis- 
trict court shall enter appropriate mjunctive 
relief. 



. VI 
Fraud 

The jury found by special verdicts that 
Suzuki fraudulently induced Richardson. to 
reveal his trade secrets by concealing^ its 
intention not to exercise its option or take a 
license, and that Suzuki fraudulently con- 
cealed from Richardson the fact that it -was 
developing the Full Floater "with the mten- 
tion of declining to exercise the option and 
then nevertheless to utilize the plamtitl s 
trade secrets in the full floater". The jury 
also found fraud in that Suzuki filed the 
Tamaki patent application "in the knowl- 
edge that the invention asserted therein (tfie 
spring/swing arm connection) was first dis- 
closed to them by Richardson':. The jury 
awarded Richardson $20,000 in compensa- 
tory and $100,000 in punitive damages. 

The district court vacated the judgment 
and ordered a new trial. Suzuki asserts that 
the court should have granted Suzuki s mo- 
tion for judgment n.o.v. instead of ordering a 
new trial, while Richardson asserts that the 
court should have upheld the jury verdicts, 
. The district court certified the question ot 
how to treat its belief that Suzuki did not 
commit the off*enses of fraud and conceal- 
ment found by the jury, including the ques- 
tion of punitive damages. We first must 
consider whether a reasonable jury-^ could 
have reached the verdicts here reached. Lav- 
ender V, Kurn, 327 U.S. at 653. Apt is the 
statement of the Ninth Circuit in Crocker- 
Citizens Nat'l Bank v. Contra Metals 
Corp, 566 F:2d 631, 635 .(9th Cir. 1977): 
"Courts are not free to reweigh the evidence 
and set aside the jury verdict merely because 
the jury could have drawn diff^erent mler- 
ences or conclusions or because judges eel 
that other results are more reasonable 
quoting Cockrum v. Whitney, 479 F.2d 84, 
86 (9th Cir. 1973), in turn (^^oUng Tennant 
V. Peoria & P. U. Ry. Co., 321 U.S. 29, 35 
(1944). 

(Ill The record shows that there was testi- 
mony, based on certain of Suzuki's docu- 
ments,.on which a reasonable jury could have 
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supported these verdicts. There were issues 
of credibility, and inferences that could rea- 
sonably have been drawn in a manner ad- 
verse to Suzuki. "The credibility of witnesses 
and the weight of the evidence are issues for 
the jury and are generally not subject to 
appellate review." Benigni, 853 F.2d at 
1525. While the district court may have 
believed that Suzuki did not commit fraud, 
review shows that the requirements for va- 
cating the jury verdicts and relitigating. the 
issue were not met. Hanson, 541 F 2d at 
1359; mUiam Inglis, 668 F.2d at 1027. A 
fresh trial is not warranted simply because 
the district court would have reached a dif- 
ferent verdict. 

A jury assessment of. punitive damages is 
not excluded in circumstances such as those 
here presented, where the jury expressly 
found fraud. Tri-Tron Iht'l v. Velto 525 
F.2d 432, 437, 188 USPQ 177,181 (9th Cir. 
1975) ("where compensatory damages are 
sought and awarded, the court has power, on 
a proper record, to award punitive dam- 
ages") , citing Clark v. Bunker 453 F.2d 
1006 1012, 172 USPQ 420, 424 (9th Cir. 
1972), in turn citing El Rancho, Inc. v. First 
Nat' I Bank, 406 F.2d 1205, 1218 (9th Cir 
1968), cert, denied, 396 U.S. 875 (1969) 
Gury verdict awarding punitive damages was 
supported by evidence of malice) and Daven- 
port V. Mutual Benefit Health d Accident 
Assn, 325 F.2d 785, 787 (9th Cir. 1963) 
(remand for trial to allow evidence of fraud 
to support claim of punitive damages.) 

The district court correctly instructed the 
jury as to the law, stating that "it's only if 
you find that the defendants', conduct stem 
from malice, oppression, fraud or bad faith 
that you can find any punitive damage at 
all." As stated in In re Innovative Construc- 
tion Systems, Inc., 793 F.2d 875, 889, 230 
USPQ 94, 104 (7th Cir. 1986): 

[A] breach of faith underlies every trade 
secret claim. However, establishing that 
breach alone is insufficient to warrant an 
award of punitive damages; one must also 
demonstrate that the defendant acted 
wantonly, willfully, or in reckless disre- 
gard of the plaintiffs- rights. (Citations 
omitted) 

See also Neal v. Farmers Insurance Ex- 
change, 21 Cal.3d 910, 928, 582 P.2d 980 
986, 148 Cal.Rptr. 389, 395 (1978) ("In 
order to justify an award of exemplary dam- 
ages, the defendant must be guilty of oppres- 
sion, fraud or malice. (CiiL Code §3294.) He - 
must act with the intent to vex, injure or 
annoy, or with a conscious disregard of. the 
plaintiffs rights") (quoting Silberg v. Cali- 
fornia Life Insurance Co., 11 Cal.3d.452 
462, 521 P.2d 1103, 1110; 113 Cal.Rptr! 
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711, 718 (1974)); Reynolds Metals Co v 
Lampert,3l6 F.2d 272, 275 (9th Cir. 1963^! 
cert, denied, 376 U.S. 910 (1964) (in jurt 
trial, evidence to justify punitive damages 
must show injury was done maliciously or 
willfully and wantonly or committed with 
bad motive or recklessly); Transgo, Inc. 768 
F.2d at 1024 [227 USPQ at 610] (The deter- 
mination to award punitive damages was 
"within the exclusive province of the jury") 
(quoting Runge v. Lee, 441 F.2d 579 584 
169 USPQ 388, 392 (9th Cir.), cert, denied 
404 U.S. 887 [171 USPQ 322] (1971))... ' 

The jury having found by special verdicts 
that Suzuki acted fraudulently, the requisite 
intent was established. "We give the trial 
judge and jury wide discretion in assessing 
punitive damages." Hatrock v. Edward D 
Jones & Co., 750 F.2d 767, 772 (9th Cir;- 
1984). The jury's award was not "so dispro^ 
portionate to the damages sustained as to be 
the result of passion or prejudice". Id. (citing 
Neal, 21 Cal. 3d at 928, 582 P.2d at 990 148 
Cal. Rptr. at 399). Transgo. Inc., 768 F.2d 
at 1024 [227 USPQ at 610] ("We will not 
overturn such an award unless it appears . 
that the jury was influenced by passion or 
prejudice.") (citing Harmsen v. Smith, 693 
F.2d 932, 947 (9th Cir. 1982), cert, denied 
464 U.S. 822 (1983)). . 

We answer the certified question that, in 
this case, neither a new trial nor judgment 
n.o.v. was warranted. The order of a new. 
trial on this issue is vacated. The judgment 
on the jury verdicts of fraud and the award of 
compensatory and punitive damages is 
reinstated. 

VII 

The Tamaki Patent 

Richardson states that Suzuki fraudulent- 
ly patented the Alternate Shock Mount that 
had been disclosed to Suzuki by Richardson 
and Cazort in a patent that also described 
the "criss-cross" modification developed at 
Suzuki. There was evidence and argument 
on the factual premises, including the ab- 
sence of supporting documentation, on the 
part of the named inventors Hirohide Ta- 
maki and Manabu Suzuki, the earliest rec- 
ord on their behalf being dated October 
1979. The corresponding Japanese patent 
application was filed on October 16, 1979. 

The jury rendered the following special . 
verdicts: 

. C-3. Did Suzuki and/or Mr. Tamaki file 
the Tamaki patent application in the 
■ knowledge that the invention asserted 
therein (the spring/swing arm connec- 
tion) was first disclosed to them by 
Richardson: 
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Answer: YES ^ r^- , 

H-l. Do you find that the Plamtiff, Rich- 
ardson, is the real inventor of the invention 
shown in the. Tamaki patents and patent 
applications? 

Answer: NO 
It was not significantly disputed, at trial 
that claims 1 through 8 of the Tamaki corre- 
sponding United States- -Patent No. 
4,457,393 cover the Alternate Shock Mount 
of Richardson and Cazort, and that claim 9 
includes the criss-cross embodiment of Ta- 
maki and Suzuki. (The scope of claim 5 is 
raised, but is not material to our conclusion.) 

The district court denied Richardson's 
post-trial motion that the Tamaki patent be 
assigned to Richardson. In colloquy with 
counsel the court explained that it could not 
do so because "the jury said Richardson 
wasn^l the inventor". Indeed it \yas conced- 
ed, and discussed at trial, that Richardson 
and Cazort, not Richardson alone, invented 
the Alternate Shock Mount. Cazort, as well 
as Richardson, testified at length on this 
structure. Special verdict H-1 that Richard- 
son is not "the real inventor" is in accord 
with the co-inventor status of Cazort, and 
also with the Japanese contribution of the 
criss-cross embodiment. 

[12] The force of special verdict C-3 is. not 
diminished. This verdict was not challenged 
on appeal. "It was further the duty of the 
court to direct the appropriate judgment to 
be entered upon, the special, verdict." Trcid- 
ers and General Insurance Co. v. Mallitz, 
315 F.2d 171, 175 (5ih Cir. 1963). The 
district court having failed to implement^this 
verdict, Richardson's motion for judgment 
and -for assignment of the Tamaki patents 
was not out of order. 

The remedy of assignment of the Tamaki 
patents is a different question from whether 
Richardson is a sole or joint inventor. The 
correction of inventorship is an administra- 
tive step, and is not before the court. Similar- 
ly, the presence of a further modification in 
one or two claims of the patent directed. to 
the Alternate Shock Mount does not negate 
the imposition of an equitable remedy. To 
hold otherwise would ratify and indeed re- 
ward the wrongdoing. 

Based on the jury, verdict, Richardson is 
entitled to ownership, of the patents as 
against Suzuki. Such remedy is appropriate 
under the circumstances; see, e.g., Colgate- 
Palmolive Co. V. Carter Products, Inc., 230 
F2d 855, 865, 108 USPQ, 383, 391 (4th 
Cir.), cert, denie^n, 352 U.S. 843 [1 1 1 USPQ 
467] (1956) (corporate assignee of patent 
application ordered to assign to original 
holder of trade secrets all rights to patent 
applications based thereon); De Long Corp. 



V Lucas, 176 F-Supp. 104, 134 [122. USPQ 
471 493] (S.D:N.Y. 1959), affd, 278 F.2d 
804 [125 USPQ 370] (2nd Q\x.),\cert. der 
nied, 364 U.S. 833 [127 USPQ 555]-(l960) 
(when an employee has acquired pa tents on 
inventions developed by his former employ- 
er, "th& courts will hold the wrongdoer to be 
a constructive trustee of the property misap- 
propriated and will order a conveyance by 
the wrongdoer to the . former employer"); 
Becher v. Contoure Laboratories, Inc., 219 
U S. 388 (1929) {ssimc)\ Saco-Lowell Shops 
V.' Reynolds, 141 F.2d 587, 598, 61 USPQ 3 
13 (4th Cir. 1944) (requiring assignment of 
patent based on ideas received by licensee 
from licensor in confidence during develop- 
ment of invention for inarket). 

Suzuki argues that Richardson has no 
remedy other than. by . seeking, an interfer- 
ence in the United States Patent and Trade- 
mark Office with his own invention, a.nd 
presumably by taking similar actions,. if such 
are available,, in other countries. We do not 
agree. The courts are not powerless to ire- 
dress wrongful appropriation of intellectual 
property by those' subject to the courts' 
jurisdiction. • ' ' c 

-The denial of Richardson's motion tor 
judgment is reversed. Suzuki: shall assign to 
Richardson the patents filed by Suzuki that 
include the Richardson/Cazort invention of 
the Alternate Shock Mount, in aircountries. 
We remand to the district court, for the 
purpose of implementing compliance. 



. ■ VIII 
Prejudgment Interest 

[13] The district court denied Richard- 
son's request for prejudgment interest on 
both the patent infringement and the trade 
secret damage awards. Prejudgment interest 
is the rule governing this class of award. 
General Motors Corp. v. Devex Corp., 461 
U.S. 648, 655, 217. USPQ 1185, 1188 
(1983); Lummus Industries, Inc. v. D.M. <& 
E Corp., 862 'F.2d 267; 274, 8 USPQ2d 
1983 1988 (Fed. Cir. 1988); Fromson, 853 
F.2d'at 1573-74, 7 USPQ2d at Bio- 
Rad Laboratories, Inc. v. Nicolet Instru- 
ment Corp:, 807 F.2d 964, 967, 1 .USPQ2d 
1191 1193 (Fed. Cir. 1986), cert, denied, 
107S.Ct. 3187 (1987). ' ... 

No exceptional circumstances having been 
shown, and no reason why damages for mis- 
appropriated. trade secrets should be treated 
diff"erently from; damages for. patent in- 
fringement, the denial of prejudgment inter- 
est is reversed. 
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IX 

Willful Infringement 
and. Exceptional Case 

The district court refused tp submit the 
question of willful infringement to the jury, 
stating that Richardson had not provided 
sufficient evidence to go to the jury. 

To refuse to give an issue to the jury is to 
direct a verdict in fayor of. the. opposing 
party. Thus v^'e review the district court's 
ruling on the standard of "whether the evi- 
dence permits only one reasonable conclu- 
sion after viewing the evidence in the light 
most favorable to the non-moving party and 
"drawing all inferences in favor of that 
party." Bulgo v. Munoz, 853 F.2d 710, 714 
(9th Cir. 1988) (citing Peterson v. Kennedy, 
11 X R2d 1244, 1256 (9th Cir. 1985), cert, 
denied, 475 U.S. 1122 (1986)). See also 
Connell, 122 F.2d at 1546, 220 USPQ .at 
197. 

[14] Richardson refers to the evidence, ad- 
duced in connection with the jury verdicts-of 
fraud, to the verdicts of misappropriation^of 
X trade secrets 5 and 6, to the absence of any 
opinion of United States counsel concerning 
validity of the '332 patent when Suzuki start- 
ed its infringing activity, and to evidence 
from Suzuki's records tending to show bad 
faith. Viewing. this evidence in the light most 
favorable to Richardson, and drawing all 
reasonable inferences in his favor, there was 
sufficient evidence to take to the jury, for the 
evidence does not require a verdict in favor of 
Suzuki. Absent sufficient basis for directing 
the verdict, Richardson has the right of jury 
determination of this factual question. Will- 
fulness of behavior is a classical jury ques- 
tion of intent. Shiley, 794 F.2d at 1568, 230 
USPQ at 115; Hammerquist v. Clarke's 
Sheet Metal, Inc., 658 F.2d 1319, 1325-26, 
212 USPQ 481, 486 (9th Cir. 1981), cert, 
denied, 460 U.S. 1052 (1983). When trial is 
had to a jury^ the issue should be decided by 
the jury. 

We remand for this purpose. The jury's 
findings on the issue of willfulness will be 
pertinent not only to the question of multipli- 
cation of damages under 35 U.S.C. §284, but 
also to determination of whether this is an 
exceptional case in terms of 35 U.S.C. §285. 
Entitlement under California Civil Code 
§3426 may also be considered. - 



dther Arguments 

Both sides have raised many points in their 
briefs, disputing most aspects of the proceed- 
ings. We have considered all arguments in 
reaching our conclusions. 



Costs 

[15] The award by the trial court of only 
one third costs to Richardson, Jn view of the 
judgments in his favor on the major substan- 
tive issues, exceeded the trial court's discre- 
tionary authority. Richardson is entitled to 
his statutory costs incurred before the dis- 
trict court. The reduction thereof is reversed. 

Costs on this appeal are taxed in favor of 
Richardson. 

AFFIRMED IN PART, REVERSED IN 
PART, VACATED IN PART, AND RE- 
MANDED. 



Pennsylvania Superior Court 

Den-Tal-Ez Inc. v. Siernens Capital Corp. 

No. 023 1 2 Philadelphia 1987 
Decided October 21, 1988 

TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

i. Trade secrets — In general (§400.01) 

Mutual non-disclosure agreement, execut- 
ed between plaintiff dental handpiece com- 
pany and defendant that was negotiating to 
acquire plaintiff, whidh requires confidential 
information to be so marked but which does 
. not define "confidential" information as 
limited only to information that is marked 
does not therefore limit its protections only 
to information marked "confidential." 



2. Unfair competition 
(§395.01) 



— In general 



Trade secrets — In general (§400.01) 

Execution of confidentiality agreement 
does not thereby constitute implied waiver of 
common law protections against misappro- 
priation of trade secrets. 

3. Trade secrets — In general (§400.01) 

Starting point under Pennsylvania law for 
determining whether alleged misappropria- 
tion of trade secret occurred is not whether 
confidential relationship existed but wheth- 
er^ in fact, trade secret existed which could 
be misappropriated, since Pennsylvania fol- 
lows "property" view of trade secrets which 
shifts emphasis from whether defendant's 
conduct conformed to its confidential rela- 
tionship with plaintiff to close analysis of 
whether information was trade secret. 
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to show injury caused by actual confusion 
only because the summary judgment was 
limited to the plaintiffs claim for damages. 
If the plaintiff in Schutt had made other 
claims, claims not for damages (in the tradi- 
tional sense) but for equitable relief such as a 
request for defendant's profits on an unjust 
enrichment theory, the plaintiff's failure to 
show injury caused by actual confusion 
would have been insufficient to support sum- 
mary judgment against it. See Roulo,^S6 
F.2d at 941. Thus, the rule for the particular 
case in Schutt, a case involving a claim, for 
damages only, cannot be generalized to fit all 
claims arising under the Lanham Act. It 
cannot be generalized to fit the claims in this 
case.* ^ f 

Accordingly, we reverse the judgment of 
the district court.' In so doing, however we 
wish to disturb none of the court's findings of 
fact and as little as possible of its legal 
analysis. WPC has shown that Oxy-Dry vio- 
lated section 43(a) of the Lanham Act; It has 
not shown, however, that it is entitled to a 
"grant of monetary damages." Whether it is 
entitled to a recovery of some or all of the 
defendant's profits, or to a recovery of its 
attorneys' fees or litigation costs, we do not 
decide. We leave those issues on remand for 
the district court. 

Reversed and remanded for further pro- 
ceedings consistent with this opinion. Circuit 
Rule 36 shall not apply. 



* As WPC's amended complaint clearly shows, 
WPC prayed for more than just damages. . In 
addition to asking the district court to award 
damages, WPC asked the district court, among 
other things, to award WPC Oxy-Dry^s profits and 
WPC's costs, expenses and reasonable attorneys' 

fees. ^ >x 

*In addition to entering judgment for Oxy-Dry 
on WPC's Lanham Act claim, the court below 
entered judgment for Oxy-Dry on related state law 
claims pressed by WPC. The court concluded that 
the legal principles governing the Lanham Act 
also governed "WPC's common law claim of un- 
fair competition and WPC's claims under the 
Illinois Consumer Fraud and Deceptive Business 
Practices Act and the Illinois Deceptive Trade 
Practices Act, lU.Rev.Stat. ch. 121Vi,, 
311-12." The court, then held "that WPC has 
failed to prove these claims for the same reason 
that it failed to prove its claim under the Lanham 
Act." We have noted, however, that the district 
court was wrong in interpreting the principles 
governing the Lanham Act. It follows that the 
district court erred in holding that WPC had 
failed to establish a "claim" under state law, 
assuming, arguendo, that the same principles of 
law apply to the state actions as apply to those 
brought pursuant to the Lanham Act. 
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No. 90-1023 
Decided August 3, 1990 

PATENTS 

1. Patentability/Validity — Anticipation — 

Prior art (§115.0703) 

Patent construction — Claims — 
"Means" claims (§125J307) 

Board of Patent Appeals and Interfer- 
ences' rejection, as anticipated by prior art, 
of claim which provides, through combina- 
tion of control means, first circuit means, 
second circuit means, and delay means, for 
telephone answering machine to be set to 
answering mode remotely, must be vacated, 
in view of lack of any finding of structural 
equivalence between claim's delay means 
and means embodied in prior art device. 

2. Patentability /Validity — Obviousness — 

Relevant prior art (§115.0903) 

Patentability /Validity — Obviousness — 
Combining references (§115,0905) 

Board of Patent Appeals and Interfer- 
ences erred in rejecting claim for remote 
turn-on control system for telephone answer- 
ing machine on grounds that use of micro- 
computer to achieve delay means was obvi- 
ous, since board's factual findings show that 
cited references would not have suggested 
claimed invention to one of orjdinary skill, 
and since board's analysis was based on hind- 
sight reconstruction of claimed invention. 



Appeal from the U.S. Patent and Trade- 
mark Office, Board of Patent Appeals and 
Interferences. 

Application for patent of Raymond G. 
Bond, serial ho. 840,007, filed March 17, 
1986. From decision affirming examiiiers 
final rejections of both claims of patent, 
applicant appeals. Vacated in part, reversed 
in part, and remanded. 

Keith D. Beecher, of Jessup, Beecher & 
Slehofer, Santa Monica, Calif., for 
appellant. 

Murriel E. Crawford, assistant sohcitor 
(Fred E. McKelvey, with her on brief), tor 
appellee. 
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Before Baldwin, senior circuit jduge, Archer, 
circuit judge, and Tashima, district judge 
(Central District of California, sitting by 
designation). 

Per curiam. 

This appeal is from the decision of the 
United States Patent and Trademark Office 
Board of Patent Appeals and Interferences 
(Board), Appeal No. 89-1286, dated June 
30, 1989, affirming the examiner's final re- 
jection of both claims of Raymond G. Bond's 
patent application Serial No. 840,007, filed 
March 17, 1986, entitled "Remote Turn-on 
Control System for Telephone Answering 
Machine." We vacate-in-part, reverse-in- 
part and remand. 

I 

The application involves one of the remote 
control features of a telephone answering 
machine, the remote turn-on feature. The 
machine owner who forgot to set the ma- 
chine to answer {e.g., it was set to play back 
messages) can call the machine and set it to 
answering mode remotely by ringing the 
phone a certain number of times. Once the 
machine is set, it will remain in this mode 
and answer calls until it is set to another 
mode. In this respect, the application in- 
volves technology essentially identical to the 
device patented by Curtis, et al., U.S. Patent 
No. 3,723,656 (Curtis). 

Bond claims a combination of the above 
technology and a delay means which would 
prevent the machine from answering the 
owner's initial call for a predetermined peri- 
od of time after it has set itself to answer 
(claim 1). Bond argues that the prior, art 
does not leave sufficient time to hang up 
after setting the machine to answer, and the 
owner therefore may incur toll charges. 
Claim 1 was rejected under 35 U.S.C. §102 
over Curtis. Bond also claims the, use of a 
microcomputer containing an internal 
counter to implement the control and delay 
structures (claim 2). Claim 2 was rejected 
under 35 U.S.C. §103 over Curtis in view of 
Hanscom.' 



' Hanscom was awarded U.S. Patent No. 
4,400,586 for a "Remote Message Repeat Control 
For Telephone Answering System." Hanscom's 
claimed invention includes a means for retrieving 
messages remotely using a "beeper'* to alert the 
machine that it should perform that function. The 
Hanscom specification provides that the essential 
control functions are . performed by a 
microcomputer. 



II 

The Board affirmed the examiner's rejec- 
tion of claim 1. "For a prior art reference to 
anticipate in terms of 35 U.S.C. §102, every 
element of the cjaimed invention must be 
identically shown in a single reference." Di- 
versitech Corp. v. Century Steps, Inc., 850 
F.2d 675, 677, 7 USPQ2d 1315, 1317 (Fed. 
Cir. 1 988). These elements must be arranged 
as in the claim under review, Lindemann 
Maschinenfabrik v. American Hoist & Der- 
rick Co., 730 F.2d 1452, 1458, 221 USPQ 
481, 485 (Fed. Cir. 1984), but this is not an 
"ipsissimis verbis" test, Akzo N. V. v United 
States Int'l Trade Comm'n, 808 F.2d 1471, 
1479 & n, 11, 1 USPQ2d 1241, 1245 & n.l 1 
(Fed. Cir. 1986), cert, denied, 482 U.S. 909 
(1987). "[A]nticipation is a fact question 
subject to review under the clearly erroneous 
standard." In re King, 801 F.2d 1324, 1326, 
231 USPQ 136, 138 (Fed. Cir. 1986). 

Claim 1 provides for a combination of 
control means, first circuit means, second 
circuit means, and 

delay means included in said control 
means for delaying the seizure of said 
telephone line by said second circuit 
means for a predetermined time interval 
after said telephone answering machine 
has been set to said automatic answering 
mode so as to permit the calling party to 
get off" the telephone line and avoid tele- 
phone charges. 
"It is axiomatic that, in proceedings before 
the PTO, claims in an application are to be 
given their broadest reasonable interpreta- 
tion consistent with the specification, [ ] and 
that claim language should be read in light of 
the specification as it would be interpreted 
by one of ordinary skill in the art." In re 
Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 
388 (Fed. Cir. 1983) (citations omitted). 
The specification provides that this delay is 
implemented through digital means as 
follows: 

[W]hen the telephone answering machine 
is so set to the automatic answer mode, an 
internal counter in the microcomputer 
Z107 delays the time until pin 31 goes 
high, so that actual line seizure is delayed. 
This permits the calling party to get off" 
the line before any toll charges are 
assessed. 

Once pin 31 "goes high," the answering 
machine immediately seizes the line. By con- 
trast, seizure of the. line is delayed in the 
Curtis device through analog means.^ A 



'The board found that "Curtis disclosed a 
delay means (R1-R5, C3-C4 and the fixed time 
between rings) which ^delays the seizure of the 
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delay occurs between the time the machine 
sets to answer — in response to, for example, 
the tenth ring signal — and the seizure of the 
line — which takes place only on receipt of 
the next ring signal.^ 

[1] The disclosed and prior art* structures 
are not identical, but the claim may nonethe- 
less be anticipated. While a "means-plus- 
function" limitation may appear to include 
all means capable of achieving the desired 
function, the statute requires that it be "con- 
strued to cover the corresponding structure, 
material, or acts described in the specifica- 
tion and equivalents thereof." 35 U.S.C. 
§1 12 116 (emphasis added); see In re Iwaha- 
shU 888 F.2d 1370, 1375 n.l, 12 USPQ2d 
1908, 1912 n.l (Fed. Cir. 1989) (applying 
§ 1 1 2 116 to PTO proceedings, and harmoniz- 
ing prior case law); Johnston v, Ivac Corp,, 
885 F.2d 1574, 1580, 12 USPQ2d 1382, 
1386 (Fed. Cir. 1989) ("section 112116 oper- 
ates to cut back on the types of means which 
could literally satisfy the claim language," 
(emphasis in original)). However, the Board 
made no finding that the delay means of 
claim 1 and that embodied in the Curtis 
device are structurally equivalent. Accord- 
ingly, its decision as to the anticipation of 
claim 1 is deficient and must be vacated. 
Since structural equivalency under section 
112 116 is a question of fact, see Pennwalt 
Corp. V. Durand'Wayland, 833 F.2d 931, 
933-34, 4 USPQ2d 1737, 1739 (Fed. Cir. 
1987) {in banc), the court will not reach that 
question in the first instance.* 



telephone line for a predetermined time after the 
machine has been set." It would seem from our 
review of the Curtis disclosure that resistors Rl- 
R5 and capacitors C3 and C4 do not function to 
produce any delay after the device is energized, 
i.e., set to the automatic answering mode. Rather, 
their role seems to be limited to producing- the 
delay that precedes the energizing of the answer- 
ing device. If our understanding of the Curtis 
disclosure is correct, the delay experienced by the 
Curtis device between the time the device is ener- 
gized and the time it seizes the telephone line is a 
function solely of the fixed time between telephone 
rings, which delay is not produced by structure 
within the Curtis device. In view of our vacatur 
and remand of the board's decision regarding 
claim 1 on other grounds, we need not further 
consider the question of whether there is structure 
in Curtis to delay seizure of the line after the 
device is energized. 

^ The board foimd that in the Curtis device 
"the line is not seized immediiately but only after 
one additional ring" (emphasis added); the Curtis 
specification discloses that the incoming call is 
answered by the answering machine "on" the next 
ring. See cot. 4, lines 16-17. 

* In light of this disposition, the court need not 
resolve the question of how closely synchronized 
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The Board rejected claim 2, which de- 
pends from claim 1 , on the ground that the 
use of a microcomputer to achieve the delay 
would have been obvious to one skilled in the 
art. "A determination that an invention 
would have been obvious under §103 is a 
conclusion of law based on fact. [ ] The 
degree to which the determination involves 
facts, and is thus subject to the *clearly 
erroneous' standard ... is that degree re- 
quired to erect a foundation of facts suffi- 
cient to support the legal conclusion." Ryco, 
Inc. V. Ag-Bag Corp,, 857 F.2d 1418, 1423, 8 
USPQ2d 1323, 1327 (Fed. Cir. 1988) (cita- 
tions omitted). See also In re Caveney, 761 
F.2d 671, 674, 226 USPQ 1, 3 (Fed. Cir. 
1985). 

Claim 2 modifies claim 1 by defining the 
control and delay means thereof as "compris- 
[ing] a rnicrocomputer having an internal 
counter to delay the seizure of said telephone 
line until^ the counter reaches a predeter- 
mined count." In its opinion, the Board 
stated: 

Curtis discloses an analog circuit for 
counting calls [sic, rings], . Hanscom 
discloses that it was conventional to count 
calls [rings] digitally in a telephone an- 
swering machine by means of a microcom- 
puter. . . . We hold that the artisan, having 
the suggestions of Curtis and Hanscom 
before him at the time the invention was 
made, would have found it manifestly ob- 
vious to combine these teachings to obtain 
the subject matter of claim 2. 
We are convinced that this holding does not 
recognize that there are critical differences 
between the claimed invention and the prior 
art. See Graham v. John Deere Co,, 383 U.S. 
1, 17-18, 148 USPQ 459, 467 (1966) (the 
difference between the claimed invention 
and the prior art is one of the four factual 
inquiries pertinent to any obviousness inqui- 
ry under 35 U.S.C. §103). It also does not 
reflect the admonition of this court that 
"[o]bviousness cannot be established by 
combining the teachings of the prior art to 
produce the claimed invention, absent some 
teaching, suggestion or incentive supporting 
the combination." Carella v. Starlight Arch- 
ery and Pro Line Co., 804 F.2d 135, 140, 231 
USPQ 644, 647 (Fed. Cir. 1886); see also 
ACS Hosp, Sys., Inc. v. Montefiore Hosp., 
732 F.2d 1572, 1577, 221 USPQ 929, 933 
(Fed. Cir. 1984). The Board's analysis is a 



are the ring signals heard by calling and called 
parties. 



1^ 

cl; 
ti( 

cr 
zi 
b( 
T 
P« 
& 
Si 

s> 
ta 
li] 
H 
a 
ei 
z\ 
ni 
pi 

d« 
ei 
a} 
h. 
F 
ti 
tl 
fc 
a 

e< 
d 

c. 
P 

SI 

n 
tl 
C 

SI 

tl 
n 
2 

0 

\ 
I 
n 

c 
E 
d 

ii 

s^ 

t: 

2 
d 
c 
t 

s 
s 

S 

t 



15USPQ2d 



l5USPQ2d 



Rosemount Inc. v. US, International Trade Commission 



1569 



III 

ejected claim 2, which de- 
m 1 , on the ground that the 
)mputer to achieve the delay 
I obvious to one skilled in the 
aination that an invention 
;n obvious under §103 is a 
aw based on fact, [ ] The 
1 the determination involves 
hus subject to the 'clearly 
dard , . . is that degree re- 

a foundation of facts suffi- 

the legal conclusion." Ryco, 
Torp., 857 F.2d 1418, 1423,8 

1327 (Fed. Cir. 1988) (cita- 
See also In re Caveney, 761 

226 USPQ U 3 (Fed. Cir. 

ifies claim 1 by defining the 
^y means thereof as "compris- 
omputer having an internal 
/ the seizure of said telephone 
counter reaches a predeter- 
In its opinion, the Board 

3ses an analog circuit for 
Is [sic, rings]. . . . Hanscom 
i it was conventional to count 
digitally in a telephone an- 
iline by means of a microcom- 
i hold that the artisan, having 
ons of Curtis and Hanscom 
.t the time the invention was 
have found it manifestly ob- 
bine these teachings to obtain 
natter of claim 2. 
:ed that this holding does not 
there are critical differences 
limed invention and the prior 
m V, John Deere Co,, 383 U.S. 
USPQ 459, 467 (1966) (the 
ween the claimed invention 
. art is one of the four factual 
lent to any obviousness inqui- 
.S.C. §103). It also does not 
monition of this court that 
cannot be established by 
teachings of the prior art to 
aimed invention, absent some 
estion or incentive supporting 
in." Carella v. Starlight Arch- 
fieCa/804 F.2d 135, 140, 231 
M (Fed. Cir. 1886); see also 
vs.. Inc. V. Montefiore Hosp., 
I 1577, 221 USPQ 929, 933 
14). The Board's analysis is a 



;nals heard by calling and called 



classical example of a hindsight reconstruc- 
tion of the claimed invention. 

Bond's claimed invention includes a mi- 
crocomputer which functions to delay sei- 
zure of the telephone line once the device has 
been set to the automatic answering mode. 
The Board found that the Curtis devicte ex- 
periences some delay after it has been enerr 
gized and before it seizes the telephone line. 
Such a delay is only inherent in the Curtis 
system and Curtis neither plabes any impor- 
tance on this delay nor specifically notes that 
line seizure should be further deferred. 
Hanscom, the secondary reference, discloses 
a familiar telephone answering machine that 
employs a microcomputer which delays sei- 
zure of the telephone line until after a preset 
number of rings, while using a niicrocom- 
puter to count the number of incoming rings. 
Hanscom is silent with respect to whether a 
device like that disclosed by Curtis should 
embody a delay following activation of the 
answiering mode and before line seizure,- or 
how such a delay should be implemented. 
For the purpose of its combination with Cur- 
tis, the Hanscom patent merely discloses 
that microcomputers can be used as a means 
for counting telephone rings entering an 
automatic answering machine. 

[2] When the.claimed invention is contrast- 
ed with the Curtis and Hanscom de;vices. a 
distinct difference becomes apparent — the 
claimed invention embodies a microcom- 
puter placed within the system which delays 
seizure of the telephone line for a predeter- 
mined period of time following activation of 
the device's answering mode. Unless the 
Curtis and Hanscom disclosures would have 
suggested to one of ordinary skill in the art at 
the time the invention was made that a 
microcomputer should be so employed, claim 
2 is not unpatentable under 35 U.S.C, §103 
on this record. See Uniroyal, Inc. v. Rudkin- 
' Wiley Corp., 837 F.2d 1044, 1050-51, 5 
USPQ2d 1434, 1438 (Fed. Cir.) cert, de- 
nied, 109 S.Ct. 75. (1988). On balance, we 
conclude, given the factual findings of the 
Board (including the finding that the Curtis 
device does contain some structure which is 
involved in producing the inherent delay in 
seizing the telephone line after activation of 
the automatic answering mode, see footnote 
2, supra), that even though the Curtis device 
does experience some inherent delay, the 
cited references would not have suggested 
the claimed invention to one of ordinary skill. 
Neither reference expressly or implicitly 
suggests that a microcomputer assembly 
should be embodied in a Curtis-like device in 
such a manner as would produce the inher- 
ent, yet unmentioned, delay experienced by 
the Curtis device. 



IV 

In conclusion, the Board's decision is (1) 
vacated insofar as it holds that the invention 
of claim 1 of Bond's application is anticipat- 
ed by the Curtis device; (2) reversed insofar 
as it holds that claim 2 is unpatentable under 
35 U.S.C. §103 over Curtis in view of Hans- 
com; and (3) remanded. On remand; the 
Board should consider whether the delay 
experienced by the Curtis device after acti- 
vation of the answering mode and before 
seizure of the telephone line is caused by any 
"structure" within the Curtis device and, if 
so, whether this "structure" is equivalent to 
that disclosed in Bond's specification as ex- 
emplary of the claim 1 delay means. Only if 
each of these inquiries is answered in the 
affirmative is the invention defined in claim 
1 anticipated by the Curtis disclosure. 



VACATED-IN'PART, REVERSED-IN- 
PART, and REMANDED. 



Court of Appeals, Federal Circuit 

Rosemount Inc. v. U.S. International Trade 
Commission 

No. 90-1263 
Decided August 2, 1990 

PATENTS 

1. U.S. International Trade Commission — 

Remedies (§155.07) 

U.S. International Trade Commission — 
Appeals (§155.09) 

International Trade Commission's exer- 
cise of its authority to grant temporary relief 
in proceeding under Tariff Act's Section 
337, 19 use 1337, should parallel factors 
considered by federal district court in deter- 
mining whether to grant injunction prior to 
trial; commission's exercise of that authority 
will be reviewed on appeal under abuse of 
discretion standard. 

REMEDIES 

2. Non-monetary and injunctive — Equita- 

ble relief — Preliminary injunctions — 
Patents (§505.0707.07) 

Presumption of irreparable harm may be 
afforded to patent owner who has made 
strong preliminary showing of patent valid- 
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decision whether to grant an injunction, I be- 
Ueve that, in a case such as this, if an em- 
ployer proves it is entitled to an injunction, it 
would be unreasonable, and thus an abuse of ^ 
the court's discretion, to refuse injunctive re- 
lief. \ ' ■ 
Please Note: 

The court has recorded its own entry on the 
date of the release of this Opinion. 



Watts V. XL Systems Inc. 

U.S. Court of Appeals 
Federal Circuit 

No. 99-1526 
Decided November 14, 2000 



PATENTS 

■ ' ■ / 

[1] Patent construction — Claims — Means 
(§ 125.1307) 

*'Sealingly connected" limitations in claims 
of patents for oil well tubing connections are 
not means-plus-function limitations, since 
limitations do not recite word "means," and 
thus raise presumption that they are not m 
means-plus-function form, since presumption 
has not been rebutted, in that Hmitations recite 
or refer, to terms that are reasonably well un- 
derstood in pertinent art as names for struc- 
ture, and which perform recited function of 
sealing, since specifications make clear that 
sealing function is performed by interlockmg, 
tapered internal and external pipe threads re- 
cited in claims, and since threads represent 
sole structural configuration effecting, seal, 
and are not mere indicators of location of seal. 

[2] Patent construction — Prosecution his- 
tory estoppel {§ 125.09) 

Patent construction — Specification and 
drawings — Defining terms 
(§125.1103) 

Patent construction — Claims — Broad 
or narrow (§ 125.1303) 

"Sealingly connected" limitation in claims 
of patents -for oil well -tubing connections -is 
limited to structures utilizing misaligned taper 
angles for pipe threads that effect sealing con- 
nection, since terms of limitation are not clear. 



and specification must therefore be consulted 
for clarification, since only method descnbed' 
in specification by which tapered internal and 
external threads are "dimensioned" for seal-, 
ing connection is misalignment of threads* 
taper angles, since specification actually lim- 
its invention to structures that utilize mis- 
ahgned taper angles, and since invention is 
similarly limited by prosecution history, in 
which applicant distinguished primary, refer- 
ence based on claimed invention's nus^igned 
taper angles; although applicant's arguments 
were made during discussion of rejection of; 
single claim, they are, general in nature and: 
apply to any claim that covers "sealingly con- 
nected" limitation. ' 

[3] Infringement — Literal infringement 
(§ 120.05) 

Infringement — Dbctrine of equivalents 
_ In general (§ 120.0701) 

Accused devices do not infringe, either lit- 
erally or under, doctrine of equivalents, as^ 
serted claims of patents for oil well tubing 
connections, since claims, as,- properly con- 
strued, require use of. misaligned taper angles, 
on internal and external pipe threads that. ef- 
fect sealing connection, and since plaintiff has. 
stipulated that defendant does not use differ^, 
ing taper angles between connecting pipe 
ends, and that defendant does not use any 
structures that perform same function, in same 
way, to achieve same result, or that are insub- 
stanlially different from claimed structures. 

Particular patents — General and me- 
chanical — OU well tubing 

4,813,717, Watts, oil well tubing connec- 
tion, claims- 2 and 18 not infringed: 

5,143,411, Watts, threaded tubular connec- 
tion, claim 1 not infringed. 
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Appeal from the U.S. District Court for the; 
Eastern District of Texas, Hines, J. , • ,v 

Action by John D. Watts against. XL Sys- 
tems Inc. for patent infringement. Plaintiff ap- 
peals from order granting summary judgment 
of non-infringement. Affirmed. . 

James H. Riley 11, of Shook, Hardy & Ba- 
con, Houston, Texas, for plaintiff-appellant. 

Charles B. Walker Jr.. and Winstol D. Carter 
Jr., of Fulbright & Jaworski, Houston, for 
defendant-appellee. 
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Before Bryson, Gajarsa, . and Linn, circuit 
judges. . , 

Linn, J. 

John.D. Watts seeks review of a final deci- 
sion of the District Court for the Eastern Dis- 
trict of Texas. See Watts v. XL Systems, Inc., 
No. 97-CV-261 (ED. Tex. July 15, 1999). The 
district court held on summary judgment that 
claims 2 and 18 of U.S. Patent No. 4,813,717 
r '717 patent") and claim 1 of U.S. Patent 
No. 5,143,411 (" '411 patent") were written 
in means-plus-function format and were not 
infringed by the products of XL Systems; Inc. 
("XL"). See Watts, slip op. at 3-5. In light of 
this holding, the district court declined to ad- 
dress XL's alternative argument of invalidity, 
finding it moot. See id at 5. We disagree with 
the district court's holding that die sealing 
limitation of the claims: is in- means-plus-, 
function format, but nonetheless agree with 
the district court's judgment holding the 
claims in issue not infringed. Accordingly, we 
need not address XL's altemafive argument of 
invalidity. * 

BACKGROUND 
Both the '717 patent and the '411 patent, as 
well as the accused products, are directed to- 
ward connecting sections of pipe together. 
Their primary application is in the oil well in- 
dustry in which miles of pipe may need to be 
dropped into a hole. Such a pipe consists of a 
large number of sections, called joints, which 
are typically forty feet long and twenty inches 
wide and are connected together. The joints 
are commonly connected together in one of 
two ways. The first uses an integral connec- 
tion in which the joints themselves have mat- 
ing threads allowing the joints to be connected 
direcdy to each other. The second uses a cou- 
pling connection in which the joints still have 
threads, but are connected to a coupling which 
is disposed between two successive joints. 



' XL admits in its brief that its invalidity argument 
was advanced as an alternative argument in its siun- 
mary judgment motion. See Watts, slip op. at 2, 5. Hav- 
ing upheld the district court's, judgment of non- 
infringement, it is settled that we need not address XL's 
alternative ai^gumeni of invalidity. See Hill-Rom Co, v. 
Kinetic Concepts, Inc., 209 F.3d 1337, 1344, 54 
USPQ2d 1437, 1442 (Fed. Cir. 2000) (upholding the 
disuict court's judgment of non- infringement and slat- 
ing that this court need not address the alternative argu- 
ment of invalidity, raised as" an affirmative defense at 
Uie district court). 



The coupling has a- much smaller length than 
the joint. The 717 and '411 patents disclose, 
joints arid couplings with increased sealing 
and strength characteristics to acconunodate 
the large and varied forces to which oil well 
pipes are exposed. 

Watts is the inventor of both the 717 patent 
and the '411 patent, which is a continuation- 
in-part of the '717 patent This appeal con- 
cerns only claims 2 and 18 of the 717, patent 
and claim 1 of the '411 patent. Each of the 
three claims includes substantially the same 
two functional statements and these state- 
ments are the only limitations that the parties 
contest The parties agree that claim 18 of the 
717 patent is representative. Claim 18 reads 
as follows: 

18. A high efficiency connection for 
joints of oilwell tubing or the. like, compris- 
ing: at least two pipes joined together and 
forming joints of pipe, each joints of pipe 
having a first end with no increase in wall 
thickness relative to the average pipe wall 
thickness and formed with tapered internal 
threads; the joints each having a second end 
formed with tapered external thrieads dir 
mensioned such that one such joint may be 
sealingly connected directly with another 
such joint; the threads being of sufficient 
length and taper such that the pipe wall 
strength of the first end in the. area, of the 
smallest diameter of thread .engagenient is 
at least three-fourths of the average pipe 
wall strength of the joints of pipe. 

717 patent, col. 8, 11. 6-18 (emphasis added); 
The first functional statement, as identified by 
the district court and Uie parties, is indicated 
above by underlining. The second functional 
statement is the text that follows the under- 
lined portion. ... 

The parties agreed to three stipulations re- 
garding the allegedly infringing products. The 
parties stipulated that XL: (1) does not in- 
fringe any of the three claims when both biF 
the functional statements are. construed as 
means-plus-function limitations; (2) does not 
use differing taper angles between connecting 
pipe ends; and (3) does not use any structure 
that is insubstantially different from the use of 
differing taper angles. 

The district court construed both of the: 
functional statements to be means-plusr. 
function limitations and . held that they were 
limited to the disclosed embodiments. The 
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district court held that in the alternative, if 35 
U.S.C. § 112. paragraph 6 did not apply, both 
of the functional statements were limited by 
the specification and prosecution history to the 
disclosed embodiments. Based on its claim 
construction and the stipulations, the district 
court held that XL did not infringe any of the 
claims at issue. -Watts, appeals the district 
court's judgment. We have exclusive jurisdic- 
tidn pursuant to 28 U.S.C. § 1295(a)(1) 
(1994). 

DISCUSSION 

A. Standard of Review 

We review a district court's grant of sum- 
mary judgment de novo, reapplying the stan- 
dard applicable at the district court. See 
Rodime PLC v. Seagate Tech., Inc.. 174 F.3d 
1294, 1301. 50USPQ2d 1429, 1434 (Fed: Cir. 
1999) (citing Conroy v. Reebok Int'l, Ltd.v U 
F;3d 1570, 1575, 29 USPQ2d 1373, 1377 
(Fed. Cir. 1994)). Summary judgment is only 
appropriate when "there is no genuine issue 
as to any material fact and . . . the moving 
party is entitled to a judgment as a matter of 
law." Fed. R. Civ. R 56(c). We draw all rea- 
sonable inferences in favor of the non- 
movant. See Anderson v. Liberty Lobby, Inc., 
All U.S. 242, 255 (1986). The determination 
of infringement is a two-step process. First, 
this court construes the claims and, second, 
we compare the properly construed claims to 
the accused device. See Cybor Corp. v, FAS 
Techs., Inc., 138 R3d 1448, 1454. 46 USPQ2d 
1169, 1172 (Fed. Cir. 1998) (en banc). 

B. Applicability of 35 U.S.C. § 112, 
paragraph 6 . 
Section 112. paragraph 6 provides that 
"[a]n element in a claim for a combination 
may be expressed as a means or step for per- 
forming a specified function without the re- 
cital of structure, material, or acts in support 
thereof." 35 U.S.C. § 112, para. 6 (1994). In 
Personalized Media Communications, LLC v. 
Int'l Trade Comm'n, 161 F.3d 696, 48 
USPQ2d 1880 (Fed. Cir. 1998), building upon 
a line of cases interpreting 35 U.S.C. § 112, 
paragraph 6,^we stated thgt the failure to use 
the word "means" in a claim element created 



^ See,, e.g., Laitram Corp. v. Rexnord, Inc., 939 R2d 
1533, 19 USPQ2d 1367 (Fed. Cir. 1991); Greenberg v. 
Ethicon Endo-Surgery, Inc., 91 F.3d 1580, 39 USPQ2d 
1783 (Fed. Cir. 1996); Cole v. Kimberly-Clark Corp., 



a rebuttable presumption that 35 U.S.C. § 112, 
paragraph 6 did not apply. See Personalized 
Media, 161 F3d at 703-04. 48 USPQ2d at 
1886^87. We also reiterated that in determin- 
ing whether a presumption is rebutted, "the 
focus remains on whether the claim . . . recites- 
sufficiently definite stmcture." Id. at 704, 48 
USPQ2d at 1887. We noted, however, that the 
claim limitation need not "connote a precise 
physical structure."- at 705, 48 USPQ2d.at 
1888. The following year, we further clarified, 
that the presumption that § 112, paragraph 6 
did not apply could be rebutted by showing 
that the claim element. recited a function withr 
out reciting sufficient structure for performing 
that function. See Rodime PLC v. Seagate 
Tech., Inc., 174 F3d 1294, 1302, 50 USPQ2d 
1429. 1434 (Fed. Cir. 1999) (explaining the 
converse rules for rebutting a presumption 
that § 112, paragraph 6 does apply). As an aid 
in determining whether sufficient structure, is 
in fact recited by a term used in a claim limi-. 
tation, this court has inquired into whether the 
"term, as the name for structure, has a reason- 
ably well understood meaning in the art."i 
Greenberg, 91 F3d at 1583. 39 USPQ2d at 
1786 (applying this test to the term "detent 
mechanism"). If § 112, paragraph 6 applies, 
then we follow the guidelines to claim con- 
. struction specified in the statute: "such claim 
shall be construed to cover the corresponding 
structure, material, or acts described in the 
specification and equivalents thereof." 35 
U.S.C. § 112. para. 6. If § 112, paragraph 6 
does not apply, then our precedent for the con- 
struction of limitations that are not means- 
plus- function limitations is applied in the cusr 
tomary way. 

In this case, in determining that the seal: 
ingly connected limitation^ should be con- 
strued as a means-plus-function limitation, the 
district court stated that the limitation was 
"drafted as a function to be performed . . . 
rather than as a definite structure." Wan5, slip 
op. at 4. Watts argues that the district court 
was wrong, contending first that because the 



102 F.3d 524. 41 USPQ2d 1001 (Fed. Cir. 1997); Mas- 
Hamilton Group v. LaGard, Inc., 156 F3d 1206, 48 
USPQ2d 1010 (Fed. Cir. 1998); Vnidynamics Corp. v. 
Automatic Prods. Int'l. Ltd., 157 F.3d 1311/ 48 
USPQ2d 1099 (Fed. Cir. 1998). 

' As will be shown, the first functional statement dis- 
poses of the case. Therefore we need not, and do not, 
address the second functional statement. See Carroll 
Touch, Inc. V. Electro Mech, Sys., Inc., 15 F.3d 1573, 
1577 n.3, 27 USPQ2d 1836, 1839 n.3 (Fed Cir. 1993); 
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sealingly. connected limitation does not use 
the word "means," it is presumptively not a 
means-plus-function limitation. Next, Watts 
argues that the sealingly connected limitation 
is. not purely functional because the claim de- 
scribes a precise structure by reciting tapered 
internal and external threads. XL responds, 
diat die sealingly connected limitation is a 
means-plus-function limitation because it does 
not include structure capable of entirely per- 
forming the recited function. XL maintains 
that the tapered internal, and external threads 
do not seal, but merely provide the location of 
the seal, and that the seal is created by mis- 
aligned taper angles. Finally, XL argues that 
public policy mandates that functional claims . 
be restricted to the disclosed embodiments. 

[1] We hold that the sealingly cormected 
limitation is not a nrieans-plus-function limita: 
tion. First, die presumption applies, that , be- 
cause die limitation does not recite the word 
"means" it is not a means-plus-function limi-. 
tation. Second, the presumption is not rebutted 
because the claim limitation recites or refers' 
to terms that are reasonably well understood 
in the art as names for structure and which, 
perform the recited function of sealing.. Spe- 
cifically, the plaim limitation recites. *■ a second 
end formed with tapered external threads" arid 
refers to "a first end" witii "tapered internal 
threads." These terms clearly have, reasonably 
well understood meanings in die art as names 
for structure. Further, the specification makes 
it clear tiiat the sealing function is performed 
widi these interlocking threads. See 111 
patent, col. 2, 1. 48 - col. 3, 1. 14; jee also Uni- 
dynamics, 157 R3d at 1319, 48 USPQ2d at 
1104 (looking to the . specification to deter- 
mine the scope of "spring means"). 
. XL*s arguments are unavailing. The threads 
represent the sole structural configuration, ef- 
fecting the seal and clearly are not mere indi- 
cators of the location of the seal as XL has ar- 
gued. Although the use of misaligned taper, 
angles, as well as a variety of other mecha- 
nisms, may increase the strength of die seal, 
the claimed sealing function is accomplished 
by the claimed threads. See 717 patent, col.. 2, 
1. 48 - col. 3, 1. 66. Finally,, because the linii- 
tations are not purely functional, XL's public 
policy argument is inapplicable. . 

The other tv/o clainis at issue include the 
same structural language, and the '41 1 specifi-. 
cation includes die same discussion of how . 
die seal is created and how its strengdi can be 



increased, therefore, our holding diat the . 
sealingly, connected limitation of claim 18 of 
die 717 patent is not a means-plus-function 
limitation also applies to claim 2 of die 717 
patent and claim 4 of the '411 patent. 

C. Construction of die Sealingly Connected 
• . Limitation 

Having held diat § 1 12, paragraph 6 is not 
applicable, we proceed to a standard claim 
construction. In construing a claim, a. court 
principally consults die, evidence intrinsic to 
the patent, including die claims,, die written 
description, and the relevant prosecution his- 
tory. See Vitmnics Corp. v.,Cdnceptrdnic, Inc., 
90 F3d 1576, 1582. 39 USPQ2d 1573; 1576 
(Fed. Cir. 1996). While limitations Contained 
in the specification are not ordinarily read into 
the claims,' see Intervet Am., Inc. v. Key-Vet 
Lab., Inc:\ 887 F.2d 1050, 1053, 12 USPQ2d 
1474,-1476 (Fed. Cin 1989), it is important to 
examine die specification. See Markman v. 
Westview Instruments, Inc., 52 F.3d 967, 979, 
34 USPQ2d 1321, 1329 (Fed. Cir. 1995) 
("Claims must be read in view of die specifi- 
cation, of which diey are a part."), afd, 517' 
U.S. 370 [38 USPQ2d 1461] (1996). One pur- 
pose for examining the specification is to de- 
terinine if die patentee has. limited die scope 
of die claims. See O.l Corp: v. Tekmar Co., 
115 F3d 1576, 1581, 42 USPQ2d 1777. 1781 
(Fed. Cir. 1997) (limiting claims because the' 
specification described only non-smooth or 
conical passages and distinguished over the 
prior art based on these characteristics); Wang' 
Lab., Inc, v. America Online, Inc., 197 F.3d 
1377, 1382-83, 53 USPQ2d 1161, 1164-65 
(Fed. Cir. 1999) (limiting claims to die only 
embodiment described, a character-based pro- . 
tocol, and specifically not encompassing a bitr 
mapped protocol); Modine Mfg. Co. v. United 
States Int'l Trade Comm'n, 75 F3d 1545, 
1551, 37 USPQ2d 1609, 1612 (Fed. Cir. 
1996) ("[W]hen die preferred embodiment is. 
described in die specification as the invention 
itself, die claims are not necessarily entitled to 
a scope broader dian diat embodiment."). 

The" district court, in its alternative ruling, 
held that die sealingly connected limitation 
was expressly defined in die specification and 
prosecution-history "as including only mis- 
aligned taper, angles to effect a seal." Watts, ' 
slip op. at- 4. According to the district court, 
die specification stated diat the seal was cre- 
ated with misaligned taper angles and die 
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prosecution history distinguished over the 
prior art with this sealing structure: See id 

Watts maintains, however, that the district 
court erred by reading in a limitation from the 
specification. Watts argues that the district 
court did not identify any term in need of a 
definition and it was therefore improper for 
the district court to import into the claims any 
definition from the specification. At oral argu- 
ment before this court. Watts also argued that, 
the specification was not. in fact, limiting, and 
that one of ordinary skill would be familiar, 
with many ways of achieving a sealing con- 
nection. With regard to the prosecution, his- 
tory,. Watts argues that it does not limit claim 
18. because , claim 18 was not pending at the 
time any amendments were made. 

XL responds that both the specification and 
the. prosecution history specifically limit the. 
seaiingiy connected limitation to the disclosed, 
embodiment, which utilizes , misaligned taper 
angles' XL further responds that because the 
prosecution history distinguishes over the 
prior, art by virtue , of the misaligned taper 
angles, it is clearly applicable to claim 18, 
even though it was later added, and creates an 
estoppel. 

[2] We hold that the seaiingiy connected . 
limitation is limited to structures utilizing mis- 
aligned taper angles. As explained below, we 
base our decision on the words of the limita- 
tion, the specific disclosure of the 717 patent, 
and the distinguishing remarks contained in 
both the specification and in the prosecution 
history of that patent. 

The seaiingiy connected limitation includes ■ 
the recitation that the "exteriial threads [are]' 
dimensioned such that one such joint: may be 
seaiingiy connected directly with another such 
joint." 717 patent, col. 8, 11. 12-14. We hold 
that the claim language "dimensioned such 
that*' is not clear on its face. Accordingly, we 
resort to the specification for clarification. We 
reject Watts' contention that we cannot con- 
sider the specification in this case. First, as 
just stated, the terms of the seaiingiy con- 
nected limitation are not clear on their face. 
Second, even if they were clear on their face, 
we must consult the specification to determine 
if the patentee redefiRed any of those terms. 
See Yitronics, 90 F.3d at 1582, 39 USPQ2d at 
1576. 

The specification only describes one 
method in which "tapered exteriial threads 
[are] dimensioned" to achieve the sealing 



connection, as required in claim 18 of the 717 
patent. That method is to misalign the taper 
angles of the internal and external threads. See 
717. patent, col. 3, 11. 3-14. Moreover, the. 
specification actually limits the invention to 
structures that utilize misaligned taper angles, 
stating that "[t]he present invention utilizes 
[the varying taper angle] feature." 717 patent, 
col. 3, 11. 12-14. 

^ We are not persuaded by Watts* two argu- 
ments, advanced at the oral hearing, that the 
specification was not limiting. First, Watts ar- 
gued that one of ordinary skill would be aware 
of myriad ways to effect a sealing connection, 
such as by using o-rings. While this may be 
true, it does not overcome the fact that the 
specification specifies that the invention uses 
misaligned taper angles. See 0.1, 115 F3d at 
1581, 42 USPQ2d at 1781; Wang. 197 R3d at 
1382-83; 53 USPQ2d at 1164-65; Modine, 75 
F.3d at 1551, 37 USPQ2d at 1612. 

Second, af the oral hearing Watts also ar- 
gued that the description of the preferred em- 
bodiment uses permissive language in de- 
scribing the use of misaligned taper angles. 
We assume that Watts is referring to the speci- 
fication language stating that "[s]o as to en- 
sure a seal diameter for the connection of least 
diameter . . ! the taper of the external thread 
may be made slightly less than the taper of the 
internal thread." 717 patent, col. 4, 11.' 64-67 
(emphasis added): Examining the context of 
this statement and the entirety of the disclo- 
sure, we do not agree that this statement dis- 
closes an embodiment without misaligned 
taper angles. See Amhil Enters. Ud v. Wawa, 
Inc., 81 R3d 1554. 1559. 38 USPQ2d 1471, 
1474 (Fed. Cir. 1996) (stating that the court 
must "review the entire specification"). The 
specification does not explicitly discuss an 
embodiment without misaligned taper angles ' 
and. as discussed earlier, actually limits the in- 
vention to embodiments with misaligned taper 
angles. See 717 patent, col. 3, 11. 3-14. 

The invention is similarly limited in the 
prosecution history, in which Watts distin- 
guished the primary reference based on the in- 
vention's misaligned taper angles. Watts 
stated that in the primary reference '"no 
thread interference' is claimed which teaches 
away from the present invention." It is clear 
that the phrase-"no thread interference" refers 
to the interference caused by the misaligned 
taper angles. Thus, Watts cannot now maintain 
that his invention does not require misaligned 
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taper angles. See Biodex Corp. v. Loredan 
Biomedical Inc. '. 946 F2d 850, 862-63, 20 

. USPQ2d 1252, 1262 (Fed. Cir. 1991) (affirm- 
ing the use of prosecution history to construe 
a claim, while also noting the clear distinction 
between such a use and the doctrine of pros- 
ecution history estoppel which estops later ex- 
pansion of a claim's protection under the doc- 
trine of equivalents). . 

We find Watts* argument that the prosecu- 
tion history does not apply to the sealingly 
connected limitation . of claim 18 to be base- 
less. It is irrelevant in this case whether. Watts' 
prosecution history remarks were directed to 
claim 18 specifically because there is. no clear 
indication that they were not. See Southwall 
Techs., Inc. v. Cardinal IG Ca..54 F3d 1570, 
1579. 34 USPQ2d 1673. 1679 (Fed. Cir. 
1995) ("[A]rguments made during prosecu- 
tion regarding the meaning of a claim term are 
relevant to the interpretation of that term, in 
every claim of the patent absent a clear indi- 

, cation to the contrary."). While Watts* re- 
marks occur in a discussion pf the rejection of 
claim 1, they are general in nature and apply 
to any claim that contains the sealingly con- 
nected limitation. This characterization is re- 
inforced by the fact that Watts had already 
canceled claim 1. Moreover, the context of his 
remarks suggests that he was distinguishing 
the primary reference from the newly pre- 
sented claims, including claim 16 (which later 
became claim 2). Further, Watts stated in a 
subsequent response to the U.S. Patent arid 
Trademark Office that newly added claim 32 
(which later became claim 18) was "another 
embodiment of allowed claim 16." 

Our analysis applies to all three claims in 
suit. The '411 specification includes die same 
statement hmiting the invention to structures 
utilizing misaligned taper angles. See '411 
patent, col. 5. 11. 23-32. The context of the 
prosecution history ^reveals that the remark 
which distinguishes the primary reference ap- 
plies equally to all of die claims of the 717 
p2Llcnt See Southwall Techs., 54 F.3d at 1579, 
34 USPQ2d at 1679. Further, the prosecution 
history of the 717 patent also, applies to claim 
1 of the '411 patent because: (1) the '411 
patent is a continuation-in-part of the 717 
patent; (2) claim 1 of the '411 patent also has 
a sealingly coniiected limitation; and (3) the 
prosecution history of the '411 patent contains 
nothing to the contrary. See Elkay Mfg. Co. v. 
Ebco Mfg. Co., 192 F3d 973, 980, .52 



USPQ2d 1109, 1114 (Fed. Cir. 1999) ("When 
multiple patents derive from the same initial 
application, the prosecution history regarding 
a claim limitation in any patent that has issued 
apphes widi equal force to subsequently is- 
sued patents that contain the same claim limi- 
tation."); Southwall Techs., 54 F3d at 1579, 
34 USPQ2d at 1679. 

D. Non- Infringement of die. Sealing: ' 
Connected Limitation ^ ' 

To find non-infringement,, a district court 
must hold that the alleged infringer does not 
infringe any of die claims at issue either liter- 
ally or under die doctrine of equivalents 
("DOE"). See,, e.g., Jeneric/Pentron, Inc. v. 
Dillon Co., Inc., 205 R3d 1377, 1383, 54 
USPQ2d 1086, 1091 (Fed. Cir. 2000). For any 
given claim, "infringement is ayoided.when 
one element (or substitute falling within a per- 
niissible range of Oequivalents). is absent." 
Senmed, Inc. v, Richard-Allan Med. Indus., 
Inc., 888 R2d 815. 818 n.5, 12'USP(}2d.l508. 
1514 n.5 (Fed. Cir. 19S9), disapproved on 
other grounds by Cardinal Chem. Co. v. Mor- 
ton Int% Inc., 508 U.S. 83 [26 USPQ2d 1721] 
(1993). 

After construing bodi of die functional hmi- 
tations, the district court held diat none of die 
claims in suit were infringed. Watts, slip 
op. at 5. The district court based this decision 
"upon the undisputed and stipulated facts," 
which were briefly discussed earlier. Watts v. 
XL Systems, Inc., No. 97-CV-261 (E.D. Tex. 
July 15. 1999) (Order). At die oral hearing be- 
fore this court. Watts argued that diose stipu- 
lations require both of the functional state- 
ments to be limited to the disclosed embodi- 
ments, before non-infringement is conceded. 
We agree diat die first stipulation requires that 
both functional statements be construed as 
means-plus-function limitations before non- 
infringement is conceded under that stipula- 
tion. However, die second and diird stipula- 
tions are not so limited, and we hold, based on 
those stipulations, diat Watts has conceded /as 
a matter of law diat XL does not infringe any 
of the claims at issue as construed. , ; 

[3] The second stipulation states, widi em- 
phasis added, diat: "Specifically, as to literal 
infringement, XL Systems does not use any of 
die following, or equivalents diereof, de- 
scribed in die specifications of die '717 and 
'411 patents for die above-referenced claim 
limitations: (i) . . . (ii) . . . (iii) differing taper 
angles between connecting pipe ends; or (iv) 
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This "stipulation, like any contract, pre- 
sents a legal question that we "address de 
novo." Kearns v. Chrysler Corp., 32 F.3d 
1541, 1545, 31 USPQ2d 1746, 1749. (Fed. Cir. 
1994). We hold that the second stipulation un- 
equivocally concedes that XL does not use 
dififering taper angles; It is undisputed that'the 
misaligned taper angles described in the speci- 
fication employ different taper angles. There- 
fore, having construed the sealingly connected 
limitation to require the' use of misaligned 
taper angles, we uphold the district court's 
conclusion that there is no literal infringe- 
ment. 

The third stipulation states, with emphasis 
added, diat: ; 

As to infringement under the doctrine of 
equivalents, XL Systems does not use 
any structures that perform the same 
function, in the same way, to achieve the 
same result, or are insubstantially differ- 
ent from, the aforenientioned structures 
described in the specifications of the 717 
and '411 patents for the above-referenced 
claim limitations. 

We hold that this stipulation . disclaims any 
possible infringement under the DOE if the 
accused product does not utilize differing 
taper angles between connecting pipe ends. 
Given that XL. does not use differing taper 
angles, we uphold the district court*s conclu- 
sion that there is no infringement under the 
DOE. 



CONCLUSION 

The district court incorrectly held claims 2 
and 18 of the 717 patent and claim 1 of the 
'411 patent to be in means-plus-function for- 
mat but correctly construed the sealingly con- 
nected limitation of die. claims at issue to be 
limited to embodiments utilizing misaligned 
taper angles. Given this construction and the 
stipulations of the parties, we affirm die dis- 
trict coiut*s judgment of non-infringement. 
The issue of invalidity, presented as an alter- 
native argument and not as a cross- appeal, is 
deemed moot. 

AFFIRMED 
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JUDICIAL PRACTICE AND 
PROCEDURE 

[1] Jurisdiction — Personal jurisdiction 
(§405.11) 

German corporation's sales of its German- 
language travel magazines and guide books do 
not establish personal jurisdiction oyer defen- 
dant corporation in copyright infringement ac- 
tion brought in New York, since plaintiff has 
failed to establish prima facie case that ac- 
cused publications were sold directly to pur- 
chasers in New York, and since defendant has 
submitted evidence affirmatively disproving 
plaintiffs allegation that defendant had deal- 
ings with New York residents. - 

[2] Jurisdiction — Personal jurisdiction 
(§405,11) 

Copyright plaintiffs allegation that German 
corporation accepted her direct order for al- 
legedly infringing guidebook, and indicated 
that book would be shipped directly to her in 
New York, does not confer personal jurisdic- 
tion over corporation in New York court, since 
contact was initiated by plaintiff, . not by de- 
fendant corporation; plaintiffs allegation that 
she received allegedly infringing books froni 
on-line vendors likewise fails, since defendant 
did not sell its publications to on-line compa- 
nies, and was not responsible for sale or ship- 
ment of books to New York. 

[3] Jurisdiction — Personal jurisdiction 
(§405.11) 

German - corporation's maintenance of 
Worid Wide Web site is not sufficient to jus- 
tify exercise of personal jurisdiction over cor- 
poration in copyright infringement action 
brought in New York, even though defen- 
dant's Web site is accessible to New York resi- 
dents, since defendant's site,' like its allegedly 
infringing tour guide, is written in German, 
and does not target New York residents, and 
since defendant's maintenance of site there- 
fore is not sufficient to satisfy foreseeability 
requirement of N.Y C.P.L.R. § 302(a)(3)(ii). 
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The board cited the indication in both 
Pengilly and Munro that their pr-ocesses led 
to rapid reaction time and concluded that • 
improved reaction time would be expected if 
elements of those processes were combined. 
The evidence of record establishes, however, 
that reaction times of both prior processes 
lengthen as the processes are scaled up. 

The board held the view that Munro's 
teaching of higher pressures, to increase 
reaction rate would have provided an ob- 
vious solution to the problem Rinehart en- 
countered in scaling up the process of 
Pengilly. But Rinehart's problem was not 
the need for increased reaction rate. It was, 
as the evidence established, the existence of 
lumps of frozen polymer. That problem is 
nowhere alluded to in either Pengilly or 
Munro, and of course no suggestion of a 
solution appears in either reference. 

Moreover, Pengilly suggested that 
superatmospheric pressure was productive 
of certain disadvantages, particularly the 
need for use of a "large excess" of glycol. 
The use of superatmospheric "pressure in a 
direct esterification process was referred to 
in other prior patents of record. With the ex- 
ception of Munro, however, each such 
reference cited disadvantages of its use or an 
inability to find it workable. Munro's dis- 
closure of superatmospheric pressure is 
rendered an abstraction with respect to 
appellant's problem by Munro's indication 
of the same excess glycol requirement when 
a large scale operation is contemplated.- 
Munro employs a large excess of glycol (a 
ratio of glycol to acid of 3:1) in his example 
5, the only example devoted to larger scale 
production. Rinehart's large scale produc- 
tion process is. limited to a substantially 
equimolar ratio of glycol to acid. In view of 
all of the evidence, we cannot agree that 
Munro would suggest to. one skilled in the 
art the use of superatmospheric pressure to 
solve the problem of scaling up the process 
of Pengilly. 

Similarly, we find no suggestion in Pengil- 
ly or in Munro that Pengilly 's preformed es- 
ter be employed in iVIunro's process to over- 
come the problems encountered in scaling 
up the process of Munro. Munro, as 
co-inventor with Lewis in earlier British Pat- 
ent No. 776,282, was familiar with the use. 
of a preformed polyester in direct esterifica- 
tion,. yet neither Munro nor his co-inventor 
Maclean suggested its use with superat- 
mospheric pressure in the cited reference. 
We find that the Munro patent contains its 
own solution to large scale operation, i.e., 
the use of excess glycol referred to above. 
That solution is not employed by appellant. 

[10] Absence of any suggestion in either 
Pengilly or Munro that features of the 



process of one should be combined with 
features of the other to achieve the commer- 
cial scale .production of which neither is 
capable requires a holding that the rejection 
herein was improper. In re Avery, 518 F.2d 
1228, 186 USPQ 161 (CCPA 1975). In view 
of that holding, it is unnecessary to consider 
Rinehart's allegations of commercial 
success and satisfaction of long-felt need. 
The decision of the board is reversed. 



Court of Customs and Patent Appeals 

In re Venezia 
No. 75-601 Decided Mar. 11, 1976 , 
PATENTS 

1. Claims — Indefinite — In general 

(§20.551) 

Construction of specification and 
claims — Defining terms (§22.45) 

Claims that define claimed invention's 
metes and bounds with reasonable degree of 
precision and particularity are 35 U.S.C. 
112, second paragraph, definite; claim 
language calling for sleeves '^adapted to be 
fitted" over insulating jacket imparts struc- 
tural limitation to sleeve rather than merely 
directing activities to take place in future; 
structures of components of completed 
assembly may be defined in terms of in- 
terrelationship of components, or attributes 
they must- possess, in completed assembly. 

2. Claims — Indefinite — Mechanical 

.(§20.556) 

Claims reciting all essential parts of "kit" 
of parts that may or may not be made into 
completed assembly are not incomplete for 
failing to recite completed assembly. 

3. Claims — Indefinite — lii general 

(§20.551) 

In re Collier,' 159 USPQ 266, is inapposite 
to claims containing language precisely 
defining present structural attributes of in- 
terrelated component parts of "kit" so that 
later assembly may be effected, rather than 
describing activities that may or may not oc- 
cur. 

4. Double patenting — In general ( §33.1) 

Patentability — Subject matter for pat- 
ent monopoly — In general (§51.601) 

Court of Customs and Patent Appeals 
decisions on double patenting are not 
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applicable to interpreting 35 U.S.C. 101 
"any manufacture;' Section 101 "same in- 
vention" type double patenting cases con- 
strue "a patent therefore." 

5. Patentability — Subject miatter for 
patent monopoly — In generat 
(§51.601) 

Group or "kit" of interrelated parts is 35 
U.S.C. 101 "manufacture," and is not ex- 
cluded from patent protection. 

Particular patents — Splicing 

Venezia, Method of Splicing High 
Voltage Shielded Cables and Splice Connec- 
tor Therefor, rejection of claims 31-36 
reversed. 



Appeal from Patent and Trademark Of- 
fice Board of Appeals.' 

Application for patent of J. William 
Venezia, Serial No. 31,500. filed Apr. 24, 
1970. From decision rejecting claims 31-36, 
applicant appeals. Reversed. 

Donald R. Dunner, and Lane, Aitken, 
Duriner & Ziems, both of Washington, 
D.C. (S. Michael Bender, North 
Tarrytow^n, N.Y., Richard A. Craig, New 
York, N.Y., and Arthur Jacob, Hacken- 
sack, N.J., of counsel) for appellant. " 

Joseph F. Nakamura (T. E. Lynch, of 
counsel) for Commissipner of Patents and 
Trademarks. 

Before Markey, Chief Judge, and Rich, 
Baldwin, Lane, and Miller, Associate 
Judges. 

Lane, Judge. 

This is an appeal from the decision of the 
Patent and Trademark. Office Board of 
Appeals (board) affirming the rejections of 
claims 31 through 36 in application serial- 
No. 31,50,0, filed April 24, 1970, for 
''Method of Splicing High Voltage Shieldied 
Cables and Splice Connector Therefor." We 
reverse. 

The Invention 

Appellant's invention is a splice connector 
having interrelated parts adapted to be 
assembled in the field to provide a splice 
connection between a pair of high voltage 
shielded electric cables. 

Appellant's application contains claims 
drawn to the completed connector and to 
the method of making the splice connection, 
which have been allowed by the Patent and 
Trademark Office. On appeal before us are 
claims drawn to a splice connector ''kit" 
consisting of the parts which are used in 



making the splice in their unassembled con- 
dition. 

Claim 31, with our emphasis, is represen- 
tative of the claims on appeal: 

31. . A splice connector kit having com- 
ponent parts capable of being assembled in 
the field at the terminus of high voltage 
shielded electrical cables for providing a 
splice connection between first and sec- 
ond such cables, said cables each having 
a conductor surrounded by an insulating 
jacket within a conductive shield wherein 
a portion of the conductive shield is 
removed to expose the insulting jacket 
and 'a portion of the insulating jacket is 
removed to expose the conductor at the 
terminus of the cable, the kit comprising 
' the combination of: 

a pair of sleeves of elastomeric material, 
each sleeve of said pair adapted to be. fitted 
over. the insulating jacket of one of said 
cables, each said sleeve having an external 
surface and a resiliently dilatable internal 
bore for gripping the insulating jacket to 
increase the dielectric strength of the 
creep path along the insulating jacket; 

electrical contact means adapted to be af- 
fixed to the terminus of each exposed con- 
ductor for joining the conductors and 
making an electrical connection 
therebetween; 

a pair of retaining members adapted to be 
positioned respectively between each of said 
sleeves fitted over the insulating jacket of 
each said cable and the corresponding 
terminus of each said cable, said retaining 
members each having means cooperative- 
' ly associated therewith " for maintaining 
each said member's position relative to 
the insulating jacket on each said cable 
and for precluding axial movement of the 
sleeve toward the corresponding terminus 
of each said cable; and 

a housing; said housing Having an in- 
ternal bore extending therethrough from 
end to end, said housing including por- 
tions adjacent each end thereof defining 
said internal bore and being resiliently 
dilatable whereby said housing may be 
slideably positioned over one of said cables 
and then slideably repositioned over skid 
sleeves, said retaining members, and said 
contact means when said sleeves, said retain- ' 
ing members and said contact means are assembl- 
ed on said cables as hereinaforesaid/said 
resiliently dilatable portions of said hous- 
ing respectively gripping the correspon- 
ding external surface of each said sleeve in 
watertight sealing relationship therewith 
and said housing having a further portion 
intermediate its ends defining said inter- 
nal bore and formine; a sealed chamber 
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enclosing at least said contact means and 
the exposed portions of said cable conduc- 
tors when said housing is in its repositioned 
location. 

.The Rejections * 

Claims 31-36 were rejected under 35 USC 
1 12, second paragraph, as indefinite and in- 
complete in not defining a completed article 
of manufacture. The examiner particularly 
relied on In re Collier, 55 CCPA 1280, 397 
F.2d 1003, 158 USPQ 266 (1968), as sup- 
port for this rejection. 

Claims 31-36 were additionally rejected 
under 35 USC 101 because they were drawn 
to. a plurality of separately and discretely 
listed and defined manufactures instead of a 
manufacture. 

The Board 

The board at first unanimously sustained' 
both of the above rejections. With respect to 
the section 112 rejection it stated: 

In the Collier case, the two elements [see" 
bracketed elements [1] and [2] of Collier 
claim 17, infra]' recited specifically in the. 
claims there under consideration were 
described in terms of intended uses and 
capability, and the like. The Court said: 

"We agree with the Board, however, 
that the claim does not positively recite 
structural relationships of the two 
elements, identified as (1) and (2) 
above, in its recitation of what may or 
may not occur. In this sense it fails to 
comply with section 112, [second 
paragraph) In [sic] failing distinctly to 
claim what appellant in his brief insists 
' is his actual invention." 

An inspection of the claims here under 
consideration, see for example claim 31 
above, discloses a similar situation. 
Although the preamble refers to the struc- 
ture as a "kit", the elements are recited 
without present cooperation. The 
language is futuristic and conditional in 
character, thus, a pair of sleeves - to be 
fitted - electrical contact means - to be af- 
fixed - a pair of retaining numbers [sic, 
members] - to be positioned - a housing - 
may be siideably positioned - slideably 
repositioned - when said sleeves are 
assembled on said cables - when said 
housing is in its repositioned location. 

From tiip above it . is clear that the 
language of the claim taken as an example 
is directed to assembly to take place in the 
future. No present positive structural 
relationships are recited. 

In affirming the section 101 rejection the 
board stated: 



[Appellant] urges that the elements of his 
claimed combination are "joined together 
' in a kit of component parts". Such join- 
ing as may be recited in the claims, as we 
have pointed out above in connection with 
the rejection under 35 USC 112, relates to 
matters which may take place in the 
future. No present coaction is recited, The 
presence of the word "kit" in the pream- 
ble, we do not think fairly links the 
elements separately recited, in the claims. 
Appellant has referred to no language in 
the claims which would support such 
"joining" and we know of none. [Empha- 
sis in original.] 

In a subsequent decision, upon recon- 
sideration, one of the board members dis- 
sented, finding that appellant had distinctly 
claimed what he regarded" as his invention 
under section 112. The dissenting member 
" of the board also found that it vyas not fatal 
under section 101 that the cooperation of the 
claimed elements was recited as occurring at 
a future time: ■ 

This posture of the board remained intact 
following a third opinion rendered after a 
second request for reconsideration by 
appellant. 

Opinion 

Section 11 2 Rejection 

[1] We have reviewed the disputed 
claims and " in particular the language' 
criticized by the examiner and the board. 
We conclude that the claims do define the 
. metes and bounds of the claimed invention 
with a reasonable degree of pi-ecision and 
particularity, and that they are, therefore, 
definite as required by the second 
paragraph of section M2. In re Conley, 490 
F.2d 972, 180 USPQ 454 (CCPA 1974); In 
re Miller, 58 CCPA 1182, 441= F.2d 689, 169 
USPQ 597 (1971); In re Borkowski, -57 
CCPA 946, 422 F.2d 904, 164 USPQ 642 
(1970). As we view these claims,- ' they 
precisely define a group or "kit" of inter- 
related parts. These interrelated parts may 
or may not be later assembled to. form a 
completed connector. But what may or may 
not happen in the future is not a part of the 
claimed invention. The claimed invention 
does include present structural limitations 
on" each part, which structural limitations 
are defined by how the parts are to be inter- 
connected in the final assembly, if assern- 
bled.. However, this is not to say that there is 
anything futuristic or conditional in the 
"kit" of parts itself. For example, paragraph 
two of claim 31 calls for "a pair of sleeves 
* * * each sleeve of said pair adapted to be 
fitted over the insulating jacket of one of said 
cables." Rather than being a mere direction 
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of activities to take place in the future, this 
language inipans a structural limitation to 
the sleeve. Each sleeve is so structured or 
dimensioned that it can be fitted over the in- 
sulating jacket of a cable. A similar situation 
exists with respect to the "adapted to be af- 
fixed" and "adapted to be positioned" 
limitations in the third and fourth 
paragraphs of the claim. The last paragraph 
of claim 3 T contains additional language 
criticized by the board, including "may be 
slideably positioned," "slideably 
repositioned," 'Vhen said sleeves * * * are 
assembled," and "when said housing is in 
its repositioned location." However, this 
language also defines present structures or 
attributes of the part of the "kit" identified 
as the housing, which. limits the structure of 
the housing to those configurations which 
allow for the completed connector assembly 
desired. Again, a present structural con- 
figuration for the housing is defined in ac- 
cordance with how the housing interrelates 
with the other structures in the completed 
assembly. We see nothing wrong in defining 
the structures of the components of the com- 
pleted connector assembly in terms of the 
interrelationship of the components, or the 
attributes they must possess, in the com- 
pleted assembly. More particularly, we find 
nothing indefinite in these claims. One skill- 
ed in the art would have no difficulty deter- 
mining whether or not a particular collec- 
tion of coniponents infringed the collection 
of interrelated components defined by these 
claims. In re Miller, supra.. 

[2] We also fail to see any basis for rejec- 
ting appellant's claims for being, incomplete 
in failing to recite a completed assembly. 
Appellant's invention is a "kit" of parts 
which may or may not be made into a com- 
pleted assembly. Since ail of the essential 
parts of, the "kit" are recited in the claims, 
there is no basis for holding the claims in- 
complete. 

We cannot leave our discussion of the sec- 
tion 112 rejection without discussing In re 
Collier, supra, relied on by both the ex- 
aminer and the board as support for this re- 
jection. In Collier we were confronted by the 
following claim: 

17." For use in a ground connection, [1] 
a connector member for engaging shield 
means of a coaxial cable means, 

said connector member comprising a 
substantially rectangular piece of metal 
formed into trough form to define a 
ferrule-forming member, said ferrule-for- 
ming member having 

a series of perforations disposed 
therein toward the axis of the ferrule- 
forming member and defining inwardly 



directed frusto-conical projections hav- 
ing jagged. edges defining lances con- 
verging toward their tips. 

said ferrule-forming member being 
crimpable onto said shield means with said 
lances keying into said shield means 
without penetrating insulation means dis- 
posed thereunder, 

[2] and ground wire means /or disposi- 
tion between said ferrule-forming 
menfiber and said shield means upon the 
ferrule-forming member being crimped 
onto the shield means, 

said ground wire means being displaced 
in a series of bights around respective per- 
forations' to effect serpentine form when 
said ferrule- forming member is crimped 
onto said shield means, [55 CCFA at 
1281-82, 397 R2d at 1004-05, 158 USPQ' 
at 267. (Emphasis and brackets in 
original opinion).) 

In Collier appellant argued that we were 
to regard the italicized portions of claim 17 
about intended uses, capabilities, and struc- 
tures which would result upon the perfor- 
rnanee of future acts, as positive structural 
limitations. However, we found that the 
claim did not positively recite any structural 
relationship between the two elements iden- 
tified as (1 1 and [2], in its recitation of what 
may or may not. occur. We concluded that 
the claim failed to comply with section 112, 
second paragraph, in "failing distinctly to 
claim what appellant in his brief insists is 
his actual invention." 

[3] There is no issue in this case of 
whether appellant is claiming what he 
regards as his invention. Moreover, 
although the claims before us contain some 
language which can be labeled "con- 
ditional," this language, rather than, 
describing activities which may pr may not 
occur, serves to precisely define present 
structural attributes of interrelated compo- 
nent parts of the "kit," such that a later 
assembly of the "kit" of parts may be 
effected. Thus, we find In re Collier inap- 
posite to the claims presently before us. 

Section 701 Rejection 

35 use 101 provides in pertinent part: 

VVhoever invents or discovers any new 
and useful process, machine, manufac- 
ture, or composition of matter * * * may 
obtain a patent therefor * * *. 

Both the examiner and the board con- 
strued the language "any * * * manufac- 
ture" as excluding from its ambit claims 
drawn to a "kit" of parts, reasoning that a 
"kit" would be a plurality of separate 
manufactures, not a sinsrle manufacture. 
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The solicitor in his brief recognizes that 
the Patent and Trademark Office has m the 
nast issued patents' containing similar 
claims drawn to "kits" of interrelated parts. 
He argues, however, that double patenting 
decisions by this court, holding that an in- 
ventor may obtain only one patent on a 
sinele invention, show that this court has in- 
terpreted portions of section 101 in the 
singular. From this he reasons that the word 
-manufacture" in section 101 is to be 
similarly interpreted. 

[4] We do not find our decisions on dou- 
ble patenting to be applicable to an inter- 
pretation of the words "any manufacture 
in section 101. Suffice it to say that the two 
situations are totally dissimilar. In the sec- 
tion 101 '^same- invention" type^.doubie 
patenting. cases, all we were construing was 
the phrase "a patent therefor. 

No other authority has been cited, either, 
by the board or the solicitor, to support the 
narrow construction which the Patent and 
Trademark Office now seeks to impose on 
the words "any manufacture" in section 
101. 

[5] We do not believe the words in ques- 
tion are to be so narrowly construed. To 
hold that the words "any manufacture ex- 
clude from their meaning groups or kits o 
- interrelated parts would have the practical 
effect of not only excluding from patent 
protection those "kit" inventions which are' 
capable of being claimed as a final assembly 
(e g a splice connector), but also many in- 
ventions such as building blocks, construc- 
tion sets, games, etc., which are incapable ot 
being claimed, as, a- final assembly. We do ■ 
not believe Congress intended to exclude 
any invention from patent protection merely 
because it is a group or "kit" of interrelated 
parts. We therefore hold that a group or 
"kit" of interrelated parts is a "manufac- 
ture" as that term is used in section 101. 

Accordingly, the decision of the board is 
reversed- 



Patent and Trademark Office Trademark 
Trial and Appeal Board 

In re The Cyclone Seeder Co., Inc. 

Decided Oct. 20, 1975 
Released Dec. 19, 1975 

TRADEMARKS 

1. Identity and similarity -r- Hpw deter- 
mined — Dominant feature (§67.4065) 

Identity and similarity — Words - 
Similar (§67.4117) 

"Speedy" is determining element in 
'^Cyclone Speedy Spreader," "Spreader 
being disclaimed, with "Cyclone" modify- 
ing "Speedy" and suggesting enormous 
speed; "Cyclone Speedy Spreader for 
broadcast spreader/seeder so resembles 
''Speedy"^for corn cribs, power operated 
agricultural insecticide sprayers, corn 
shredders, and row crop shields that confu- 
sion is likely. 



Appeal from Examiner of Trademarks. 

Application for registration of trademark 
of The Cyclone Seeder Co., Inc., Serial No. 
439,884- From decision refusing registra- 
tion, applicant appeals. Affirmed. 
Oltsch & .Knoblock, South Bend, Ind., for 
applicant. 

Before Lefkowitz and Bogorad, Members, 
and Rice, Acting Member. 

Bogorad, Member. 

An application has been filed by The 
Cyclone Seeder Co., Inc. to register the 
mark ''CYCLONE SPEEDY 
SPREADER", the word "SPREADER" 
being disclaimed,' for broadcast 
spreader/seeder. 

Reeistration has been refused under Sec- 
tion 2(d) of the Act of 1946 on the ground 
that applicant's mark as applied to the 
goods specified in its application so 
resembles the previously registered mark 
''SPEEDY" for corn cribs, power operated 
agricultural insecticide sprayers, corn 
shredders and row crop shields for use on 
cultivators' as to be likely to cause confusion 
or mistake or to deceive. 



' There are* copies of several patents in the. 
record which contain "kit" claims exemplifying 
this prior practice, including patent No. 
3 108,803, claiming a basketball goal set kit, pat- 
ent No. 3,041,778, claiming a puppet kit, patent 
No 1 974,838, claiming a toy construction set, 
and patent.No. 3,355,837, also claiming a toy con- 
struction set. 



' Ree. No. 680,737 issued June 23, 1959, af- 
fidavit under Sec. 8 accepted, affidavit under Sec. 
15 received. 



Appendix 6: 

United States Surgical Corp. v. Ethicon Inc., 103 F.3d 1554, U.S.P.Q.2d 1225 (Fed. Cir. 1997), 

cert, denied, 522 U.S. 950 (1997) 
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tent Order revises the reference to 
ve date of copyright restoration 
Uruguay Round Agreements Act 
in the Court's August 19, 1996 
USPQ2d 1506] granting plain- 
on for Partial Summary Judg- 
he August 19. 1996 Order, the 
:red to Presidential Proclamation 
of December 23, 1994 (60 Fed. 
(Jan. 4, 1995)) to conclude that 
restoration for URAA works was 
1995. See Order at pages 13, 16. 
er Presidential document, Procla- 
6780 of March 23, 1995 (60 Fed. 
i (March 27, 1995)) clarifies that 
of the Uruguay Round Agree- 
:ade-Related Aspects of Intellec- 
rty Rights (TRIPs) relating to 
jstoration did not take effect until 
1996. Proclamation No. 6780 
rtinent part at Section 5: 
le 65, paragraph 1, of the TRIPs 
nt provides that no WTO mem- 
be obliged to apply to provisions 
?reement until one year after the 
entry into force of the WTO 
nt with respect to the United 
ts January!, 1995, 
statement of administrative ac- 
roved by the Congress in section 
I of the URAA (19 U.S.C. 
2)) provides that, "in general, 
will be restored on the date 
IPs Agreement's obligations take 
the United States." 
dingly, I have decided that it is . 
and appropriate, in order to im- 
he TRIPs Agreement and to en- 
section 514 of the URAA is 
tely implemented, to proclaim 
late on which the obligations of 
s Agreement will take effect for 
d States is January 1, 1996. 
n No. 6780 of March 23, 1995 
^g. 15845 (March 27, 1995)). 
t emphasizes that the present 
does not affect the Court's Au- 
6 ruling. 

> ORDERED, 
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U.S. Court of Appeals 
Federal Circuit 

United States Surgical Corpi. v. Ethicpn Inc. 

' Nos. 94-1386,-1419 
Decided January 3, 1997 

PATENTS' 

1. Patentability/Validity — Obviousness — 
In general (§115.0901) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Federal district court properly instructed 
jury on issue of obviousness in patent in- 
fringement action, since jury was correctly 
instructed on presumption of validity and 
that defendant bore burden of proving inva- 
lidity by clear and convincing evidence, :and 
that it was necessary to consider scope and 
content of prior art, differences between 
prior art and claimed invention, level of ordi- 
nary skill in art, and objective criteria of rion-, 
obviousness, since instructions included ex- 
planation of principles to be applied, in 
determining obviousness when;inventior?)|s: 
combination of prior art components, and 
since instructions we;re correct in ia\Vvvtlior- 
ough, and clearly; stated. 

PATENTS 

2. Patentability/Validity — Obviousness — 
In general (§115.0901) 



Patent construction — Claims — In gener- 
al (§125.1301) 

Federal district court need not repeat or 
restate every claim term in order to comply 
with rule that claim construction is for court 
rather than jury, since claim construction is 
matter of resolution of disputed meanings 
and technical scope, to clarify and if neces- 
sary explain what patentee covered by 
claims, for use in determination of infringe- 
ment, rather than obligatory exercise ih 
redundancy; although claim construction 
-may occasionally be necessary in obvious- 
ness determinations, when nieaning or scope 
of technical terms and words of art is unclear ' 
and requires resolution in. order to determme 
obviousness, in present case none of rejected 
jury instructions concerning claim construc- 
tion was directed to, or has been reasonably 
shown to affect, determination of obviousness. 



PATENTS ' 

3, Patentability /Validity — Obviousness — 



In general (§115.0901) 



AND' 



JUDICIAL PRACTICE 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Federal district court did not tomniit prej- 
udicial error by providing dictionary' to jury 
during its deliberations in patent infringe- 
ment trial in which asserted claims were held 
invalid for obviousness, since district court 
explained in post trial opinion that jury in- 
struction to consider ordinary meaning of 
claim language, and general assumption that 
definitions of dictionary are common knowl- 
edge with which jury is charged, support 
provision of dictionary,, since , provision of 
dictionary to jury, although not favored, is 
not grounds for new trial, and since plaintiff 
has offered no specifics as to words- whose 
dictionary definitions may have adversely, 
affected verdict of obviousness, and no sug- , 
gestion that jury disregarded court's. instruc- 
tions on law of obviousness or plain meaning 
of terms used in claims and prior art. 

PATENTS ■ • 

4. Patentability/Validity — Obviousness — 
In general (§115.0901) 

Patent construction — Claims — In gener- 
al (§125.1301) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Jury trials (§410.42) 

Federal district court's rejection of pro- 
posed jury instructions directed to cpnstruc- 
tion of patent claims did not prejudice Jury's 
determination of obviousness, sirice district 
court is not required to parse claims for ji^ry 
in every case, whether or not there ijs issue; in 
material dispute as to meaning or scope of 
claims, since infringement plaintiff has not 
shown that there are unclear or ambiguous 
technical tei-ms or words of art or related 
aspects of claim scope whose * -construction" 
would negate verdict of obviousness,^ and has 
not explained how any reasonable claim con- 
struction it requested would have deprived . 
obviousness verdict of its support, and since 
trial court is not authorized to remove from 
jury factual findings underlying obviousness 
deternaination. 

Particular patents — General and me- 
chanical — Surgical clip application 

^, 084,057, Green, Bolanos, Young, 
McGarry, Heaton, and Ratcliff-, apparatus 
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and method for applying surgical clips in 
laparoscopic pr endoscopic procedures, judg- 
ment that claims 1, 2 and. 7 are invalid for 
obviousness affirmed. 

5,100,420, Green, Bolanos, Young, 
McGarry, Heaton, and Ratcliff, apparatus 
and method for applying surgical clips in 
laparoscopic or endoscopic procedures, judg- 
ment that claim 1, is invalid for obviousness 
affirmed. - , 



On remand from the U.S: Supreme Court. 
Action^ by United States Surgical Corp. 
against Ethicon Inc. arid Johnson & Johnson 
Hospital Services Inc. for patent" infringe- 
ment. The U.S. District Court for the Dis- 
trict of Connecticut entered judgment for 
defendants on jury verdicts that plaintiff's 
patent no, 5,100,420 is infringed but invalid 
for obviousness, and that plaintiffs patent 
no. 5,084,057 is not infringed and invalid for 
obviousness. On appeal, the U.S. Court of 
Appeals for the Federal Circuit affirmed 
without opinion pursuant to Fed.Cir.R. 36. 
Following grant of certiorari, the U.S. Su-' 
preme Court vacated that affirmance and 
remanded for further consideration in light 
of its decision in Markman v. Westview In- 
struments Inc. (38 USPQ2d 1461). On 're- 
mand, district court's judgment is affirmed 
on ground of invalidity, of patents in suit ; 
based on obviousness. 

William E. McDaniels, J. Alan Galbraith, 
and David S. Blatt, of Williknis & Connolly, 
Washington, D.Q; Basam E. Nabulsi, 
Thomas R. Bremer, and John C. Andres, 
Norwalk, Conn., for plaintiff-appellant. 

David F. Dobbins, Gregory L. Diskant, 
and Eugene M. Gelernter, of Pattei-son, 
Belknap, Webb & Tyler, New York, N.Y., 
for defendants/cross-appellants. 

Before Newman, circuit judge, Bennett, 
senior circuit judge, and Rader, circuit 
judge. 

Newman, j. ^ 

The court's prior judgment of this appeal ^ 
and cross-appeal was vacated by the. Su- 
preme Court and remanded "for further con- 
sideration in light Markman v:.Westview 

Instruments, Inc.,.517 U.S. (1996).'- 

U.S. Surgical Corp. v, Ethicon, Inc.,. 116 
Ct. 1562 (1996). Our prior judgment, af- 
firmed the judgment of the United States ; 
District. Court for the District of Connecti- 
cut,* entered on jury verdicts that claim 1 of 
— - m 

• U.S. Surgical Corp, v, Ethicon, Inc., No. 
5:92 CV 00134 (AVC), (D. Conn. Feb. 1 1. 1993 
(Summary Judgment); February 18, 1994 (Judg- ' 
ment Order); June 9, 1994 (Ruling on Post-trial 
Motions)). 



U.S. Surgical's United States Patent No 
5,100,420 (the '420 patent) is infringed but 
invalid for obviousness, and that claims 1, 2, 
and 7 of United States Patent No. 5,084,057 
(the '057 patent) -are not infringed and are 
- invalid for obviousness. The issue of inequi- 
table, conduct during patent prosecution was 
decided before trial, by summary judgment 
, in favor of U.S. Surgical. Each of U.S. Surgi- 
cal and Ethicon appealed the rulings adverse 
to it. After full briefing and oral argument 
this court entered judgment pursuant to Fed- 
eral Circuit Rule 36: 

Rule 36: Judgment of affirmance with- 
out opinion. — 

The court may enter a judgment of 
affirmance without opinion, citing this 
rule, when it determines that any of the 
following circumstances exist: 

(a) the judgment, decision or order of 
the trial court appealed from is based on 
findings that are not clearly erroneous; 

(b) the evidence in support of a jury 
verdict is sufficient; 

(c) summary judgment, directed ver- 
dict, or judgment on the pleadings is sup- 
ported by the record; 

(d) the decision of an administrative 
agency warrants affirmance under the 
standard of review in the statute authoriz- 
ing the petition for review; or 

- (e) a judgment or decision has been 
entered without an error of law; 

and an opinion would have no preceden- 
tial value. 

Appeals whose judgments are entered under 
Rule 36 receive the full consideration of the 
court, and are no less carefully decided than 
the cases in which we issue full opinions. The 
Rule permits the court to dispense with issu- 
ing an opinion that would have no preceden- 
tial value, when the circumstainces' of the 
Rule exist. See Taylor v. McKeithen, 407 . 
U.S. 191,- 194 n.4 (1972) ("We, of course, 
agree that the courts of appeals should have 
wide latitude in their decisions of whether or 
how to write opinions. That is especially true 
with respect to summary affirmances.") 

Seven weeks after this decision, reported 
at 48 F.3d 1237 (Fed. Cir. 1995) (Table), for 
which rehearing and rehearing en banc were 
denied, the Federal Circuit decided Mark- 
man V. Westview Instruments, Inc., 52 F.3d 
967, 34 USPQ2d 1321 (Fed. Cir. 1995) {en - 
banc). The Supreme Court granted certiora- 
ri in Markman and also upon U.S, Surgical's 
petition. After deciding the Markman ap^ 
peal, reported at 517 U.S. , 116S. Ct. 1384, 
38 USPQ2d 1461 (1996), the Court instruct- 
ed the Federal Circuit to give further consid- 
eration to U.S. Surgical's case in light of the 
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Court *s decision in Markman. We have done 
so. 

The judgment of the district court is af- 
firmed, on the ground of invalidity of the 
'420 and '057 patents, based on obviousness. 
We do not reach the issues of infringement 
and the conditional cross-appeal of the issue 
of inequitable conduct. See. Consolidated 
Aluminum Corp. v. Foseco Int'l Ltd., 910' 
F.2d 804, 814, 15 USPQ2d 1481, . 1489 
(1990) ("a party may defend a judgment *on 
any ground properly raised below' ") (citing 
Washington v. Yakima Indian Nation, 439 
U.S. 463, 476 n.20 (1979)); Lough v. Bruns- 
wick Corp., 86 F.3d 1 1 13, 1 123, 39 USPQ2d . 
1100, 1107 (Fed. Cir. 1996) ("No further 
public interest is served by our resolving an 
infringement question after a determination 
that the patent is invalid."). We now fully 
explain our decision. 

The U.S. Surgical Inventions 

The inventions clainied in the '420 patent 
and its dontinuation-in-part the '057 patent 
are for a surgical instrument for ligating 
blood vessels and other tissues during endo- 
scopic surgery, by applying multiple ligating 
clips in sequence. 

Endoscopic surgery is a procedure where- 
by instead of opening the abdomen or other 
body cavity by incision to provide open ac- 
cess to the surgical site, the surgery is per- 
formed by inserting the surgical instruments 
into the body through small tubes called 
trocars. The small size of the incisions that 
accommodate the trocars results in less tis- 
sue damage, less pain, and faster healing 
than for traditional open surgery. In per- 
forming endoscopic surgery the body cavity 
is inflated with a gas, called aninsufflating 
gas, to provide working space. For most 
procedures today a miniature video camera 
is used to televise the surgical site, the en- 
larged video imag;e appearing upon an exter- 



nal screen and guiding the surgeon or surgi- 
cal team in manipulating the instruments 
through the trocars. 

Endoscopic surgery was in somewhat lim- 
ited use for many years, having been used 
mostly for the ligation of fallopian tubes, the 
surgeon viewing the site through an eyepiece. 
Endoscopic procedures experienced rapid ex- 
pansion after about 1989, particularly for 
gallbladder removal. Witnesses disputed at 
trial whether the expansion was due to the 
development of the miniature video camera 
or the development of U.S. Surgical's endo- 
scopic multiple clip applier. 

During both endoscopic and open surgery, 
blood vessels may be closed and tissues 
clamped using small "U" shaped clamps, 
called ligating clips. Ligating clips are ap- 
plied by an instrument that positions the clip 
about the tissue or vessel to be secured and 
then compresses the clip. When initially de- 
veloped, ligating clip instruments were capa- 
ble of being loaded with only one clip at a 
time, and required reloading between each 
application. Then U.S. Surgical developed a; 
ligating clip applier for open surgical use 
that applied multiple clips in succession, 
without reloading the instrument. This in- 
strument, having the brand name "Premium , 
Surgiclip," is the subject of United States 
Patent No. 5,030,226 (the '226 patent), The 
Premium Surgiclip and the '226 patent are 
prior art to the '420 and '057 patents in suit, 
and were the subject of extensive testimony 
at trial. 

At trial witnesses explained the subse- 
quent development of the instrument of the 
patents in suit, a ligating clip applier. for 
endoscopic use that applies multiple clips in 
succession without withdrawing and reload- 
ing the instrument. U.S. Surgical's instru- 
ment, having the brand name EndoClip, was 
the first multiple clip applier for endoscopic . 
use. The instrument is depicted in the '420 
patent as follows: 




Fig. 1 of '420 patent. 
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The instrument is depicted in the '057 patent 
with a different handle, as follows: 




:,:Fig. 1 of '057 patent. 



It is seen that these instruments have ah 
elongated shank that holds the ligating clips 
and is shaped for endoscopic use through a 
trocar. After insertion into the body cavity a 
clip is pushed into position in the jaws using 
controls on the handle^ and the clip is applied 
to the tissue to be ligated by closing the jaws 
using controls on the handle. The jaws are 
then opened and the next clip is pushed; into 
position. Thus successive clips may be ap- 
plied without withdrawing the instrument 
from within the body. " 

Claim 1 : of the '420 patent is directed to 
the combination of the trocar and the clip 
applier, each component having defined limi- 
tations. Claim 1 is the only '420 patent claim 
in suit: ' 
1. In combination: 

a) a trocar having a cannula, and valve 
means for sealing said cannula, said can- 
nula being adapted for entry into a body 
cavity; 

b) an endoscopic clip applier having:. 

i) a frame;" 

ii) an endoscopic portion defining a lon- 
gitudinal axis and extending distally from 
said frame, said endoscopic portion being 
insertable into said cannula through said 
valve means in sealing engagement there-' 
with, said endoscopic portion further in- 
cluding a plurality of surgical clips dis- 
posed in an array and clip closing means 
for sequentially closing said surgical clips; 
and 

iii) seal means associated and adapted 
to cooperate with at least one of said 
endoscopic portion and said frame to ob- 
struct passage of gaseous media from the 
body cavity. 

Claim 1, the broadest claim of the- '057 
patent, also describes the endoscopic appara- 
tus as compc/sing several elements. The 
claim elements are defined in terms of their 
function, as provided in 35 U.S.C. §112 ^6: 
1. An apparatus for endoscopic applica- 
tion of surgical clips to body tissue which 
comprises: 



a) frame means; 

b) endoscopic means connected to said . 
frame means of generally elongated con- 
figuration and extending distally from 
said frame means and including: 

i) means for storing a plurality of surgi- 
cal clips; 

ii) means for individually advancing 
said clips to the distal portion of said 
endoscopic means for positioning adjacent 
the body tissue to be. clipped; 

iii) means for at least partially closing 
said clip at least sufficient to grip the body 

. tissue after the clip has been advanced 
distally to said distal portion of said endos- 
copic means; and 

iv) gaseous sealing means. 

Claim 2 of the '057 patent specifies the use 
of silicon grease as the gaseous sealing means 
of clause iv, and claim 7 is directed to a 
disposable device as in claim 1 . 

Ethicbn's defense that the claims are in- 
valid for obviousness was . based on the 
ground that U.S. Surgical had merely adapt- 
ed to endoscopic use its own, prior art multi- 
ple clip applier, the Premium Surgiclip of the 
'226 patent, by known and routine adapta- 
tion, Thus Ethicon presented evidence and 
argument that U.S. Surgical had simply 
elongated the body of its prior art multiple 
clip applier so that it could be used through a 
trocar, with a sealing means to prevent es- 
cape of the insufflating gas through the tro- 
car. Ethicon adduced extensive evidence that 
such adaptation was well known to persons of 
ordinary skill in the field of endoscopic in- 
struments. U.S. Surgical countered with. evi- 
dence and argunient to the contrary. 

The jury held, by special verdicts, that the 
claims in suit were invalid for obviousness. 
On appellate review, we. determine whether, 
on correct instructions of law, there was 
substantial evidence whereby a reasonable 
jury could have reached the verdict reached 
by this jury. See Litton Sys., Inc. v. Honey- 
well, Inc., 87 F.3d 1559, 1566, 39 USPQ2d 
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1321, 1324 (Fed, Cir. 1996) ("Substantial 
evidence describes that minimum quantum 
of evidence from which a jury, might reason- 
ably afford relief."); Festo/Corp. v. Sho- 
ketsu Kinzoku Kogyo Kdbushiki Co., 72 
F.3d 857, 862, 37 USPQ2d.ll61, 1 163 (Fed,. 
Cir. 1995) ("Substantial evidence is such 
relevant evidence, on the record as a whole, 
as could be accepted by a reasonable mind as 
adequate, to support the verdict.") Conflict- 
ing evidence and argument must be vifewed 
as resolved favorably to thd party in whose 
favor the jury found. The reviewing:, court 
must give appropriate deference to the jury's 
choices in weighing the evidence, in deciding 
between opposing positions, and in drawing 
factual inferences. Richardson v, Suzuki 
Motor Co., 868 F.2d 1226, 9 USPQ2d 1913 
(Fed. Cir. 1989) (" 'the appellate court's 
function is exhausted when that evidentiary 
basis [of the jury's verdict] becomes appar- 
ent, it being immaterial that the court might 
draw a contrary inference or feel that- an- 
other conclusion is more reasonable.'") 
{^woiing Lavender V. Kurn, 327 U,S: .645, 
653 (1946)); Medtronic, Inc. v. Intermedics 
Inc., 799 F.ld 734, 742, 230 USPQ 641, 646 
(Fed. Cir. 1986), cert, denied, 479 U.S. 1033^ 
(1987). 

The Prior Art 

As we have remarked, Ethicon 's position 
was that U.S. Surgical had simply elongated 
its prior, art multiple ligating instrument so 
that it coujd be inserted through a trocar, 
and used known endoscopic sealing mecha- 
nisms to inhibit escape of the insufflating gas 
through the trocar. Expert. witnesses testified 
that these modifications were well known to 
persons of ordinary skill in the art of endo- 
scopic instruments. The witnesses presented 
several prior art patents, and exhibited many 
actual instruments," all having the common 
endoscopic characteristics of an elongated 
body and scalable engagement with . the 
trocar. 

The district court mentioned, in the opin- 
ion accompanying the denial of post-trial 
motions, that U.S. Surgical's technical ex- 
pert testified that there were approximately 
forty different prior art multiple clip appliers 
for conventional open surgery! He testified 
that at least four of them — the Premium 
Surgiclip of the '226 patent arid the multiple 
clip appliers shown in the Montgomery pat- 
ent, the Peters patent, and the Lachakar 
patent — emljpdied all of the elements of the 
'420/'057 claims except for the. elongated 
body and sealing means. He testifiedlhat an 
elongated body and sealing nieans are char- 
acteristics of all endoscopic surgical instru- 



ments. In evidence were a variety of actual 
instruments for endoscopic surgery, all hav- 
ing these characteristics. These endoscopic 
instruments included graspers, scissors, dis- 
sectors, and. isingle clip appliers. AH had an 
elongated body and were adapted for sealing 
engagement with the trocar. - 

Also in evidence were references describ- 
ing prior endoscopic devices for the applica- 
tion of multiple fasteners other than ligating 
clips, U.S. Patent No.- 3,870,048 to Yoon 
showed an applier for multiple elastic rings 
for ligating fallopian tubes, stating that "[i]t 
is possible to load suture ring clips within the 
applicator in end-to-end series fashion. . . . 
This permits a number of clips to be applied 
during a procedure without the need of hav- 
ing to withdraw the applicator from the 
surgical field in- order to load another clip 
into the applicator." -; U.S. Patent No. 
4,226,239 to Polk also showed an instrument 
for endoscopic application of multiple ligat- 
ing rings. The prior art also included at least 
one endoscopic multiple staple applier. Pat- 
ent No, 4,944,443" to Oddsen. All of the' 
endoscopic instruments for applying multi- 
ple fasteners had the common characteristics^ 
of elongation for use through a trocar, and 
most were sealed against escape of the gas- 
through the trocar. Several references " 
showed the use of silicon grease, as specified 
in claim 2 of the '057 patent, or valves, as 
specified in claim 1 of the '420 patent, to . 
maintain the seal. ■ 

The testimony of U.S. Surgical's technical 
expert that the elongated body and the seal 
are common characteristics of endoscopic 
instruments was described by Ethicon as a 
concession of great weight: This evidence 
was stressed at trial, as Ethicon pressed its 
argument that U.S. Surgical had simply 
adapted its '226 patent multiple clip applier 
for endoscopic use, and that it was obvious to 
do so, pointing to many other instruments 
that had been adapted in the same way. U.S. 
Surgical points out that this same expert and 
several other expert witnesses testified about 
the difl[iculties of designing the /420/'057 
endoscopic multiple clip appher and the time 
and cost involved. We take note of the con- 
flicting testimony and the opposing expert 
opinions of witnesses for these parties, and of 
the lengthy explorations by these witnesses 
of this technology and the.develbpment and 
characteristics of these surgical instruments. 

In comparing the '420/'057 instruments 
with the prior art instruments, Ethicon 's pat- 
ent expert testified that the prior art '226 
patent was the closest. prior art and that the 
relevant elements of the structure of the '226 
patent "were adopted into the subject matter 
of the '057 and '420 patent applications." 
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Ethicon's technical expert pointed out to the , jaws, the grooves in f-e of. the j^^^^^^^^ 



jury all of the similarities of the structure 
and mechanisms between the device of the 
'226 patent and the '420/'057 patents; He 
pointed to the jaws to hold the chp^ the 
pusher for advancing a stored clip to the 



receive the clip, and the mechanism for clos- 
ing the clip about the tissue to be ligated. 
The drawings of the jaws in the '226 patent 
and in the '420/'057 patents show this 
similarity: 



F/a/so 





Fig 9 of 226 Patent 

Witnesses testified' that the operation of .the 
'226 instrument and the '420/ '057 patents 
was essentially the- same. It was explained 
that in both the '226 and the '420/'057 
instruments the jaw blade, clip carrier, and - 
pusher bar are all enclosed in a channel 
assembly from which the jaws protrude at 
the end. In the '226 patent the applicator is 
described in the. Abstract as: 

The surgical clip applicator has a -pusher 
bar which positions the foremost clip from 
a clip carrier into a ready-to-fire position 
^between the jaws prior to squeezing of the 
handles together. When the applicator is 
fired, the previously positioned : surgical 
clip can be crimped about a vessel and 
when the jaws are released, a new clip is 
placed between the jaws for the ' next fir- 
ing. A channel assembly. moves over the 
jaws to close the jaws while the pusher bar 



Fig 19a of 420 Patent 



is retracted into the clip carrier for deliver- 
ing the foremost cUp from the carrier upon 
release of the handles. 
Referring to Fig. 4 of the '226 patent, it was 
explained at trial that the pusher bar (35), 
moves a clip (33) into the channels in the 
faces of the jaws (25). When a dip is m the 
jaws and the handles are closed, the external 
channel (38) moves forward over the beveled 
portion of the jaws, which, by virtue of the^ir 
beveled shape, are squeezed together by the 
external channel, thus closing the clip. At the 
same time, the pusher bar moves back to 
engage the next clip in line. When the handle 
is released the channel withdraws, the jaws 
open and release the clipped tissue, and the 
pusher bar moves forward, positioning the 
next clip into the jaws. The operating compo- 
nents are shown in the patent as follows: 




Fig 4 of 226 Patent 
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shape, are squeezed together by the 
1 channel, thus closing the clip. At the 
me, the pusher bar nioves back to 
the next clip in line. When the handle 
sed the channel withdraws, the jaws 
id release the clipped tissue, and the 
bar moves forward, positioning, the 
3 into the jaws. The operating compo- 
:e shown in the patent as follows: 



In the '226 patent , the clip carrier is de- 
scribed as "an; elongated channel having a; 
pair of side walls or rails between which the; 
clips are slidably guided, a . pusher, which | 
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slides between, the rails, and a spring for 
biasing the pusher in the forward direction." 
Col. 4, lines 45-54. The corresponding assem- 
bly, shown in Fig. 18 of the '420 patent, was 
the subject of comparative testimony: 




Fig 18 of 420 Patent 



It was explained that the puisher bar (143) 
moves a ligating clip (138). into the. channels 
in the faces of the jaws (135-b). When a clip 
is in the jaws and the handles are closed, the; 
external channel (133) moyes; forward over 
the beveled portion of the jaws, squeezing 
them together and closing the clip. 

To counter this evidence of similarity,. 
U.S. Surgical witnesses testified that the 
'420/'057 instrument was iiot a routine ad- 
aptation of a prior instrument, and stressed 
the long development time/and engineering 
difficulties involved in the conversion of the 
'226 device to endoscopic use. Ethicon chal- 
lenged these arguments and their factual 
basis'pn cross-examination, and elicited testi- 
mony that the developmeht time related prU 
marily to unclaimed features, of the -handle. 

There was testimony about, the. seal -arid ' 
how it was achieved. In its infringeriient.caseV 
U.S. Surgical argued, that "valve means" in 
the '42(3 patent included any known means, 
for sealing the clip applier in the trocar^ 
including valves and gaskets. U.S. Surgical 
argued at trial as stated in its proposed jury 
instruction construing this term tor infringe- 
ment purposes: - 
The structure for performing this [valve . 
means] function includes all such struc- 
tures contained in trocairs known in the art; 
at the.J^mei the '420 Patent Application 
was filed. . \ 

U.S. Siirgical presented testinipny to this 
effect at trial, thus providing substantial ba- 



sis for the jury to find that the "valve means", 
of the '420 patent was known in the prior art. . 
U.S. Surgical does not now dispute that the 

, "valve means" of its .'420 patent is found in 
prior art endoscopic instruments. . 

Jn the course of the extensive explanation 
and comparisons at trial of the prior art 
devices and the '420/ '057 devices, there was., 
no dispute concerning the content of the 
references .or the structures that they de-..- 
scribed. There was no dispute concerning the 
structures described injhe '420/'O57 pat-,. 
entSi or concerning the meaning of technical 
terms or words of art as used in. the prior art . 
or in the. patents in suit.; The jury was in- ; 
structed that the technical-terms had their 
plain meaning, as the district court' men- 
tioned in its opinion on the post-trial motions. 

^U.S. Surgical did not proffer a . particular . 
"cbnstruction" of technical terms in order to 
distinguish the claimed inventions. from prior. . 
art devices. Neither party departed from the, 
plain meaning of the words that were used in 
the claims and in the specifications, and in. 
the prior art;: Although U.S. Surgical has- 
raised on this appeal the issue of "claim 
construction,!' as we shall discuss /?05?, there, 
was no argument at trial as to the meaning of . 

I technical , terms or words of art insofar as 
they .concern the determination of obvious- 

. ness.. . / ; 

There was opinio.n evidence on both sides 

j of the question of obviousness. We turn to 

} the objective factors; for as the district court 

1 instructed the jury, such evidence must be 
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considered in the determination of obvious- 
ness: ■ ' ■ * ■ ■'■ ■ — ■ ■ 

Objective Factors ^ 

Objective factors assist in understanding 
how the invention was viewed in its field of 
endeavor, and provide an Important practical 
guide to the decisionmaker. It was explained 
to the jury that the context in which the 
invention arose and its reception in the mar- 
ketplace are indicia .of unobviousness, and 
must be considered. 

Witnesses for U.S. SurgicaL testified that 
the EndoClip, a commercial embodiment of 
the '420/'057 patents, had revolutionized 
endoscopic surgery and made endoscopic 
gall bladder removal possible. Its commer- 
cial success was emphasized, and it was 
stressed that the EndoClip was the first ahd 
for some years the, only endoscopic multiple^ 
chp applier on the market. U.S. Surgical 
pointed out that the most relevant prior art, 
viz. single clip appliers for endoscopic sur- 
gery and multiple clip appliers for open sur- 
gery, had existed for more than a decade 
before U.S. Surgical produced the EndoGIip 
for endoscopic surgery. U.S. Surgicar pre- 
sented evidence of the rapid acceptance and 
adoption of new endoscopic procedures, 
based on its new multiple clip applier. • - 

Witnesses for Ethicon. testified that the 
growth of endoscopic surgery was due to the 
miniature video camera, not the multiple clip 
applier. They testified that before a tiny 
camera was available, to televise images of 
the abdominal cavity, whereby a team of 
surgeons could operate with a common view 
of the surgical field, endoscopic surgery was 
largely limited to ligation of fallopian tubeSj 
a simple procedure performed by a surgeon 
peering through an eyepiece. According to 
Ethicon, U.S. Surgical's EndoClip was de- 
veloped for and had its only uise for tubal 
ligation, and its later commercial growth was 
due to the sheer luck of being on the market 
when endoscopic surgery underwent its rapid 
expansion upon the capability of televising 
from inside the body. 

Thus U.S.- Surgical characterized - its 
[420/ '05 7 multiple clip applier as a pioneerri 
ing advance in the field of endoscopic sur- 
gery, while Ethicon described the '420/'05T 
instrument as an obvious adaptation of a 
prior art multiple clip applier, whose comr. 
mercial success was due to unrelated factors.' 
These conflicting arguments were fully pre- - 
sented at trial. -^Vitnesses, including sur- 
geons, supported both sides. The jury was 
presented with questions of credibility and 
weight as well as factual disputes, as the jiiry 
decided whether the inventions of the claims - 



in suit would have been obvious to a person of 
ordinary, skill in thefield of the invention at 
the time the invention was made. Although 
there, were indeed questions of credibility 
and weight of evidence, the jury was not 
required to choose between alternative 
meanings of technical terms or words of art, 
or decide the scope of the claims, in deciding 
the question of obviousness. The factual find- 
ings of the scope and content of the prior art, 
the differences between the prior art and the 
claimed invention, the level of ordinary skill 
in the field of the invention; and the objective 
considerations, did .not . require "const^ruc- 
tion" of these claims; as set forth in" the 
Markman decisions of the . Federal Circuit 
and the Supreme Court: 

In reviewing the jury verdict of obvious- 
ness, we review whether the jury was correct- 
ly instructed on the law, and whether there 
was substantial evidence whereby a reason- 
able jury could have reached its verdict upon 
application of the correct law to the facts, 
Railroad Dynamics, Inc. v. A. Stucki Co., 
121, F. 2d 1506, 1512, 220 USPQ 929, 935-36 
(Fed. Cir.), cert, denied, 469 U.S. 871 
(1984), recognizing that invalidity must be 
proved by clear arid convincing evidence. 
Perkin-Elmer Corp. vy Computer vis ion 
Corp.- 732 F.2d 888, 893, 221 USPQ 669, 
673 (Fed. Cir. 1984). Thus - we turn to the 
law, as presented at trial and as instructed by 
the trial judge. = 

The Jury instructions 

Jury instructions are reviewed for correct- 
ness, with due attention to, their clarity, ob- 
jectivity, and. adequacy, taken as a whole. 
See Brooktree Corp. v. Advanced Micro De- 
vices, //ic, 977 F.2d 1555, 1570, 24 USPQ2d 
1401, 1411 (Fed.; Cir. 1992) ("The correct- 
ness of a jury instruction . , , is reviewed on 
appeal to determine whether, on the whole, 
the jury instructions were adequate to ensure 
that the jury fully understood the legal issues 
for each element of the case."); Trademark 
Research Corp. v. Maxwell Online, Inc., 995 
F.2d 326, 339 (2d Cir. 1993) ("A trial 
court's improper charge constitutes revers- 
ible error only *when jury instructions, taken 
as a whole, give the jury a misleading impres- 
sion or inadequate understanding of the 
law.' ") (quoting Carve! Corp^ v. Diversified 
Management Group, Inc., 930 F;2d 228, 232 
(2d Cir. 1991)). 

[1] The jury was correctly instructed on 
the presumption of validity, and that Ethicon 
bore the burden of proving invalidity by clear 
and convincing evidence. The jury was cor- 
rectly instructed that in determining wheth- 
er the inventions of the '420 and '057 patents 
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would have been obvious to a person of 
ry skill In the field. of the, invention at- 
le the invention was made. Although 
were indeed questions of credibility 
eight of evidence, , the jury was not 
Jd to choose between alternative 
igs of technical terms or words of art, 
de the scope of the claims, in deciding 
;stion of obviousness. The factual find- 
the scope and content of the prior art, 
erences between the prior art and the 
i invention, the level of ordinary skill 
ield of the invention; and the objective 
nations, did , not . require "construc- 
)f these claims as set forth in the 
tan decisions of the Federal Circuit 
; Supreme Court. 

;viewing the jury verdict of obvious- 
: review whether the jury was correct- 
ucted on the law, and whether there 
jstantial evidence whereby- a reason- 
•y could have reached its verdict upon 
tion of the correct law to the facts, 
id Dynamics, Inc, v. A, Stucki Co,, 
d 1506, 1512, 220 USPQ 929, 935-36 
rir.), cert, denied, 469 U.S. 871 
recognizing that invalidity must be 
by clear arid convincing evidence. 
Elmer Corp. v.- Computervision 
m F.2d 888, 893, 221 USPQ 669, 
:d: Cir. 1984). Thus we turn to the 
)resented at trial and as instructed by 
judge. . 

y Instructions 

nstructipns are reviewed for correct- 
th due attention to their clarity, ob- 
, and, adequacy, taken as a whole. 
:>ktree Corp. v. Advanced Micro De- 
:„ 977 F.2d 1555, 1570, 24 USPQ2d 
•11 (Fed. Cir. 1992) ("The correct- 
i jury instruction , , . is reviewed on 
p determine whether, on the whole, 
instructions were adequate to ensure 
jury fully understood the legal issues 
element of the case."); Trademark 

1 Corp. v; Maxwell Online, Inc., 995 
6, 339 (2d Cir: 1993) ("A trial 
oiproper charge constitutes revers- 
' only Vhen jury instructions, taken 
e, give the jury a misleading impres- 
inadequate understanding of the 
quoting Carvel Corp. v. Diversified 
nent Group, Inc., 930 F.2d 228, 232 
1991)). 

2 jury was correctly instructed on 
mption of validity, and that Ethicon 
mrden of proving invalidity by clear 
incing evidence. The jury was cor- 
tructed that in determining wheth- 
entions of thie '420 and '057 patents 
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were invalid based on :Obviousness, it was 
necessary to consider the scope- and content 
. of the prior art, the difFerences between the 
prior art and the claimed invention, the leyel 
of ordinary skill in. the art, andi'the objective 
criteria of unobviousness. The court correct- 
ly explained the Graham factors. See Gra^ 
ham. V. John Deere Ca^ 383 U:S.. 1; 1,48 
USPQ^459 (1966). For example, in; deter- 
mining" the level of ordinary skill in the art 
the jury was instructed to consider ■ 

evidence submitted by the parties to' show: 

One, the educational level of active 
workers in the field; : 

Two, the types of problems encountered 
in the art; : 

Three, the nature of the prior art solu- 
tions to those problems; ; • 

Four, the activities of others; ; 

Five, the rapidity with which innova- 
tions are made in the art; .:\ 

And six, the sophistication of the tech- 
nology involved. 

The jury instructions included explanation 
of the principles to be applied in determining 
obviousness when the invention is a combina- 
tion of prior art components. The court in-^ 
structed that the prior art must: show not 
only all of the elements of the claimed conibi^ 
nation, but must contain some "teaching,' 
suggestion or incentive" to a person of ordi- 
nary skill to combine the known elements in* 
the way that U.S. Surgical combined them: 
In order to prove obviousness, the defen- 
dants must prove, again by clear and con- 
vincing evidence, that one of ordinary skill; 
in the art would have found in the prior art 
references sonie teaching, suggestion or 
incentive to conibine the prior art refer- 
ences in the way that U.S. Surgical did in 
its invention. ; / ^ / ' ^ ' 

The jury instructions stressed' that the p^^ 
art, to be invalidating, . must sufficiently 
teach or direct a person of ordinary skill how 
to obtain the result reached by the patentee: 
Additionally, if you do find a teaching in 
the prior art that would motivate one of 
ordinary skill in the prior art. to make the 
clip applier claimed in the '057 and .'420 
patents, you must also determine whether 
there was sufficient teaching or direction 
in the prior art of how to obtain or. build 
the claimed clip applier isuch that a persiDn 
of ordinary skill in the art would have a 
reasonable likelihood of success in makiiig 
the invention. In other words, in order to 
find (ilDviousness, you must find not only 
that the prior art would teach one of ordi- 
nary skill to try the combination of known 
elements, but also that the prior art would 



suflSciently teach or direct one of ordinary 
skill how to obtain the desired "result. 
The jury was instructed that in. determining 
obviousness it was to consider the claim as a 
whole, and that it did not suflftce if the 
individual elements of the invention were 
known in the prior art: " . ^ 

The reason you must consider the claim as 
a whole is because there is no dispute that 
U.S. Surgicars invention is comprised of 
individual elements \yhich were known in 
the prior art. The fact that U.Sv Surgical's 
inventions incorporate or combine ele- 
ments already known in the prior art does 
not render its patents invalid. Patents can 
be granted on devices that contain a com- 
bihatioh of various elements that are well 
: known in the prior art. U.S. Surgical's 
claim is that it invented the combination 
of those. elements for the first time in the 
endoscopic multiple clip applier claimed in 
the patents in suit; 
The instructions on the law of obviousness 
occupied eight pages of trial transcript. They 
were correct in law, thorough, and clearly 
stated. U.S. Surgical now argues that other 
instructions that it requested should also 
have been given, and that their oniissibn 
requires a new trial. The district, court ex- 
plained its denial of these requests in its 
opinion on the post-trial motions. 

U.S. Surgical had.requested that the court 
read to the jiiry the sentence of 35 U.S.C. 
§103(a) that states: "Patentability shall not 
be negatived by the manner in which the 
invention was made," accompanied by the 
instruction that the jury should give no 
weight to Ethicon's evidence of "how long or 
short a time it took to make [the invention] " 
arid "how obvious U.S. Surgical-s invention 
riiay have seemed to U.S. Siirgical's own 
inventors." The court denied the request. We 
do not discern reversible error in this denial, 
for the rejected instruction was encompassed 
in the instructions that were given, was the 
subject of expert testimony, and was includ- 
ed in the argument. The court did. not com- 
mit error in denying an instruction that gave 
weight to one of the several aspects that were 
before the jury^ and was reasonably viewed 
as. cumulative in the context of the instruc- 
tions that were given. , : : 
IJ:S. Surgical also requested an instruc- 
tion that the '226 patent was cumulative 
prior art and thus did not have to be cited to 
the patent examiner. In its pre-trial consider- 
ation of the issue of inequitable conduct the , 
court, through a special master, had conclud- 
ed that the .'226 patent was cumulative in the 
circumstances and on the law that then ap- 
plied in the examination of patents. What- 
ever the relevance of this point to the issue of 
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inequitable conduct, which had been decided 
in favor of U.S. Surgical, the '226 patent was 
correctly treated as prior art in this litiga- 
tion. The denial of this instruction is hot 
grounds for a new trial. 

U.S. Surgical also requested the instruc- 
tion that even if the jury found the absence of 
the secondary consideration of long-felt 
need, that was "in no way suggestive of 
obviousness or invalidity." The instruction 
that was given on the secondary consider- 
ations was: . 

In making these three determinations 
[the Graham factors] you must also con- 
sider other surrounding circumstances 
which are called secondary corisiderations. 
These include: 

One, whether the alleged invention was 
commercially successful; 

Two, whether the alleged invention sat- 
isfied a long-felt need in the' art; 

Three, whether others were unsuccess- 
ful in making the alleged invention; . 
; Four, whether the alleged invention was 
copied by others in the art; - 
Five, whether the alleged invention re- 
ceived praise from others in the art; , ., 
Six,. whether the alleged invention.de- 
. parted from other, principles of the ai;t; ■ . 
In order to determine that secondary 
considerations such as commercial success 
are evidence of non-obviousness, there 
must be a causal connection between the 
. patented features of the invention and the 
commercial success of the device. If com- 
mercial success is attributable to the pat-: 
ented features, then it is evidence of 
non-obviousness. : / : 

U.S. Surgical's requested instruction con^: 
cerhing long-felt need related to the weight, 
to be given to a fact. whose existence, and 
significance, was disputed at trial. The issue 
of the objective factors was .complex and 
hard-fought at trial, leaving' areas of dispute, 
weight, and perhaps credibility. We discern: 
no error in the court's refusal to comment:on 
a specific aspect, having instructed the jury; 
on all aspects. : 

U.S. Surgical also requested the instruc- 
tion that prior art that teaches away from the 
patented invention is evidence of nonobvious- 
ness. That subject was comprehended in the 
above-quoted instruction that the jury ishould 
consider "Six, whether the alleged invention 
departed from other grinciples of the art," an 
argument whose substance had been debated 
at trial. The refusal of this instruction, in 
light of the full instructions that were given,^ 
is not grounds for a new trial. 

U.S. Surgical also states that the district 
court should have given a curative instruc- 



tion to counter Ethicon's suggestion that the 
patents in suit improperly hindered competi- 
tion; The record shows Ethicon's persistent 
and- improper innuendos: However, U.S. 
Surgical reasonably countered this aspect 
with evidence and argument concerning the 
purpose of the patent system.; Review of the 
record leads lis. to conclude, as apparently 
did the district court, that this tactic did not 
prejudice the outcome; See City of New 
York V. Pullman, Inc.] 662 F.2d 910, 917 (2d 
Cir. 1981) ("The district court is not.obliged . 
to charge every contentipii made by the par- 
ties at trial, as long as the charge itself, taken 
as a whole, is fundamentally fair.") (cita- 
tions omitted); certJ denied, 454. U.S. 1164 
(1982). The denial of these instructions (and 
others offered by both sides) was not a mis- 
carriage of justice, and does" not establish 
reversible error or grounds for a new trial. 

U.S. Surgical also argued that its request- 
ed instructions construing the claims should 
have been given, and that the absence of 
"claim construction" by the district court 
required a new trial. In accordance with the 
Court's remand for further consideration in 
light of Markman,.^^ have again reviewed 
the ' requested instructions to determine 
whether any instructions that were improp- 
erly refused could reasonably have preju- 
diced the jury's verdict of invalidity. 

In evaluating the refused instructions, we 
look first at the instructions , on claim con- 
struction that were given.- The issue was 
interpretation of these means-plus-f unction 
claims and their application to find if there 
was infringement by ' the Ethicon devices. 
The district court instructed the jury how to 
interpret meansTplus-function claim ele- 
ments, and how to apply , these claim ele- 
ments to the accused devices, as follows: 
Now, in interpreting the means plus 
function claim elements, you must deter- 
mine the following: . ^ . 
. One, \yhat function is called for by the 
claim element, and . . 

Two, \yhat structure, or nieans, is de- 
scribed in the . patent \ specifications for 
perforinirig the stated function. 

A nieans plus function, claim is only 
infringed if: ' . 

One, the function of the accused, device 
is identical to;the function disclosed in the 
claim element of the' pk tent; and . 

Two, the structure \yhich per fornis that 
function in the accused device is the same 
as, or the equivalent' of, the structure de- 
scribed in the patent specifications. 

The second of. these two steps requires 
you to determine whether the accused de- 
vice includes the same structure as de- 
scribed in the patent or its equivalent. You 
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may determine that a structure in the 
Ethicon device is equivalent if you deter- 
mine that a person of ordinary skill in the 
art would consider the structure found, in 
the accused device an insubstantial 
change from the structure disclosed in the 
patent specification. 
This aspect did not . concero, or determine, 
validity in this case. However, U.S. Surgical 
states that Markman requires the trial judge 
to perform the first portion of this instruc- 
tion, that is, to determine the function and 
the structure or- means that perfornis; the 
function, and to give a detailed technical 
analysis for the infringement portion of the 
instruction; and that failure to do so fatally 
flawed the trial. 

For example, U.S. Surgical requested 
instructions for the first element of claim 1. of 
the '057 patent, starting with the following 
proposed claim construction: - 

Clause i) of claim element lb), reads 
"means for storing a plurality of surgical 
clips." This is a means-plus-function claim 
element. The stated function, as I inter- 
pret it, is to store a plurality of surgical 
clips. 

We observe that this part of the proposed 
claim construction merely repeats the. words 
of the claim. The requested instruction then 
told the jury what structure was described in 
the patent specification for performing this 
function; 

Th& structure or means disclosed - in the 
patent specification for performing this 
function is a clip track which holds an 
array of surgical clips and a spring to bias 
the clips toward the distalor far end of the 
instrument. 
This information from the specification re- 
solved no dispute, for there was none. Next, 
the requested instruction told the jury how to 
find infringement:, the same instruction as in 
the general jury instruction that was actually 
given, quoted 5i/pra, but now drawn specifi- 
cally to this claim- element: . 

In order to find that, this claim element of 
the '057 patent has been met, you^must 
first find that defendants' accused devices 
perform the function of storing a plurality 
of clips. Then you must find- that, the 
defendants' accused devices have a clip 
track which holds an array oif surgical 
clips and a spring to bias the clips toward 
the distal or far end of the instrument, or 
equivalent structure, which performs this 
function. ' . , 

This text, again, repeated the function in the 
same wordS as in the claim, and repeated the 
undisputed description in the. specification. 
The requested instruction then stated thiat if 
the accused devices perform this function. 



using the described means or an, equivalent 
means, there is infringement. That is the 
same instruction as in the general jnstruction 
that was actually given, but made specific to 
this claim element. We doubt that Markman 
requires the trial judge to instruct as. to an 
undisputed "claim construction" for every 
term, by simply parroting the words, of the 
claim and then repeating the rule concerning 
infringement of means-pjus-function claims. ^ 
Markman explicitly recognized that the ap- 
plication of the. claim to the accused device 
was for the jury. Indeed, Ethicon objected to 
this instruction as an improper .attempt to 
direct the jury findings of infringement. 

Similar instructions were proffered for the 
other claim elements. Another rejected in- 
struction started with a similar repetition of 
the words of the .claim as "interpreted" by 
the. judge, and an undisputed restatement of 
what these words mean: 
The final clause of claim element b) ii) 
calls for "clip closing means for sequen- 
tially closing said surgical clips." This is a 
' means-plus-function claim element, The 
stated function of this particular means- 
-plus-funbtioh claim element is "sequen- 
tially clbsing said surgical clips." I inter- 
pret this' to mean the closing of surgical 
clips one at a time and one after the other. 
In the infringement trial, the issue was not 
the definition of "sequentially," butthe equi- 
valency of the means that was described in 
the specification with the means that was 
used in^ the accused device, and issues con- 
cerning the clip advancing means. These 
aspects do hot relate to obviousness, but to 
infringement. The additional text of this pro- 
posed instruction was objected to on its mer- 
its by Ethicon as an incorrect application of 
the law of 35 U.S.C. §112116, However, this 
aspect raised no disputed: issues' with respect 
to the determination of obviousness in view 
of the prior art. The dispute concerning the 
requested instructions related not to the 
prior art, but to the accused Ethicon devices,. 

Following is another claim element whose 
proffered "interpretation" was to repeat the 
words of the claim: 

. Claim element a) calls for a trocar having 
a cannula with valve means for sealing the 
cannula. The claim element "valve means 
-for. sealing said cannula" is a means-plus- • 
/. function claim .element. The stated func- 
. , tion, as I interpret it, is to seal the cannula. 
There were infringement disputes concern- 
ing the valve means, and there was much 
debate at trial concerning the scope of this 
claim element as applied to Ethicon's de-: 
vices. U.S. Surgical requested the instrup- 
tion that the "valve means" includes and is 
infringed by. all prior art valves and gaskets 
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and any other known structures for sealing 
the cannula: 

. The structure for performing this function 
includes all such structures contained in 
trocars known in the art at the time the 
.'420 Patent Application was filed. Such 
. trocars contain structures both to seal the 
cannula when, no instrument is in the can- 
nula, such as a flapper-type valve^ and 
, structures which form a seal between the 
instrument and the cannula when an in- 
strument is inserted in the cannula, such 
as a gasket. The flapper valve may engage 
the gasket, as in the U.S. Surgical Surgi- 
port Trocar, or be separate from the gas- 
ket, as in reusable instruments that were 
known at the time the '420 Patent Appli- 
cation was filed. Therefore, if you find 
that the Ethicon Endopath Trocar is a 
trocar having the saine or equivalent struc- 
ture to the structures I have just described, 
then the accused devices satisfy claim ele- 
ment a) of Claim 1 of the '420 Patent: 
We referred 5upra to this requested instruc- 
tion, for it makes clear that validity of the 
U.S. Surgical patents was not grounded on 
asserted unobviousness of. the valve means, 
and that a reasonable jury could have so 
found. The district court had left to. the jury 
the issue of breadth of the .valve means as it 
aff'ected infringement, for Ethicon had vigor- 
ously objected to this instruction as prejudg- 
ing the finding of infringement. In his post- 
-trial opinion, the district judge expressed the 
view that the jury had accepted U.S. Surgi- 
cal's construction of the valve means since it 
found infringement of the '420 patent claim. 
We do not reach the issue of infringement. 
However, whether the valve means was con- 
strued as broadly as U.S. Surgical requested, 
or quite narrowly as Ethicon had argued, the 
variety of valve structures shown in the prior 
art was in accordance with the jury*s finding 
of obviousness in light of^the prior art. 

[2] The Markman decisions do not hold 
that the trial judge must repeat or restate 
every claim term in order to comply with the 
ruling that claim construction is for . the 
court. Claim construction is a matter of 
resolution of disputed meanings and techni- 
cal scope, to clarify and when necessary to 
explain what the patentee covered by the 
claims, for use in the determination of in- 
fringement. It is not an obligatory exercise in 
redundancy. Although claim construction, 
may occasionally be necessary in obviousness 
determinations, when the meaning' or scope 
of technical terms and words of art is unclear 
and in dispute and requires resolution - in 
order to determine obviousness, in this case 
none- of these rejected instructions was/di- 



rected to, or has been shown reasonably to 
aff'ect, the determination of obviousness.. 

Grounds for a new trial have not been 
shown. See Santa Maria v. Metro-North 
Commuter KR., 81 F.3d 265; 273 (2d Cir. 
1996) ("A new triaL must be granted if the 
court determines that. 'the. verdict is against 
the weight of the evidence, that the damages 
are excessive, or. that, for other reasons, the 
trial was not fair- to the party moving.' ") 
{quoting Montgomery Ward & Co, Dun- 
can, 311: U:S. 243, 251 {1940)); Shatter- 
proof Glass Corp. v. Libbey-Owens Ford 
Co.,lS% F.2d 613, 626, 225iUSPQ 634, 643 
(Fed.. Cir. 1985) ("If prejudicial error^ oc- 
curred, or if the verdict is against the clear 
weight of the evidence, as an alternative to 
judgment n.o.v: a new trial may be granted, 
in the discretion of the trial judge.' ■> (citing 
Fairmont Glass Works, v.. Cub Fork. Coal 
Co., 287 U.S. 474 (1:933)). r 
We have not been shown prejudicial error 
in the jury instructions, or that the verdict of 
obviousness is against the clear weight of the 
evidence, or that substantial justice requires 
that the trial be voided. ; 

The Dictionary ' 



During its deliberations the jury requested 
a dictionaryand, over the objections of both 
parties, was provided'one by the court: U.S. 
Surgical states this. is reversible error, while 
Ethicori states that any error was harmless. 

U.S: Surgical proposes that the jury might' 
have -used the dictionary to look up defini- 
tions on which it had been instructed, by the 
court or that had been explained by wit- 
nesses, such as "presumption" or "obvious- 
ness." The jury was instructed; as the parties 
agreed, to consider the ordinary meaning of 
the language used in the claims. U.S. Surgi- 
cal does not mention- any terms that were 
used outside of their ordinary meaning. The 
district court- pointed out , in its post-triali 
opinion that the instruction to consider the- 
ordinary meaning, and the general assump- 
tion that definitions in a. standard dictionary 
are common knowledge with which the jury 
is charged, support - the provision of the 
dictionary. •.- 

; [3] It is ^generally agreed that the provi- 
sion of a dictionary to a jury, although not 
favored, is not; grounds .for a:, new trial. See 
Wernsing v. .. General : Motors Corp., 470 
A.2d 802, 806 (Md. 1984) ("It appears to be 
the near universal consensus that a new trial 
is not awarded simply because a dictionary 
was before the. jury.'.') (citing: cases). U.S. 
Surgical off"ered no specifics as to words 
whose dictionary definitions may have ad- 
versely aff'ected the verdict of obviousness:- 
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Instead, U.S. Surgical seeks a presumption 
of prejudice and an automatic new trial. ' 

Both sides cite United States v. Weiss, 752 
F.2d 777 (2d Cir. 1985), as stating the con- 
trolling law in the Second Circuit, and each 
side argues that Weiss supports its position. 
In Weiss a crimiinal defendant was convicted 
of mail fraud, perjury, and RICO violations, 
and the jury obtained accounting books with- 
out the judge's knowledge or consent. Al- 
though the Second Circuit stated that "ex- 
tra-record information that comes to the 
attention of a juror is presumptively prejudi- 
cial," 752 F.2d at 782-83, the court held that 
the trial judge's determination that the infor- 
mation had not prejudiced the defendant was 
not an abuse of discretion, and sustained the 
conviction. 

U.S. Surgical argues that the practice of 
permitting the jury to have a dictionary 
would undermine the patentee's right to be 
its own lexicographer, and thus constitutes 
reversible error. However, U.S. Surgical 
does not direct us to any actual or reasonably 
possible prejudice, or any suggestion that the 
jury disregarded the court's instructions on 
the law of obviousness, or the plain meaning 
of the terms used in the claims and the prior 
art. Instead, U.S. Surgical argues that it v/sls 
Ethicon's burden to establish that the jury 
did not misuse the dictionary, and that since 
that burden can not be met a new trial is 
required. However, the holding in Weiss was 
not for an automatic new trial. Weissdid not 
divest the trial judge of authority to decide 
whether the error, in that; case viewed as 
juror misconduct, was in fact prejudicial. 

The district court did not commit prejudi- 
cial error by providing the dictionary. A new 
trial on this ground is not warranted. , 

The Post-Trial Motions 

Upon post-trial motions the^ district court, 
in a 34-page opinion, discussed validity and 
infringement. With 'respect to validity the 
court discussed .the positions of the parties on 
the teachings of the prior art, the differences 
between the.prior art and the patented inven- 
tions, and how the inventions as a whole 
would have been viewed by a person of ordi-. 
nary, skill in that art. 

The district court summarized the evi- 
dence that the prior art would have suggest- 
ed the combination claimed in the '420 pat- 
ent. The court referred to Ethicon's position 
that U.S. Surgical had adapted its own mul- 
tiple clip applier to endoscopic use, and the 
testimony that the only significant difference 
from the prior art multiple clip applier was 
the elongation of the shaft and the seal, and 
that these were common to all endoscopic 
instruments. 



The district court explained its conclusion 
that there was substantial evidence in sup- 
port of the jury verdict of . obviousness of the 
claims in. suit. The court also explained its 
conclusion that the requirements of a new 
trial had not been met: that the, verdict was 
not against the weight of evidence, that there 
was not a miscarriage, of justice or prejudi- 
cial error during trial, or a seriously errone- 
ous result. 

The Motion Upon Remand 

Following the remand from the Supreme 
Court to the Federal Circuit, U.S. Surgical 
moved this court to vacate the district court's 
judgment and order, a new trial, on the 
ground that since the district court had not 
consftrued the claims as required by Mark-r 
man, either before or after the jury rendered 
its verdicts,: there is nothing for the Federal 
Circuit to review on appeal; U.S. Surgical 
states that it is entitled to a new trial of all 
issues of validity and infringement except for 
the verdicts in its favor (infringement of the 
'420 patent and that there was not inequita- 
ble conduct) for which Ethicon did not peti- 
tion for cer^/orar/. : ■ . 

Ethicon,. opposing the motion,: points out 
that the . district court, in: its opinion on the 
post-trial motions, discussed the claim con-: 
struction that the jury necessarily adopted on 
the two aspects of claim scope that were in 
genuine, dispute as applied to the Ethicon 
devices. Ethicon points out that the. district 
court stated that it agreed with the jury's 
necessary constructions with respect to the 
valve means and the clip, advancing means, 
and that the court explained, its reasons for 
sustaining the verdicts based on those con- 
structions. Ethicon points: out that under 
Markman this court undertakes to perform 
any necessary claim construction de novo. 
Ethicon also points out that no . disputed 
claim construction was material to the deter- 
mination of obviousness: 

[4] Concerning U.S. Surgical's proposed 
instructions on claim construction, as we 
have discussed, whatever their applicability 
to the issues of infringement, their omission 
did not prejudice the issue of obviousness. 
Markman did not hold that the trial judge 
must always parse the claims for: the jury, 
whether or not there is an issue in material 
dispute as to the meaning or scope of the 
claims. Neither this court nor the Supreme 
Court held that the trial judge must.conduct 
such a rote exercise, on pain of having to 
retry the case. 

Ethicon had objected .to. the substance: of ^ 
U.S. Surgical'? proposed.instructions,.as well, 
as asserting that they were unnecessary. We^ 
need not resolve this issue, for U;S. Surgical 
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has not shown that there are unclear or 
ambiguous technical terms or words of art or 
related aspects of claim scope whose "con- 
struction" as requested by U.S. Surgical 
would negate the verdicts of obviousness. 
The jury was instructed, without objection, 
that the language of the claims .was to have 
its plain meaning. There was no dispute as. to 
the meaning of technical terms or words of 
art as used in either the prior iart or the 
claims/The difference between the prior art 
and the claimed invention is a question of 
fact, Graham, 383 U.S. at 17, 148 USPQ at 
467, and was not overruled by the Court's 
Markman decision. , 

U.S. Surgical argues that if the district 
court had construed the claims for the jury, 
the jury could not have reasonably accepted 
Ethicon's argument that U.S. Surgical had 
simply made known endoscopic adjustments 
in its prior art multiple clip applier^ This 
went to the ultimate question of obviousness, 
which was decided by the jury upon finding 
and weighing and evaluating the factual evi- 
dence of the Graham factors. U.S. Surgical 
does not explain how any reasonable claim 
construction that it requested would have 
deprived the verdict of obviousness of its 
support. Further, Markman does not author 
rize the trial judge to remove from the jury 
the factual findings required by Graham, 

On careful consideration of the substance 
of the instructions on claim construction that 
the district court declined to give, and the 
instructions on the issue of obviousness, all in 
light of the particular issues in this case 
concerning the prior art, thexlaimed inven- 
tion, and the Court's discussion in Mark- 
man, we conclude that the omission of the 
requested instructions did not prejudice the 
determination of obviousness. The criteria 
for grant of a new trial have not been met. 
See Santa Maria, 81 F.3d at 273; Shatter- 
proof Glass, 15% F.2d at 626, 225 USPQ at 
643 (new trial appropriate when there was 
prejudicial error, or when verdict against 
weight of the evidence). 

Conclusion 

On review of the proceedings at trial, we 
conclude that there was substantial evidence 
from which a reasonable jury could have ^ 
held that the claimed subject matter would 
have been obvious to a person of ordinary 
skill in this field at the time the invention was 
made. The judgment of. invalidity is 
affirmed. 

the case was vigorously litigated, with 
extensive testimony, physical exhibits, and 
argument. We have been directed to no un- 
fairness or incompleteness or prejudice in the 



jury instructions with respect to obviousness. 
A new trial was properly denied. 

Costs . - . . . , - 

Costs to Ethicon. 

AFFIRMED; MOTION FOR . 
: , NEW TRIAL DENIED. 
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, PATENTS 

1. Patentability /Validity — Anticipation — 

Prior sale ~ , Degree of development 
(§115.Q707.05)\ 

. Federaldistrict court erred in holding pat- 
ent directed to method and apparatus for 
adding small amounts of ingredients to live- 
stock or poultry feed invalid under on-sale 
bar of 35 USC 102 based on inventor's offer, 
before critical date, to sell weighing machine 
to feedlot manager, since at time of alleged 
offer, inventor had not reduced invention of 
patent to practice, had not substantially 
completed invention, and had not demon- 
strated high likelihood that invention would 
work for its intended purpose, and since 
inventor's "offer" therefore could not trigger 
on-sale bar. 

2. Patentability/Validity — Obviousness — 

Relevant prior art — Particular inven- 
tions (§I15.09»03.03) 

Patentability /Validity — Dbviousness — 
Combining references, (§115.0905) . 

Patent directed to method and apparatus 
for adding small amounts of ingredients to 
livestock or poultry feed would not have been 
obvious in view of prior art weighing ma- 
chine and prior art volume machines in com- 
bination, since there is no evidence of motiva- 
tion or suggestion to combine prior . art 
machines, since motion of mixing elements 
in volume machine: would have been expect- 
ed to cause inaccurate weighing, and prior 
art therefore led away from idea of combine 
ing features of weighing and volume ma- 
chines, and since inventor's extensive efforts 
to solve problem of isolating weighing system 
tend to show that one skilled in art would 



